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WRITTEN RECORD OF TELEPHONIC INTERVIEWS 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

Applicant's representative has had series of telephone communications with the Examiner 
regarding the litigation in which Assignee of the above-captioned application is a party. 
Specifically, two such lawsuits were discussed with the Examiner: 

(1) a State Court litigation relating to breach of contract and 
misappropriation/theft of trade secrets including issues that involve materials 
described and claimed in the present patent application. This litigation is CAUSE 



J^/ NO. 2001-61352, Baylor College of Medicine and BCM Technologies v. Clontech 



Labs, Inc. District Court, Harris County Texas, 133 rd Judicial District (the "State 



Action"); and 

(2) a Declaratory Judgment Action that was filed in the U.S. District Court for the 
Southern District of Texas on January 4, 2002, Cause No. H02-0017, making general 
allegations of invalidity and non-infringement of US Patent No. 5,851,808 ("the '808 
patent"), the parent of the captioned application. No art was submitted to substantiate 
the general allegations of invalidity; lack of best mode for the claims of the '808 
patent was asserted. That Action has been dismissed by the Court; a copy of the 
Complaint for Declaratory Judgment is attached for the Examiner's convenience as 
Exhibit 1. 

Applicant's representative also told the Examiner that opposing counsel in these cases has 
contended that certain deposition testimony is material to the claims of this current patent 
application. Applicant's representative summarized the deposition testimony as including testimony 
indicating that GST fusion proteins, ere recombinase and ere enzyme activity in the recombination of 
lox sites were all known prior to the priority date of the present application. As noted to the 
Examiner, these Allegations are contained in Clontech' s motion to de-classify certain deposition 
testimony in the State Action that they contend is relevant to this patent application, attached 
hereto as Exhibit 2. Applicant's representative further noted to the Examiner that he did not consider 
this testimony to be material to the claims because it is cumulative to references that were considered 
by the Examiner. Applicant's representative also told the Examiner that no deponent suggested that 
the GST fusion of the present invention lacked novelty or is obvious. 

Additionally, the Examiner was notified that opposing counsel has submitted a protest to the 
present application. Because this protest was not timely filed, it is possible that it has not been 



placed in the file. Accordingly, it is attached to this paper for the Examiner's convenience as 
Exhibit 3. 

In the final telephone interview with the Examiner on June 25, 2003, the Examiner requested 
Applicant's representative to provide a written statement or "letter" summarizing the 
communications to date so that the file could be returned to the Examiner for further consideration. 

Accordingly, The present paper is being submitted to provide a record of these 
communications, and to submit to the Examiner for consideration the actual testimony and arguments 
of opposing counsel in the litigations discussed. Some brief remarks regarding this information are 
provided below. 

ADDITIONAL REMARKS 

Applicant's representative told the Examiner that the testimony is cumulative to 
references already of record and considered by the Examiner. At least some of those references 
are summarized below: 

C40 Chong et al., GENE 192, 271-281, 1997 informed the Examiner that GST fusion 
proteins were known. The introduction of the paper begins: "Purification of recombinant proteins 
by the use of affinity tags is a convenient and widely used technology (Lavillie and McCoy 
1995). A target protein is expressed as a fusion with an affinity tag which allows purification on 
an affinity column. A variety of affinity tags have been used, including Schistosoma glutathione 
S-transferase (GST) (Smith and Johnson, 1988), Escherichia coli maltose-binding protein (MBP) 
(Guan et al., 1988), Staphylococcus protein A (Nilsson and Abrahmsen, 1990), polyhistidine 
(Van Dyke et al., 1992), and calmodulin-binding peptide (Stofko-Hahn et al, 1992)." In 
addition, D39 Bai et al., Cell 86,263-274, 1996, describes a GST-SKP-1 fusion protein. 

D45 Kolb and Siddell, GENE 183, 53-60, 1996 informed the Examiner that the Cre 1 
recombinase protein and its activity of recombination at lox sites was known. The first two 



sentences of the abstract of this reference follow: "The Cre recombinase of bacteriophage PI 
catalyses site-specific recombination between /ox-recombination sites both in prokaryotic and 
eukaryotic cells and has thus become a popular tool in genetic research. Stable, Cre-mediated 
integration of DNA sequences at pre-existing lox sites in the eukaryotic genome is facilitated 
when a Cre recombinase protein rather than a cre-expression plasmid is used to direct site- 
specific recombination (Baubonis and Sauer (1993) Nulceic Acids Res., 21, 2025-2029)." 

Applicants find no description of a GST-Cre fusion protein prior to the present invention 
and no suggestion of the desirability of such a GST-Cre fusion nor any suggestion that 
production of such a fusion would be successful. In fact, C245 Sheffield et al., Protein 
Expression and Purification, 15, 34-39, 1999 teaches away from the present invention by 
teaching that the tag fusion systems are beset with problems and are unpredictable. This 
reference, published after the priority date of the present claims, attempts to solve some of these 
problems of unpredictability by providing a family of parallel expression vectors that can be used 
in the production of fusion proteins. 

Applicants submit, therefore, that the attached information is not material to the 
patentability of the allowed claims and request that those claims proceed to issue. If the 
Examiner does not agree with Applicant's position or with how the telephone communications 
have been summarized, or if he has any questions about this information upon review, a 
telephone call to the undersigned representative is respectfully urged. 




Respectfully submitted 



Tjfrfothy S. Corder 
38,414 

Agent for Applicants 
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IN THE DISTRICT COURT 



OF HARRIS COUNTY, TEXAS 



133 rd JUDICIAL DISTRICT 



OUTSIDE ATTORNEYS' EYES ONLY 
PURSUANT TO PROTECTIVE ORDER 

™ omWM'S MOTION TO SET ASIDE THE CONFIDENTIAL 
C SSTSaIN DEPOSITION ADMISSIONS 
SfWAL TO THE PATENTABILITY DETERMINATION 

APPI1CATIONCLAIMS 

Defendant/Counterclaim Pontiff, Clontech Laboratories, Inc. ("Clontech"), moves «. 
Court for an Order to set aside the confidential delation of certam depos^on testimony by 
Plaintiffs/Counterclaim Defendants Baylor College of Medicme and BCM. Technolo.es, Inc. 
(collectively "Baylor") witnesses Dr, Elled g e and Kreuzer and Ms. li. This relief , sought to 
penrat Clont— 

ma de by these witnesses, pursuant to Baylor's obligations under 37 C.F.R. § 1-56. 

m A (TK GROUND 

m 1996, Drs. Stephen J. Elledge (•«), a Baylor professor, along with Qtaghua Liu 
and Manrie Li, aUegediy deve.oped eertain tecnnoiogy to facilitate rapid s— , referred to 
as .he "Univector system." In 1997, the inventors ffled a patent applied in the PTO 



to*** the Univector system That paten, application — ,n,o U.S. Paten, No. 5,851,808 
Ote '808 patent") on December 22, 1998. Baylor f,.ed a, .east one continuation-in-part paten, 
appiication from the application ft* matured into the -808 patent, U.. U.S. Serial 
No. 09/122,384 ("the "384 appiication"). Baylor is beheved to be the assignee of the 384 

application. 

Throughout discovery, Clontech repeatedly requested a!i document concerning the "808 
patent, which document request encompassed any continuations and continuations-in-pa* 
.hereof On December 3, 2002, Contech fiied a motion to compei production of such 
documents. Clontech again explictiy requested ail documents reiated to any continuation 
apphcations foHowing me Apn, 14, 2003 deposition of Cha,.es Lipsey, during which Bayer's 
questioning imptied that one or more continuation applications may be pending. (Ex. 1, 
Clontech's April 14, 2003 letter). 

At the April 28, 2003 pretrial conference, the Court instructed the parties to inform the 
Special Master that all discovery motions should be decided promptly, by May 9, 2003. After 

\u 'ens nntPnt fExs 2 & 3, Ltrs. from Blanke to Oparil, May 2, 2003 
discovery pertaining to the 808 patent, (bxs. / « o, 

and May 6, 2003). 

On May 6, 2003, Baylor belatedly provided a letter to Clontech endosing a Notice of 
Allowabinty in the '384 appiication, which was mailed by the PTO on April 22, 2003. (Ex. 4 
hereto,. Baylor also provide* outer documents to Clontech on May 15, 16, and i9. 2003 
(received by Clontech on May 16, 17 and 20, 2003), which included information disclosed to the 



PTO. 



The information Bay,or provided ro Clontech does no. indicate ta« Bayior alerted the 
PTO to the existence of: (1, this Ration, (2, the Declaratory Judgment suit Conteoh f.,ed 

... • a in the U S District Court for the Southern District of Texas, or 
against Baylor - now dismissed - in the U.S. District v-o 

(3) the deposition testimony that is materia, to the patentability of Baylor's claims. 

ARGUMENT 

mdividuals owe the PTO a duty of candor * good faith. See 37 C.F.R. 1 1.56. ("Each 
M v,dua, associated with the fihng and prosecution of a patent apphcation has a duty of candor 

nation known to that individua, to to materia, to pa.ntabi.ity." "1^— is matena, 
t0 patently when it is not cumulative to information a,ready of record or being made of 
rec0 rd in the appUcation, and (1) ,t —es, by itself or in combination with other 
mformation, a prima facie case of pa— y of a claim; or (2) It refutes, or is inconsistent 
with a position the applicant takes''). To comply with this duty under 37 C.F.R. 5 1.56, 
apphcants and applicants' representatives must disclose (,) the existence o, litigation, and 
W any materia, information arising from ma, litigation re,a,ed to the subject matter of the patent 

c „ „ sWrnn Products v. Total Containment, 
application, including deposition testimony. See, e.g., Env.ron Product 

,nc 43 0 S P Q. 2d ,288 (E.D. Pa. ,997); Boeder fcpA*. VetmeaHca. Inc. , ScHeHn g - 
Cor,., 68 F. Supp.2d 508 (D. N., 1999); see ^rally, Manua, of Patent Examination 
Procedure ("MPEP") Section 2001.06(c). 1 

T^^^er for which a patent ^Som 
litigation, the existence of such ^L. Examples of such mater,* 

must be brought to the attent.cn of the .P^"""° 1 fi of inve ntorship, pnor art, 

information include evidence of possible pnor use or sale disclosure .. Another 
auegations of 'fraud,' "inequitable conduct ™* ^t*is made during litigation which is 
example of such material ■^•J^totota ^ods.. Inc. v. Total Containmen,, 
contradict^ ■» <~ ™ f(E^D P "s u ch information might arise during litigation 
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• a*a tn riontech include disclosures to the PTO, but 
The documents Baylor recently provided to Clontecn 

• t u„ ppH^ral Court Declaratory Judgment 
d o not include any dilute of this ongoing hugation, the Federal 

, • • tw nrcurred in depositions taken during 
Hugation or any disclosure of critical ad— s that occurred 

discovery in this case. 

cont a,ned ,n the demons desi^d as conftden.a, pursuant to the protect order. (B, 3 

„Uon dtsclosed as — or — attorneys eyes onl,', and has designated the 
M of its — s as conndenu, except .at of f, U, Because O, U,s teshmony 

tn r t tii's transcript and the existence of this case 
'384 application, disclosing relevant portions of Dr. Ltu s transcnp 

therefrom), GST fusion proteins were known and the Cre enzyme was known: 

Q: Okay. Now, OST fusion proteins were known in the art prior to your work, 

correct? 

A Q . S Cre enzyme itself was known in the art prior to your work, correct, 
A. Correct. , . r recombinies [sic recombinase], 

art, correct? 
A. Correct. 

(Ex 7 Liu Dep. at 15:23-16:8). 

' ' ^ admissions are material to the pa— y of, for example, Cairns 43, 46, 4S, 49, 

5 ,S4, 5, and S3 as they apnea, in the Prehmm^^ 

^"I^^rT^ig interrogatories, depositions, and 

in, for example, pleadings, admtuo* fiSX- 
other documents, and testimony. MPEP § 2Wi.w* ; 
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appear to 



hav e the same daim n— g as the atiowed d*» on the Notice o, Ai.owabiiitv. 



(Ex.4). 

A dd,tiona, admissions, which are beUeved to he materia, to the patentabihty of a, ieast 

Contech cannot provide th.s Ration marked confident to the FTO; however, Bay.or can 
.dshouiddo so.* the event that Bayior does no. comply with tts duty of condor totheFTO, 
..Courtshouidpennitaonte.htoprovide.tereievantporUonsof deposition transcripts to the 
„0 no—tang the protect order. In particuiar, Bavior, witnesses admitted the 



following: 



2. 
3. 



* Cre enzyme was Known in *e prtor ar, to the f ^^^at 

tS^SS-^m ^ 2003 Dep ' at 

22:11-23:20; Kreuzer Dep. at 59:11-23). 

Elledge and Liu did not invent Cre. (Kreuzer Dep. at 59: 1 1-23). 

Each of the components of the Untvector systen- £?£^<Sw": 

56, 59). 

Ea ch of the components of *e Univectoyystern was m the^bUc ^n pno r to 
3£tiX5Z -"5S. %. 3,, Kreuzer Dep. a, 5, 

56, 59). 

Cre-mediated recombination w, in the ^i c^omain^r -hefi^e 

^^^^^^^^^^ 

at 15:23-17:17). 



Elledge depositions are attached as Ex. 9, ana reievan 



attached as Ex. 10. 
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8. 



9. 



Cre-mediatedrecombinationus^ 
15 23-17:17; Li Dep. at 20:20-25, 21:5-8). 

20:20-25, 21:5-8). 

OST-fusion proteins were in £ ^^.1? 
patent application. (Kreuzer Dep. at 59.11 23, u P 
at 15:23-17:17). 

J^ffiC! Dep. a, 39:2-15). 

application. (Elledge 2003 Dep. at 24.8-25. 18). 

O— quests this Co. pet.it . .o provide the aoov,re f erenced — . - 

•t m PTO to properly examine the patent application at issue. 
PTOandtherebyperrmttoFTOtoprop 

The prosecution documents Bayior recently provided to Ciontech 
claira sc „pe has varied tremendous, durin, the prosecution o f the 384 application 
vasfly lent Cms .ere P .ued ,n ,s action and .ere — * ~ - 
w „ from issuance cancel , ot the Cms and ad,n g the new Cairns in 



10. 



11. 



12. 
13. 



WHCH con.d very - — . « one or more divistona, «*— - 
Accordingly, *e protectWe - — - - - ** *» «* " ^ ^ 

. fc^ o«J-*^^««--■ , * ,,,,, ' te * ,,,,,,-,, 

con.inuingapp.ica.ion.basedon.hedisc.osu.eofthe '384 appncatiot, 

inforroan „n, and any aodioona, —on, wMcb is — » - pa— , - an. 

pursuant to its obligations under 37 C.F.R. § 1-56. 

rnKPIAJSION 
For aU the foregoing reasons, Con.ech's motion should be granted. 



Dated: May 23, 2003 



BRACEWELLJ^ATJERSON LLP 



By: 



GlenH^i. Ballard, Jr. 
Texas State Bar No. 01650200 
BRACEWELL & PATTERSON LLP 
711 Louisiana Street, Suite 2900 
Houston, TX 77002-2781 
(713)223-2900 
(713) 221-1212 (fax) 

Marc R. Labgold, Ph.D. 

Kevin M. Bell 

PATTON BOGGS LLP 

8484 Westpark Drive, Suite 900 

McLean, VA 22102 

(703) 744-8000 

(703) 744-8001 (fax) 



Richard J. Oparil 
PATTON BOGGS LLP 
2550 M Street, N.W. 
Washington, D.C. 20037 

(202) 457-6000 
(202) 457-6315 (fax) 

Attorneys for Defendant/Counterclaim Plaintiff 
Clontech Laboratories, Inc. 
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The undersigned hereby certifies 



they caused the foregoing to be served on May 



2003, on the following: 



David P. Blanke, Esq. 
Tracey B. Davies, Esq. 
M. Michelle Muller, Esq. 
Vinson & Elkins LLP 
The Terrace 7 
2801 Via Fortuna, Suite 100 
Austin, Texas 78746 
(via FedEx) 

Jason M. Powers, Esq. 
Vinson & Elkins LLP 
1001 Fannin Street, Suite 2300 
Houston, Texas 77002-6760 

(via Hand Delivery) 

Jack C. Goldstein, Esq. 
16 Sugarberry Circle 
Houston, TX 77024-7251 

(via Hand Delivery) / 




-9- 



8484 Westpafk Dfive 

- PATTON BOGGSu, iru™ 

AHORHEYS AI UW . 703-744-8000 



Facsimile 703-734-8001 
w\v\v.ps ti onboggs.com 



Richard J. Opaiil 

April 14, 2003 (202)457-6496 

Roparil@pattonboggs.com 

VIA FACSIMILE 

David P. Blanke, Esq. 
Vinson & Elkins LLP 
The Terrace 7 
2801 Via Fortuna 
Suite 100 

Austin, Texas 78746 

Re: Baylor College of Medicine, et al. v. Clontech Laboratories, Inc. v. Invitrogen Corp. 
Cause No. 2001-61352 

Dear David: 

Further to my request at the conclusion of the April 14, 2003 deposition of Charles 
Lipsey, please provide us with the following documents immediately: 

(1 ) the exhibits marked at Ruo Bo Zhang's deposition, and 

(2) all documents relating to all continuations from or other U.S. patent 
applications related to the '808 patent 

With regard to the latter request, we are aware that at least one such continuation 
application exists. In particular, as shown on the enclosed Patent Application Information 
Retrieval search of continuity data, U.S. Patent Application 09/122,384 is a pending 
continuation application from the application that matured into the '808 patent. Clontech long 
ago requested information pertaining to Baylor's ' 808 patent. Baylor chose to object to 
providing such information and required Clontech to file a (pending) Motion to Compel As 
demonstrated in the questions you posed to Mr. Lipsey, these documents are relevant to the 
claims and defenses in this action. 



Please let us know when we may expect to receive the requested documents. 




Richard J. Oparil 
Enclosures 

cc: Glenn A. Ballard, Jr., Esq. 



Wtt M,t.. DC | Anchorage |6ouider I Da. las iDenve, | Northern Virgini 
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MiTsan&ElkLi&E 

ATTORNEYS ATLa^ 



May 2, 2003 

By Fax 

Mr. Richard J. Oparil 
Pattern Boggs L.L.P. 
2550 M Street NW 
Washington, DC 20037 

Re: Baylor College of Medicine, et al v. Clontech Laboratories, Inc.; 
Cause No, 2001-61352 

Dear Richard: 

I am writing to confirm what I believe is our agreement to considerably narrow the 
issues raised in Clontech's Motion to Compel Discovery from Baylor. Below I will refer to 
the headings in the motion and recount what I understand to be the agreement. 

"Baylor Should be Compelled to Produce Documents Regarding the 
Reorganization of BCMT and BCM's Office of Technology Administration." We have are 
reconfirmed that there are no such documents. 

"Baylor Should be Compelled to Confirm that the Files of Certain Baylor 
Employees and/or Former Employees Have Been Searched and Responsive Documents 
Produced." "Baylor Should be Compelled to Confirm that Certain Relevant Locations at 
Baylor Have Been Searched and All Responsive Documents Produced." We have 
confirmed that the records of the persons listed in the motion have been searched, as have 
the locations specified in the motion. 

"Baylor Should be Compelled to Produce Its Documents Pertaining [to] the 
Harvard FLEXGene Consortium." We agreed to determine whether Baylor has a copy of 
Invitrogen's proposal or any documents relating to such proposal. We have confirmed that 
Invitrogen. never provided its Harvard FLEXgene Consortium application or response to 
request for proposal to Baylor nor did Baylor correspond with Invitrogen or have any other 
communication with Invitrogen about the Consortium. 



VINSON & ELKINS LXJ. 

THE TERRACE 7 

2801 VIA POKTUsTA. SUITE 100 

AUSTIN. TEXAS 78746 

TELEPHONE (512) 542-8400 

FAX (513 542.8612 

Tww.velaw.com 

David P. Blankc 
Direct Dial (512) 542- 2622 
Direct Pax (512) 236-3314 
dblanke® velawxom 
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Mr. Richard J. Oparil 
Page 2 
May 2, 2003 

"Baylor Should be Compelled to Produce All Slides, Notes and Similar Material 
Presented at Conferences or Other Public Events Pertaining to the Elledge Technology-" 
We have reconfirmed that there are no such materials. In doing so, we obtained and 
reviewed the Medlen & Carroll firm's records. 

" Baylor Should be Compelled to Produce All 1998 Calendars ofDrs. Elledge, Li, 
and/or Liu Relating to the Elledge Technology." We are determining whether such 
calendars exist for Drs. Elledge and Li, If so, we will produce the entries that pertain to any 
presentation of the Univector System or circulation of it to researchers. As I explained on 
the telephone, we do not have possession, custody, or control of Dr. Liu's calendar. 

"Baylor Should be Compelled to Produce All Documents Relating to the '808 
Patent." We are reexamining these requests. We will produce all non-privileged 
responsive documents relating to the '808 patent and any related applications. 

" Baylor Should be Compelled to Produce All of Its Responsive Lab Notebooks and 
Other Documents Sought in Request for Production No. 2." We have confirmed that all 
responsive notebooks have been produced. The complete record of the development of the 
Univector System is set forth in Dr. Liu's lab notebook and in other records of the Elledge 
laboratory, which were produced early in the litigation. The bates range of the Liu notebook 
is BCM 658-939. A comprehensive search of the Elledge laboratory's records were made 
and all other relevant pages from the laboratory notebooks of Dr. Elledge, Dr. Liu and 
Mamie Li were provided at bates ranges BCM 393-657 and 940-1027. 

"Baylor Should be Compelled to Fully Respond to Requests for Production Nos. 
15 and 16." We are reconfirming that nothing further exists and will then write to confirm 
as much or produce what non-privileged documents that may be located, 

"Baylor Should be Compelled to Produce Documents Responsive to Request for 
Production No. 1 7." Clontech withdraws this request from the motion. 

"Baylor Should be Compelled to State the Dates of Disclosure of Information that 
Baylor Alleges are Trade Secrets." The interrogatory response will be amended to include 
dates or approximate time frames (if no specific date can be determined), based on the 
marketing log and other records, some of which are in Clontech's files. 

"Baylor Should be Compelled to Supplement its Incomplete Responses to 
Interrogatories Nos. 4, 11 and Any Other Interrogatories for Which Baylor Withheld 
Information Relating to the '808 Patent" We will amend the response to the inteiTOgatory 
to refer Clontech to the marketing log. Interrogatory No. 1 1 will be amended to specify that 
Drs. Elledge and Liu are the inventors (as the '808 patent reflects). 
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"Baylor Should be Compelled to Supplement its Incomplete Response to 
Interrogatory No. 7, and All Other Interrogatories That Were Not Fully Responded to 
Because No Protective Order Was in Place." Clontech has deposed each of the Baylor and 
Invitrogen participants in those negotiations. Baylor has produced its marketing log, which 
details those discussions. And Invitrogen produced other materials that you used at the 
recent Invitrogen depositions- I have confirmed that no information was withheld on the 
basis that there was, at the time of the interrogatory, no protective order. With this 
confirmation, I understand Clontech withdraws its request for a supplemental response to 
interrogatory nos. 4, 5, and 7. 

"Baylor Should be Compelled to Fully Respond to Interrogatory Nos. 8 and 9" 
Baylor will amend its response to refer Clontech to the royalty reports (most of which are 
exhibits to the initial Baylor depositions). 

"Baylor Should be Compelled to Either Produce the Documents Requested in 
Clontech f s July 30, 2002 Letter or Confirm that all Responsive Documents Have Been 
Produced." We are reconfirming that there are no additional non-privileged responsive 
documents. We will then write to confirm as much or produce what non-privileged 
documents that may be located. 

"Baylor Should be Compelled to Produce Responsive Internal Communications" 
We have reconfirmed that there are no additional responsive, non-privileged documents. 

If the foregoing is correct, please countersign this letter and return it to our offices. 
We will tend to filing the letter with the Court, see TEX. R. Civ. P. 11, and circulating a copy 
to Jack Goldstein. 




AGREED: 



Richard J. Oparil 

Attorney for Clontech Laboratories, Inc. 
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Glenn A. Ballard, Jr. (by fax) 
Tracey B. Davies [Firm] 
M. Michelle Muller [Firm] 
Jason M. Powers [Firm] 
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DATE: May 2, 2003 

TO: Glenn A. Ballard, Jr. 

Bracewell & Patterson 



FAX: 713.221.1212 

PHONE: 713.223.2900 



TO: Richard J. Oparil 

Patton Boggs (DC) 

PAGES: (including this transmittal page) 

FROM: David P. Blanke 



FAX: 202.457.6315 

PHONE: 202.457.6000 
CLIENT/MATTER: INV850/13000 



MESSAGE: David Blanke's 05/02/03 letter to Oparil re agreements to narrow 
issues in Clontech's motion to compel discovery from Baylor. 



Hard Copy Follows: □ Yes 13 No 



CONFIDENTIALITY NOTICE: 



n.. ;»r nr *, n i\ m rontrtnrd in thU FAX mm be confidential and/cr privileged. This FAX is intended to be reviewed initially by only the individual 
laZTalZ, TSTZ£ ^tSnS&rma. PACE is notAe ^tended recipient or a representative of th e intended recipient, you ere 
l™bint£ed*a?^ 

FAX in error, p lease immediately notify the sender by telephone and return this FAX to the sender at die abov e address. Monk you. 
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Direct Fax £12) 236-33U 



May 6, 2003 

By Fax 

Mr. Richard J. Oparil 
Patron Boggs L.L-P. 
2550 M Street NW 
Washington, DC 20037 

Re: to/or College of Medicine, el al v. Clontech Laboratories, Inc.: 
Cause No. 2001-61352 



Dear Richard: 

I am further responding to your April 14 letter. Earlier I wrote regarding the Ruobo 
Zhang exhibits. As to the '808 continuations, we will be producing the non-pnviieged 
documents on this issue. In the meantime, I am providing the accompanying preliminary 
amendment and notice of allowance from the PTO. 

- truly yours, 

— ^"Ylp - 

David ?, Blanke 
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c: Glenn A. Ballard, Jr. (by fax; w/atc. ) 
Kevin Bell (by fax; w/att.) 
Tracey B. Da vies [Firm; v/o arr.] 
M. Michelle Mullcr [Firm; Wo att.] 
Jason M- Powers [Firm; w/o att.] 
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Wasrt«Wl,DiC. 20231 



APPLICATION NOJ 
CONTROL NO. 


RUNG DATE 


FIRST NAMED INVENTOR/ 
PATENT IN REEXAMINATION 


ATTORNEY DOCKET NO. 



EXAMINER 



ARTUNtT 



PAPER 



47 



DATE MaJLEP: 



Plea e find below arid/or attached an Office communication concerning this application or 
proceeding. 



Commissioner of Patents and Trademarks 



—Sec anached- 
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Application No. 


Appiicant(s) 


N tice of Allowability 
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EUEDGE ET AL. 


Examiner 


Art Unit 






James S. Ketter 


1636 





- The MAILING DATS of this communinUon appears on the cover sheet with the Qorfasponttence address- 

tfl claim* being allowable. PROSECUTION ON THE MERITS is (OR REMAINS) CLOSED in trfe application. IT «« «"dufled 
Si^lo^io^y maS, a Notice of Allowance (PTQWS) or other appropriate communication w, I to mailed In due f JW8 
IOTTCE SKowAeiUW is NOT A GRANT OF PATENT RIGHTS- This application is subject to withdrawal from issue at me Initiative 
»f the office or upon petition by the applicant See 37 CFR 1.313 and MPEP 1308. 

. t3 This communication is responsive to tha amendment of im/Q2 w$ rna IPS Qj 3/4/03 . 
!. ^ The allowed ciaim(s) is/are £bfi§, 
£3 Tne drawing filed on 2p Merer* 2001 are accepted by the Examiner. 
. □ Acknowledgment to made of a claim for foreign priority under 35 U,5.C. § n9(a)-(d) or if), 
a) □ All b) P Some" cj □ None of the: 

1 . □ Certified copies of the pnortiy documents nave been received. 

2. □ Certified copies of the priority documents have been received in Application No . 

3. □ Copies of th© cettHied cop** of the priority document* have been received in mis national stage application from tne 

International Bureau (PCT Rule 17.2(e)). 

* Cemfied copies not received: • 
. Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C, § 1 19(e) (to a provisional application). 

(a) □ The translation of the foreign language provisional application has been received, 
, Acknowledgment is mede of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121. 

ooiicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements noted 
BS? FaK^ *«* application. THIS THREeWtH PERIOD IS NOT EXTENDABLE. 

. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 
IFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient 

. □ CORRECTED DRAWINGS must be submitted. 

(a) □ including changes required by the Notice of Draffcsperson's Patent Drawing Review { PTO-948) attached 

1) p hereto or 2) P xo Paper No. 

(b) P Including changes required Dy the proposed drawing correction fried which has peen approved by the Examiner. 

(c) □ including changes required by the attached Examines Amendment / Comment or in the Office action of Paper No, . 

Identifying Indicia suoh as the application number (set, 37 CFR 1 -84(c)) should be ^nontho drwings inihe W^£n(not the beck) 
or oach *rm«L The drawings should be filed a$ a separate paper with a transmittal totter addressed to the Official Draftsperson. 

□ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 
ta^hed Examiners comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 



xachment(s) 

□ Notice of References Cited lPTO-892) 
J Notw of Draftperson's Patem Drawing Rttvifcw (PTO-948) 
3 Information Disclosure Statements (PTO-1449), Paper No. l^H ? vr. 
3 Examiners Comment Regarding Requirement for Deposit 
of Biological Material 
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f ATTORNEY DOOt£T NO. 



CONFIRMATION WQ. 
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I a?J«LN TYPE 1 SMALL ENTITY" | ISSUg fgg | RUBUCaTK^ HZ I TOTAL m& DOE | PA7E DUE \ 

1 ^p^i^a 1 no JUST so *aoo 07/2*2003 

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT- 
p"octS TT1QN ONTHKMER^ IS CLOSED THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS. 
TBIS ^ *ROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON 

PETITION BY THE APPLICANT. SEE 37 CFR 13X3 AND MPEP 1308, 

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THftEP MONTHS FROM THE 
iSlLING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. UflS STATVT9RX 
T^DC^OT M ^yi4>W SEE 35 U^C 151. THE ISSUE FEE DUE INDICATED ABOVE REFLECTS L CREDIT 
FOR^P^ FEE APPLIED IN THIS APPLICATION. THE PTOL-3SB (OR AN EQUIVALENT) 

MUST BE RETURNED WITHIN THIS PERIOD EVEN IF NO FEE IS DUE OR THE APPLICATION WILL BE REGARDED AS 
ABANDONED. 



HOW TO REPLY TO THIS NOTICE; 

I. Review the SMALL ENTITY status shown above. 

If the SMALL ENTITY is shown as YES, verify your current 
SMALL ENTITY status: 

A. If the status is the same, pay the TOTAL FE£(S) DUE shown 
above. 

B. If ih* status is Changs*, pay ifce PUBLICATION FEE (if required) 
and twice the amount of the ISSUE FEE shown above and notify rhe 
United States Patent and Trademark Office of the change in status, or 



If the SMALL ENTITY is shown as NO: 

A. Pay TOTAL FEB(S) DUE shown above, ox 

B. If applicant claimed SMALL ENTITY status before, or is now 
claiming Small ENTITY status, check the box below and enclose 
the PUBLICATION FEE and 1/2 *e ISSUE FEE shown above. 

□ Applicant claims SMALL ENTITY status. 
See37CFR J-27- 



B PART B - FEE{S) TRANSMITTAL should be completed and returned to the Unite*} States Patent and Trademark Office (USPTO) w »th 
your ISSUE FEE and PUBLICATION FEE Of required). Even if the fcc(s) have already been paid, Pan B - Fec(s) Transmittal should be 
completed and returned. If you are charging tb* fec(s) to your deposit account, section w 4b" of Pan B - Fee(s) Transmittal should b* 
completed and an «*tr* copy of the form should be submitted. 

IH. All communications regarding this application must give the application number. Please direct all communications prior to issuance to 
Box ISSUE FEE unless advised to lb* contrary. 

IMPORTANT REMINDER; UfcTrty patents issuing on application* filed on or after Dec 12, 1980 may require payment of 
maintenance ices. It i* pause's responsibility to ensure Timely payment of maintenance fees when due. 

Page 1 of 4 

PTOWS {REV. 04-02) Appfpvfl4 for u« throw^ 01/31/2004. 



MAY 06 2003 12:51 PM FR LM NSON & ELK I NS 512 5«H SGJ2 TO *895302B9 1 202457 P. 05/14 



PART B - FEE(S) TRANSMITTAL 

Complete and *end this form, together with applicable feefc), to: Mail Bo* ISSUE FEE 

C mmlssJoner for Parents 

Washtogwm,D.C 20231 
Eax (703)746-4000 

IN^TatyerW: Tte ferm sbtfW be usaa for trar^tpife the &sUfe m and r^(CATjop r£E (if rcqwrcjt), Block* J trough 4 should be «wp»e^cd*b« 

rmnrffrwnf H fee POD flCftTTQflVi 
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©f^erminaiioii of Patc»T Term A.4justmeiit under 35 U.S.C, 154 (b) 
(application filed on or after May 29, 2000) 

-T-i rat „ t tenn adjusnnent to date is 0 days. If the issue fee is paid on the date that is three months after the mailing 
d^S^ATpa^snesS Tuesday before me dare that is 28 weeks (six and a half months) after 
the mailing date of this notice, the term adjustment will be 0 days. 

If a continued prosecution application (CPA) was filed in the above-identified application, the filing date that 
determines patent term adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval 
(PAIR) system. (bttpV/pair.uspto.gov) 

Any questions regarding the patent term extension or adjustment determination sbould be directed to the Office of 
Patent Legal Ac^rnnistration at (703)305-1383. 
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DATE MAJL£P: 04/22/2 003 



Notice of Fee Increase on January 1, 2003 

„ If $ reply to -a "Notice of Allowance and Fe£(s) Duo" is filed in the Office mi or after January 1 . 2003, ti^n the 
amount due will be higher tbaa that set forth m the "Notice of Allowance »d Fee(s) Due" siuce there wiilbe an increase 
in fees effective on January I , 2003. Ssa ftgvjgion of Param and TrafoflarH l£2 l£E Fiscal Ye*»T ?QQ?: Final Rule, 67 Fed. 
Reg. 70847, 70S49 (November 27, 2002), 

The current fee schedule is accessible from; ^ttp://www.u^io eov/ma^Qwt^f^s 1 hTm- 

If the issue fee- paid is the amount shown on the "Notice of Allowance arid Fee(s) Due," but not the correct amount 
in view of the fee increase, a "Notice to Pay Balance of Issue Fee" will be mailed to applicant In order to avoid 
processing delays associated with mailing of a "Nonce to Pay Balance of Issue Fee," if the response to the Notice of 
Allowance and Fr*(s) due form is to be filed on or afler January 1, 2003 (oj mailed with a certificate of mailing on or 
after January l 2003), the issue fee paid should be the fee that is required at the time die fee is paid. If the issue fee was 
previously paid, and fce response to the "Notice of Allowance and Fee(s) Due" includes a request to apply a 
previously-paid issue fee to the issue fee now due, then the difference between the issue fee amount at the time the 
response is filed and the previously paid issue fee should be paid. £g£ Manual of Patent Examining Procedure, Section 
1308-01 (Eighth Edition, August 2001). 

Questions relating to issue and publication fee payments should be directed to the Customer Service Center 
of the Office of Patent Publication at C?03) 305-8283. 
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VINSON K ELXJNS U-P. 
ItotJUl^CN STREET 
T£l£»HQN* (7*3) 

Timothy S.Conkr 
I&ea Pal 512-542-8446 
KwaRuc 512-236-5377 
Worde® vcbw.com 



October 3, 2002 



CERTIFICATE OF f aCSWILS 

I certify da* ibis coRtspoadenee is being 
p*n?mitted on October 3, 2002, fey fecsimilfi w fcc 
Patent and TiadcmqTfrQfflfio in accordance wilb 37 




Timcihy S. Conier 



Assistant Corronissioner for Patents 
Washington, D.C. 2023 J 

Jte; 17.5. Patent Application SN 09/122,384 "Rapid Subclaning Using Site-Specific 
Recombination," by ElledgeetaU 

Attorney Docket No.: BAT! 3674-0 J0OP/36000; Client Ref.: OTA # 97-27. 
Confirmation No, 4340 

Sir. 

Enclosed for filing in the above<cfcrenced patent application is a Preliminary 
Amendment for filing in the above-referenced patent application. 

It is believed that no fee is due; however, should any fees under 37 C.F.R. §§ 1.16 to 1.21 
be required for any reason, the Assistant Commissioner is authorized to appropriately deduct or 
credit the requisite amount from Vinson & Elkins L.L.P. deposit account No. 
22-0365/BAY13674-010CIP/3600a 



iy submitted, 




Timothy Corder 
Reg. No. 38,414 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: Stephen J, Elledge et al. 
Serial No.: 09/122,384 
Filed: July 24, 1998 

For: Rapid Suocloning Using Site-Specific 
Recombination 



Group An Unit: 1636 
Examiner J.Ketter 

Aity.Dkt.Na: BAV1 36/4-1 OCIP/36000 
Confirmation No. 4340 



csarmcATt of facsimile 

I vitrify te dni cooispoixlCDCe p fctng mosnuttcd on 
Oo?obcr3, 2002, l>y fetsiprile »*cP*?c*» and Tntelemaric 
Office in wccutbocc wj$WTp.F.R. $1.8. 




Timothy S/Cpitjq- 



PRELIMINARY AMENDMENT 
VIA FACSIMIL E NO. 703-746-S15S 

Assistant Commissioner for Patents 
Washington, P.C. 20231 

Sir: 

In advance of prosecution, the Examiner is requested to please amend the abovc- 
captioned application as follows: 

AMENDMENT 

A. In the Claims; 

Please cancel all pending claims, i.e. claims 1-20, 26, 30-35, and 37-42, and enter the following 
new claims: 



43. A composition comprising a ghimthione-S~irau$fcrasc-Cre-recombinase fusion 
polypeptide. 



311273J.DOC 
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44. The composition of claim 43, wherein the polypeptide has an amino acid sequence 
according to SEQ ID NO: 1 1 . 



45. The composition of claim 43, wherein the composition comprises an enzyme activity 
with a Cre recombinase efficiency of about 16,8% per microgram of protein. 



46. An isolated nucleic acid molecule comprising a coding region wherein the coding region 
encodes a ghitathioraB-S-transferase-Cre-recombinase fusion polypeptide. 



47. The nucleic acid molecule of claim 44, wherein the coding region comprises the nucleic 
acid sequence of SEQ ID NO: 10. 



48. The nucleic acid molecule of claim 44, wherein the isolated nucleic acid molecule is an 
expression vector. 



49. The nucleic add molecule of claim 46, wherein the coding region is operatively linked to 
a promoter effective to direct expression of a glutathione-S-traasfcrasc-Cre recombinase 
fusion polypeptide. 



50. The nucleic acid molecule of claim 49, wherein the promoter is an inducible promoter. 

51 . The nucleic acid of claim SO, wherein die promoter is the toe promoter. 

52. A host cell comprising the nucleic acid molecule of claim 46. 

53. A host cell comprising the nucleic acid molecule of claim 49. 

54. The host cell of claim 53, wherein the host cell expresses a Cre recombinase activity. 

3U273_l.DOC 2 
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55. The host cell of claim 53, further defined as an E. coli cell. 



56. A bacterial cell engineered to express a glutathiono-S-transferase-Cre-recombinase fusion 
polypeptide, 

57. The bacterial cell of claim 56, wherein the polypeptide has an amino acid sequence 
according to SEQ ED NO:l 1. 



58. A method of producing a glutathione-S-transferase^ie-recombinase fusion polypeptide 
comprising: 

obtaining an expression vector comprising a coding region encoding a glutathione-S- 
transfentse-Cre-recombinasc fusion polypeptide operatively linked to a promoter; 

trarisforming or transfeenng the vector into a cell; and 

growing the cell under conditions effective to express a glutatbione-S-transferase-Cre- 
recojnbinase fusion polypeptide. 



59. The method of claim 58, further comprising isolating the glmatbione-S-iransferase-Ge- 
recombinase fusion polypeptide. 



60. The method of claim 59, wherein isolating the polypeptide comprises glutathione affinity 
chromatography. 



61. A method of recorabining nucleic a<4d segments, wherein each segment comprises a lax 
site specific recombinase site, the method comprising contacting the nucleic add 
segments with a glutamione-S-transferasc-Cre-rccombinase fusion polypeptide. 

62. The method of claim 61 , wherein the polypeptide has an amino acid sequence according 
to SEQ ID NO: 11. 



3U273_l.OOC 
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63. A composition comprising a gluiaihione>-S-traasfe7ase^Crc-recoinbinas6 fusion 
polypeptide and one o-r more nucleic acid molecules, wherein the nucleic acids comprise 
a site specific recombinase site. 

64. The composition of claim 63, wherein ax least one of said nucleic acid molecules 
comprises a lox recombination site upstream in a 5' to 3* orientation from an amino add 
encoding region. 

65. The composition of claim 63, wherein at least one of said nucleic acid molecules 
comprises a transcription regulatory element upstream in a 5' to 3' orientation of a lox 
recombinase site. 

66. The composition of claim 64 wherein the lox recombinase site is a lox?, laxP2, /oxP3, 
foxP23, loxPSl 1, fcwB, loxC2, loxh, loxK, foxd86, /ax41 17, or fo*H site. 

67. The composition of claim 65 wherein the lox recombinase site is a JotP, lax?2, /oxP3, 
/oxP23, /flxPSl 1, hxB, laxtt, loxl, loxK, loxAtt, /cwJH7, or /oxH site. 

68. The composition of claim 64, wherein the amino acid encoding region is a member of a 
nucleic acid library. 

n. 

The claims in this preliminary amendment do not add new matter to the application and 
their entry is therefore respectfully requested. Support for the claims may be found throughout 
the Specification and at least in Example 3 found on page 47. 

IV. CONCLUSION 
Applicants respectfully submit that the present application and all claims are in condition 
for immediate allowance and early notice to such effect is earnestly solicited. If, in the opinion 
of me Examiner, a phone call may help expedite prosecution of this application, the Examiner is 
invited to contact the undersigned representative at (512) 542-8446. 
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It is believed that no fee is due; however, should any fees under 37 C.F.R. §§ 1.16 to 1 21 
be required for any reason, the Assistant Commissioner is authorized to deduct said fees from 
Vinson & ElJdns L.L.P. Deposit Account No. 22-0365/BAY13674-1GCHV3600G. 



illy submitted, 




Reg. No. 38,414 

Vinson & Ellans LXJ». Agent &r Applicant 

2300 First City Tower 
1001 Fannin 

Houston, Texas 77002-6760 
512/542-8446 

Date: October 3, 2002 
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Glenn A. Ballard, Jr. 
Bracewell & Patterson 



TO: Marc Labgold 

Kevin M. Bell 
Patron Boggs (VAJ 

TO: Richard J. Oparil 

Panon Boggs (DC) 

PAGES : l^f (indading This transmittal page) 
FROM: David P. Blaoke 



FAX: 713.22l.X2l2 

PHONE: 713.223,2900 

FAX: 703-744.8001 

PHONE: 703.744.8000 

FAX: 202.457.6315 

PHONE: 202.457.6000 
CLIENT/MATTER: INV850/13000 



MESSAGE: David Blanke's 05/06/03 Utter further responding to 04/14/03 Oparil letter. 



Kara Copy Follows- □ Yes 12 No 



CONFIDENTIALITY NOTICE: 



FAX \n error, please immediately noitfy m* ***** tpr tektpk&x and return (his M to thtxnacr <u ™ *w 
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PATTON B06GS llp 

AIIOHUS Al UW 



ANCHORAGE 

BOULDER 

DALLAS 

DENVER 

NORTHERN VIRGINIA 

WASHINGTON. D C. 

Conftfteniialriy Now Tte documents 
accompanying mis facsimile contain 
information trom ma law firm at Panon 
Boggs LLP wtucn is confidential and/or 
privileged. The mtwrnation is intended 
only for me use of me individual or 
entity named on trus transmission 
sheet If you art not ma intended 
recipient you are Hereby notified mat 
any disclosure, copying, distribution or 
me lajung of any action m reliance on 
me contents of mis facsimile is swetly 
prorutwed. ana jnai me documents 
should De returned to mis Firm 
immediately, it you na*e received me 
facsimile m error, please notify us py 
lejepnone immediately so mat we can 
arrange tor me return ot me original 
documents to us at no cost to you 



2550 M Street NW 
Wasnmgton DC 20037 
(202)457-6000 
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Company: 
Fax Number: 
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Amy Bel! 

Patton Boggs LLP 

703.744,8001 

703.744.8000 
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From: Richard Oparil 

Senders Direct Line: 202.457.6496 

Date: May 6, 2003 

Client Number: 020187.0102 



Comments: 



If you <M not rece.ve all of the pages or find that they are UlegiDie. please call (202) 457-6496. 
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Vinson 



VINSON ttEUONS t-L-F. 

UOl VJa/OCUNa. SlTO 100 
AUSTIN, 15 XAS 787«6 



May 6, 2003 

By Fax 

Mr Richard J. Oparil 
Patron Boggs L.L-P. 
2550 M Sired NW 
Washington, DC 20037 

Re: Baylor College of Medicine, el al v. Clontech Laboratories, Inc.: 
Cause No. 2001*61352 



Dear Richard: 

I am further responding to your April 14 letter. Earlier 1 wrote regarding the Ruobo 
Zhang exhibits, as to the '808 continuations, we will be producing The non-prxvileged 
documents on this issue. In the meantime, I am providing the accompanying preliminary 
amendment and notice of allowance from the PTO. 

Vary truly yours, 

— Tf- 

Davidr. Blanks 




attachment 

c: Glenn A. Ballard, Jr, (by fax; w/atr.) 
Kevin Bell (by fax; Wax.) 
Tracey B. DavieS [Firm; w/o an,] 
M. Michelle Mullcr [Firm; Wo an] 
Jason M. Powers [Firm; w/o an.] 
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AOS, 357l78,VDOC 
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UNITED STATES DEPARTMENT OF COMMERCE 
Patent aad Trademark Office 

Attess: ASSISTANT CCMMSSONSl FOR PATtJJTS 
WasrtQDn, 



/3N 



I APPLICATION NOJ 


FILING DATE 


FIRST NAMED INVENTOR/ 


ATTORNEY DOCKET NO. 


1 CONTROL NO- 




PATENT IN REEXAMINATION 





EXAMINER 



ARTUKTT PAPER 



47 



DATEMaILW>. 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Paunts and Trademarks 



—Sec *aached~ 



PTO-80C (Rov.^B) 
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N tlce of Allowability 



Application No. 
09/122,364 



Examiner 
James S.Ketter 



Applicant) 
6USDQEETAL- 



Artumt 

1636 



- Tfct MAILING DATE of tWs communication appear* on to* oovmr s/wet vvftft zfie porrvspoixfeftee a4drass~ 
AH claim* being allowable. PROSECUTION ON THE MERITS |S (OR REMAINS} CLOSED in mis application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed In duo course. THIS 
NOTICE OF ALLOWABILITY tS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from Issue at trie Initiative 
of the Office or upon petition by the applicant See 37 CFR 1-313 ana MPEP 1308. 

1 - S This communication is reeponwve to amendment of 1QWQ2 arxi me IDS of 3/3/P3. 

2. E2 The aBoweo ciaim(s) la/are 4& p$. 

3. ® Tne arewing* filed on 20 Mnrcn 2001 are accepted by the Examiner. 

4. □ Acknowledgment to made of a claim for foreign priority under 35 U,5,C. § 1 i9(a)-(d) or $). 

»)□ All ^□Some' cjPNone of me: 

1. □ Centfled copies of the priority documents have been received. 

2- □ Certified copies of tha priority documents have been received in Application No, 

S. p Copies of the certSed cop^t of the priority documents h*ve been received in tnl* national rage application from tne 
international Bureau (POT Rule 17.2(a)). 
* Certified copies not received: • 

5. □ Acknowledgment is made of a claim far domestic priority under 36 U.S.C. § 1 19(e) (to a provisional application). 

(a) □ The translation of the foreign language provisional application has been received, 
B, 3 Acknowledgment is made of a claim for domestic priority under 35 U-S.C. 5S 1 20 and/or 121. 

Applicant has THREE MONTHS FROM THE -MAILING DATE" of mis communication to ^ J^^ n ^ ^^S^^^^t 
ttSow. Failure to timely comply will result in ABANDONMENT of this application. THIS THREES-MONTH PERIOD IS NOT EXTENDABLE. 

7, □ A SUBSTITUTE OATH OR DECLARATION must D* submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 
INFORMAL PATENT APPLICATION (PTOOS2) which 9lves reason^) why the oath or declaration Is deficient. 

3. □ CORRECTED DRAWINGS must be submitted. 

(a) □ including changes required by the Notice of Dreftsperson's Patent Drawing Review { PTO-948) attached 

1) □ hereto or 2) P to Paper No. 

(b) Q induing changes required by the proposed drawing correction filed . which has oeen approved by the Examiner 

(c) □ including changes required by the attached Examines Amendment / Comment or in the Office action of Paper No 

ld«r*lfytna Indicia ftuoh as the application number [sm 37 cr B 1.84(c)) should be written on the oVawing* rnthe top margin (not tr» P«cK) 
«t ncH shmt. The drawings should be filed as a separate paper wrtn * transmittal lew eddressad to the Official Drartspersoa 

h □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 
Ktached Examiners comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 



tttachment(s) 

|Q Note of References Cited (FTO-892) 

O N tic* of Draftperson^s Patent prawing R*w*w (PTO-Wfl) 

»S Infomwtfcn Disclosure Statements lFTO-1449), Paper No. V,*W~ % vr. 

Examiner© Comment Regarding Requirement for Deposit 

of Etiological Msterial 



2D Notice of Informal Patent Application (PTO-152) 

4Q Interview Svmmsry (PTO-413), P*pex No- 

6Q Examiner* Amendment/Comment 

BP Examiner's Statement of Reasons for Allowance 

0D Other 




JAMES WETTER 
PRIMARY EXAMINER 



r«Mm«noT^ocn9rkomc< 
PTO-37 (ftev, 04-01) 



NoUccof AllowwrfCty 



part of Paper Na 47- 
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Ukttep Syqy s BsrgNT and TkApgMARK Office 



U**t*« Simw ftwu >MP i fj^iium OCXU* 



NOTICE OF ALLOWANCE AND EEE(S) DUE 



Jl»4 73W 

VINSON & EUCINS, L.L.P, 
1001 FANNIN STREET 
2300 FIRST CITY TOWER 
HOUSTON, TX 77002-6760 



0V22/2xm 



EIVED 

2 8 2QD3 

IrVgbdcet Ottice 
Vinson & ElKin* 




KfflTER. JAMES S 



AjcrUKTr 



CLASS-SUBCLaSS 



1036 

X3kAT£ MAILED- CM/224003 



[ awu Cation no. j fiuno Pate | 



| aTTOKKEY DOQClT HO, j CONftRUATiON KQ, 



fUCrt NAMED IWVBKTOJI 



OStft223*4 07/24/1991 STEPHEN h BUf . POP 

TITLE or INVENTION: KA?U> SU&CLOMENG USJNO SlTX^JtOFlC RECOMBWATlOW 



BAYl36*4l0Cir 



4340 



AJTLM.TYPB 



oonafortftooal 



i 



Small ENTITY 



NO 



ISSUB m I PUKICaTION TO [ TOTAL f££<3) DUE j PaTE tag | 



$1300 



SO 



$1300 



07/22000) 



THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT. 
ppospnmoN ON THE MEMTSIS £LQ2EBi THIS NOTICE OF ALLOWANCE IS NOT A CHANT OF PATENT BIGHTS. 
TlittJro FROM ISSUE AT THE INITIATIVE OF THE OFFICE OB UPON 

PETITION BY THE APPLICANT* SEE 37 CFR 1-313 AND MPEP 1308, 

THE ISSUE FEE AND PUBLICATION FEE OF REQUIRED) MUST BE PAID WITHIN THftEF MONTHS FROM THE 

mailing date of this notice or this application shall be regarded as abandoned, xms STATVTQRX 

PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE REFLECTS A CREDIT 
m^n^Um^rJ^&m FEE APPLIED IN THIS APPLICATION. THE PTOL-S5B (OR AN EQUIVALENT) 
MUST BE RETURNED WITHIN THIS PERIOD EVEN IF NO FEE IS DUE OR THE APPLICATION WILL BE REGARDED AS 
ABANDONED. 

HOW TO REPLY TO THIS NOTICE; 

L Review the SMaLL ENTITY status shown above 

If the SMALL ENTITY is sbo*n as YES, verify your current 
SMALL ENTITY statu* 

A If the warns is the «mc, pay the TOTAL FEE(S) DUE show* 
above. 

B. If ifcs status is changed, pay ifce PUBLICATION FEE (if required) 
and twice chc amount of The ISSUE FEE shown above and notify ihe 
Unired Stales Patent and Trademark Office of the change in status, ex 



If the SMALL ENTITY is shown as NO: 
A- Pay TOTAL FE£(S) DUE shown above, or 

B. If applicant claim ed SM ALL ENTITY status before, or is now 
cUlming SMALL ENTITY status, check ihc box below and enclose 
the PUBLICATION FEE and 1/2 *c ISSUE FEE shown above. 

Q Applicant claims SMALL ENTITY saws. 
See 37 CFR 1.27. 



D. PART B - FEE(S) TRANSMITTAL should be completed and returned to the United States Patent and Tnuknw* Office (USPTO) with 
your ISSUE FEE and PUBLICATION FEE Of required). Even if the <wC») havr already been paid, Pan B - Fee(s) Transmittal should be 
completed and ngvmcd. If you are charflaj the *•«(*) » your deposit account, section -4b" of Pan B - Fee(s) Transmittal should b» 
completed and an **tm copy of toe form should be submitted. 

TTT AU communications regarding this application must give the application number. Please direct all conununicaiions prior to issuance to 
Box ISSUE FEE unless adviwd to the contrary. 

IMPORTANT REMINDER: Utility patents inning on applications tiled on or after Dee, 12, 1980 may require payment of 
maintenance ices. It is patentee's responsibility to ensure Omeiy payment of maintenance fees when due. 



FTQUtt (RBV.OV02) Appro*** fcr use 01/31/3004, 
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PART B - PEE(S) TRANSMITTAL 

Complete «ad Mod this form, together Wictl nppiia&Io feeft), to: Mftfl Bos ISSUE FEE 

Commissioner for Parent* 
Wa$Uft|p>a,D.C 20231 
£ai [703)74&4000 



INSTRUCTIONS: Tm$ km skoeU bt usw /of 

' EC AH furth e r osncspondencc ladodrng dx Pw*ii 



Sm* li^Uh MS tod ftj8j4CATiQf< HSU U rvqrar^l 
5t,»W tod nonfimias of musmmncc feet will i 
Block I. fay (v poafyiaj u new aurapcodeooo *do>Mr. *ad 



tirouth 4 ibouia oc oon*taef*E5< 
qg « icptrut "FEE APDRSSS* for 



1|»M 7590 Q4/Z2/2C0J 

VINSON & ElKINS, L.L.P. 
1001 FANNIN STREET 
2300 FIRST OTY TOWER 
HOUSTON, TX 77002*6760 



^^A^tnXvsMic at 



TowmJ&l Tto «*x«c«>e cuwoc * wed for ahtr 
H papery gaft taq Mcg^t p^pQ; inch » in mjgmaa cr 
— RteA mvc a* p*n ujufuitE ofmunAg or tranffrmginn. 

Certificate of M*B*»g or Tnnnn1«to» 
~ Qiit put p-^'^ v "* .... 

oi» Pais mdnnrd bttow. 



RUNG BATE 



FIRST NAMED WVEKTQ* 



ATTORNEY POCKET KOl COHRHMaTW r*CX 



07/2V199S $TEPHSNJ.H45DGE 
TTTL5 OF INVENTION: Rapid SUBCLONE USING SnS-SPEOFXC RECOMBINATION . 



BAYl36AWJiOCW» 



4340 



AfflM. TYPE 
n«^XSf 



| SmaUCKTITY 1 I5SUPPES | PUBUCATlWrltt | TOTaI FgE<5J DUE | frOgtXff "j 



NO 



S1300 



So 



$1300 



C 



WaMWER 



aSTUNTT 



1636 



1 CtA»SUgClASS I 
43*606000 



^Xfcujgaf oDvpa^oodcnee *4dte$S or ladtawion of "Fee AddrtW* (37 



Q QuMgr ofconewo n d T Q> codrot (or Oangr of Cone^ooOffnix 
Adorns fom fTOftB/iZQ mdttd. 

Q "P«c Addrtct* 
FTCVS^47;Rcyw--> 
Hummer b required. 



(or *f«c Addrai" IndictBoa fono 
or more recccp S TUCtxrt . to of 4 Cttwnmrr 



2. For priMmf en 6* pate* from p*sc, lot (I) 
lbs oaacs of ^ |a 3 itgisrrod p«fa«tr ©Oonw>j 
or tgcqv OR, i»cm»>ily, (2) (be n&mc of « 
*ngk Son (ha wag v « neater i icpgtacd 
■nmwy or a^esp lad tfvc oanu of ^ to j 
nston4 pasm moraryi or oscms. If t 
u tod AO one «m J 



3- ASSIGNEE HaW and RESIDENCE DATA TO B£ PRINTED ON TOB PaT^KT (priot of QrpO 

iisifoae cteu wiQ a^pev oa ifao pattac. iDduaiop of itsqenpc d«» Is c. 
I imdtf tgpgattccovq. ConyKnon wto tnnn n NOT i p^ytiw fof | 
(B) RESIDENCE (OTY and STATE OR COUNTRY) 



be«n previously sobcwiedflj OVUSFTO or is bcinj 



(A> >iAME Of ASSIGNEE 



Plc«cd)ockii*appcpyrtopp«Mig^c«^^ ' Qtadlndnttl D octfp&rmon oro&c- private gpup gntuy D wo+xtmoaL 



4l 7n« £B)lowiQf te(sO >n Mptoted: 




4tacP«ym«mofF«c(iX 


QUsuoFcc 




Q A dksede ib vnoKOT gf die UvCi} k tocjotod. 


QPuUkaoooF** 




QP»ymciKlvo«o>tGH4,FoaBFT0^2a3S issznebed, 


□ AdvMC* Order. HafCopioi 




□ Tt» CDauwcnoacr It bocby nuborixod by ftwra* ttic requbed t*t{$L orendn any ovoptyacirtr to 
DcpQUAcecciflimnbcT (cacfeceincxntcDpy ofdia^TTD>. 


Cozruu»siosct lor Psena a rco^fd bo ayn^ ifae In 


ucFe^MdPu 


&UaiiOaF«#^fvv)art0*c-ftpplx i*v piCViPUOy pft*« fc« ippUctfoa identtned obvve, 



(AUborizsd Sopaunre) (Pw) 



NPTfc; The (mic y« utd Pubj>onen P» (rt icqmrcd) will not be ftcccpsd fom vyooo 

Hfani to d w nfae At ^bcofppktc, including 8^^^^ pr«p«ns& wd Minoiimaslte 
onnpksd «ppJic»oa |orm 9 3* OSPTa Twio vtU vwy dvpendun i^ra ndmAa) 

pZctt km) TVlifrtinrfc Offtgg. y.<^ jjtmvTOfm of Cofnmaro* W^thmROD, DwC 30331- DO 
NOT SEND FEES QR^OMPtSTED FORMS TO TftlsTUSDWESS. SEND TO 
CommMoosr MrHtuq; >w£rapan, PC 20Z3T. 

Uafcr.lfaB Piterw^ R^ »w a Aa of 1935, » www vo frautscd w Mpond to * 

co)>ccpoaof nfonp^oo woW« to g3pfry»» valti OM^ conttoi muob«-> 1 _ • 

TRANSMIT THIS FORM WITH F£E(S) 

PTOUS5 lUEV-OWtt) AppfOTrtfcruwihrougb0j/lI/2WOMB 065I-OC33 Ptiu^ TwWj* Ortior, US. DCPARTMEKT OF COMMERCE 



HAY 0S 2033 12:51 PM FR VINSON * ELKlNS 512 5«2 8612 TO **35302n9 1 202457 P. 07'14 




UOTTgD St^TSS IfrarHOT AND TfeAPEMAFttfr OrTlCg 



ArrucA'noNtta 



nunc pate 



f iRST KamEP wvehtoh 



| aTTQBKEY POCKET KU | COWFnMxTMMWa | 



09/1A3M 



VINSON & EJ-KINS. Li*. 

lOai FANNIN STREET 
23oo first cny TOWER 

HOUSTON, TX 77002-6760 



STEPHEN J.GttPGE 



BAYl36*-010CU> 



4340 



KFTTER, JAMES s 



AfcTWIT 



1636 

DATE VCAXLEPe W22/20QJ 



Determination of Patcat Term Adjustment under 35 1/-S.C, 154 (b) 
(Application filed 09 or after May 29, 2000) 



The patent term adjustment to dare is 0 days. If the issue fee is paid on the date that is three months after the mailing 
date of this noticeand the parent issues on the Tuesday before the da* that is 28 weeks (six and a half months) after 
the mailing date of this notice, the term adjustment will be 0 days. 

If a continued prosecution application (CPA) was filed- in the above-identified application, the filing date that 
determines patent term adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Infonnation Retrieval 
(PAIR) system. (^jfpWAtyto.%ov) 

Any questions regarding the patent term extension or adjustment determination should be directed to the Office of 
Patent Legal Administration at (703)305-1383. 
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DA.T5 MAILED: Q4/22/20Q3 



Notice of Fee Increase on January 1, 2003 

- If* reply to a "Notice of Allowance and Fefc(s>I>un* in filed in the Office an or after January i, 2003, then the 
amount due will be higher than that set forth m the "Notice of Allowance end Fee(s) Due 1 * since there wiU be an increase 
in fees effective on January 1, 2003. $<r ftevfoon P^P* ^ Trademark Fiscal 3fe3T 2QQ2: Final Rule, 57 Fed. 

Reg, 70847, 70849 (November 27, 2002). 



The current fee schedule is accessible from: Thtrp://w^.u^^ 

If the issue fee paid is the amount shown on the "Notice of Allowance and Fee(s) Due," but nor the correct amount 
in view of the fee increase, a "Notice to Pay Balance of Issue Fee" will be mailed to applicant In order to avoid 
processing delays associated with mailing of a "Notice to Pay Balance of Issue Fee," if the response to the Notice of 
Allowance and Fee(s) due form is to be Sled on or after January 1, 2003 (or mailed with a certificate of mailing on or 
after January 1, 2003), the issue fee paid should be the fee that is required at die time the fee is paid- If the issue fee was 
previously paid, and The response to the "Notice of Allowance and Fee(s) Due" includes a request to apply a 
previously-paid issue fee to the issue fee now due, then the difference between the issue fee amount at the time the 
response is filed and the previously paid issue fee should be paid. £g£ Manual of Patent Examining Procedure, Section 
130E.01 (Eighth Edition, August 2001 ). 

Questions relating to issue and publication fee payments should be directed to the Customer Service Center 
of ih Office of Patent Publication at (703)305-8283. 
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VINSON ICEJJONS LLP. 
VOOfOSTUXY 1UWUL 
KDiJUNNTN SHEET 
OTBTD^TOCaS 7Xxc-u*> 

vwKvcbveon 

Timothy £. Gmkr 
Data Dai 51*542-4446 



October 3, 2002 



CERTIFICATE OF $ ACSMILg 

lcgpjytbgthisooCTrsp fwV^ cisbc«is 
Pte$minaJ on October J, 2002, by fccsimflfi Xq fra 

Owe TnnctoS. Coaler 



Assistant Commissioner for Patents 
Washington, D.C, 2023} 

ite; US Patent Application SN 09/122,384 "Rapid Subcloning Using Site-Specific 
Recombination, " by Elledge et aL 

Attorney Docket No.: BAY1 36/4-0 J OOP/36000; Client Ref: OTA #97-27 
Confirmation No. 4340 

Sin 

Enclosed for Sling in the above-rcfcrcnced patent application is a Preliminary 
Amendment for filing in the above-referenced patent application. 

ft is believed that no fee is due; however, should any fees under 37 CF.R. §§ 1.16 to 1.21 
be required for any reason, the Assistant Commissioner is authorized to appropriately deduct or 
credit the requisite amount from Vinson & EQdns LLP. deposit account No. 
22-0365/BAY136/4^)lOCIP/36000. 



ly submitted, 




MhySiCoider 
Re& No. 38,414 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: Stephen J. Elledgc ei al. 
Serial No.: 09/122,384 
Filed: July 24, 1998 

For Rapid Supcloning Using Site-Specific 
Recombination 



Group An Unit: 1636 
Examiner: J.Ketter 

Atty.DlctNo.: BAYl 3 6/4-1 0CBV3 6000 
Confinnation No. 4340 



comncATE of ?AC6utnx 

I antsy ita iti» coanfpooctooe b Datag tovsqitcd as 
Os»*v3,20(&,ty£«3UBflBwfanmudlMaauk 
Office m aecordaooc «jJrtTC.F.R- f ML 



Taaothy S.Cordcr 



PRELIMINARY AMENDMENT 
VIA FACSIMILE NO. 703-746-SI5S 

Assistant (^mroissioner for Patents 
Washington, D.C 20231 

Sir. 

In advance of prosecution, the Examiner is requested to please amend the above- 
captioned application as follows: 

A, la tibe Claims: 

Please cancel all pending claims, i.e. claims 1-20, 26, 30-35, and 37-42, and eater die following 
new claims: 



43. A composition comprising a glutathionc-S-aaasfc^c-Cre-recombinase fusion 
polypeptide. 



3U27U.DOC 
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44. The composition of claim 43, wherein the polypeptide has an amino acid sequence 
according to SEQ ID NO:l 1. 



45. Hie composition of claim 43, wherein the composition comprises an enzyme activity 
with a Crc recombinase efficiency of about 1 6,8% per microgram of protein. 



46. An isolated nucleic acid molecule comprising a coding region wherein the coding region 
encodes a ghitathjone^-tnmsfeia^ fosion polypeptide. 



47, The nucleic acid molecule of claim 46, wherein the coding region comprises the nucleic 
acid sequence of SEQ ID NO: 10. 



48, The nucleic acid molecule of claim 46, wherein the isolated nucleic acid molecule is an 
expression vector. 



49, The nucleic add molecule of claim 46, wherein the coding region is operarively linked to 
a promoter effective to direct expression of a glutafljiono-S-xransferasc-Cre recombinase 
fosion polypeptide. 



50. The nucleic acid molecule of claim 49, wherein the promoter is an inducible promoter. 

51. The nucleic acid of claim 50, wherein the promoter is fee toe promoter. 

52. A host cell comprising fee nucleic acid molecule of claim 46. 

53. A host cell comprising fee nucleic acid molecule of claim 49. 

54. The host cell of claim 53, wherein fee host cell expresses a Cre recombinase activity. 

sum^iDoc 2 
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55. The host cell of claim S3, further defined as an E. coli cell. 



56. A bacterial cell engineered to express a glutatbione-S-transferase-Cre-rccombinase ftision 
polypeptide. 



57. The bacterial cell of claim 56, wherein the polypeptide has an amino acid sequence 
according to SEQ ID NO:l 1- 



58. A method of producing a glutathic«ie-S-transfe^^ fusion polypeptide 

comprising: 

obtaining an expression vector comprising a coding region encoding a glutathiones- 
transftroso-Crc-Tecombinasc fhsiou polypeptide aperativeiy linked to a promoter, 

transforming or transacting the vector into a cell; and 

growing the cell under conditions effective to express a ^utatbione-S-transfaase-Cre- 
recombinase fusion polypeptide. 



59. The method of claim 58, further comprising isolating the ^uta^ono-S-transferasd-Cre- 
recombinase fusion polypeptide. 



60. The method of claim 59, wherein isolating the polypeptide comprises glutathione affinity 
chromatography. 



61, A method of recorabining nucleic acid segments, wherein each segment comprises a lax 
site specific recombinase site, the method comprising contacting the nucleic acid 
segments with a gluUthione-S-trax^erasc-Crc-recambinase ftision polypeptide. 



62. The method of claim 61 , wherein the polypeptide has an amino acid sequence according 
toSEQIDNO:ll. 



3im5_l.0OC 



3 



flRY 06 2003 12:52 PM FR UIN50N * ELK I NS 512 542 QB12 TO **95302&9 1 E0245? P . 1 3s 1 4 

(. ( 



63. A composition comprising a glumthione-S-tx^ttsfeas^Crc-rccombinasc fusion 
polypeptide and one or more nucleic acid molecules, wherein (be nucleic acids comprise 
a site specific recombinase site. 

64. The composition of claim 63, wherein ax least one of said nucleic acid molecules 
comprises a lax recombination site upstream in a 5' to 3 f orientation from an amino add 
encoding region. 

65. The composition of claim 63, wherein at least one of said nucleic acid molecules 
comprises a transcription regulatory element upstream in a 5' to 3 f orientation of a lax 
recombinase site. 

66. The composition of claim 64 wherein the lox recombinase site is a ZaxP, /o*P2, /c*P3, 
/oxP23, teP51 1, /oxB, loxC2, laxU hxR, tecd86, taxdl 17, or laxH site. 

67. The composition of claim 65 wherein the lox recombinase site is a hxP l foxP2, /oxP3, 
foxP23, lax?S\ 1, tecB, loxC2, loxh, laxR, /cocd86, loxd U7, or loxH site. 

68. The composition of claim 64, wherein the amino add encoding region is a member of a 
nucleic acid library. 

II, REMARKS 

The claims in this preliminary amendment do not add new matter to the application and 
their entry is therefore respectfully requested* Support for the claims may be found throughout 
the Specification and at least in Example 3 found on page 47, 

IV. CONCLUSION 
Applicants respectfully submit that die present application and all claims are in condition 
for immediate allowance and early notice to such effect is earnestly solicited- It in the opinion 
of the Examiner, a phone call may help expedite prosecution of this application, the Examiner is 
invited to contact the undersigned representative at (512) 542-8446. 
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It is believed that no fee is due; however, should any fees under 37 C.F.R. §§ 1.16 to 1.21 

be required for any reason, the Assistant Commissioner is authorized to deduct said fees from 
Vinson & EBdns LX.P. Deposit Account No. 22-036S/BAY136/4-10CIP/36000. 




Reg. No. 38,414 

Vinson & EUans LX-P. Agent for Applicant 

2300 First CSiy Tower 
1001 Fannin 

Houston, Texas 77002-6760 
512/542-8446 

Date: October 3, 2002 
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CAUSE NO. 2001-61: 52 



BAYLOR COLLEGE OF MEDICINE and § 
BCM TECHNOLOGIES, INC., § 

PLAINTIFFS/COUNTERCLAIM DKFENDAMTS,| 

§ 
§ 
§ 



v. 



CLONTECH LABORATORIES, INC, 



DEFENDANT/COUNTERCLAIM PLAINTIFF, | 



IN THE DISTRICT COURT 



HARRIS COUNTY, TEXAS 



133 rd JUDICIAL DISTRICT 

• FcharlesbacarIsk 



OCT 2 




KNVITROGEN CORPORATION, 

Additional counterclaim defendant , § 

^.mrA, ™ pRQTF rr'^ order *&p?P^«« 

Whereas pretrial discovery in *is action will nec warily involve the disclosure of trade 

parties fiom whom discovery may be sought, and 

Whereas fcc parties have in good Mb conferred and have agreed upon fce tern* of a 

Protective Order and for good cause shown; therefore 

T* parties stipulate, pursuant to Texas Rule o( Civil M*. 1«A -** » * 
approval of the Court, to the Mowing Protective Order 

1. Scope of Protection. 

">of this Protective Order, produced infhiJ.ction 



I. I'.^iriYI DR' "HULL ft Trtl I CI\OUll 



nu. ;vju i • i j 



other discoverymaterials, whether produced ini 
admissions, requests forprodoction of documents or other 

1.2 This Protective Order shall also govern 
produced in this action pursuant to required disclosures 
Harris County District Court local rule, and any supplemei 

1 .3 This Protective Order shall apply to the 
discovery may he sought and who desires the protection o: 



formally or ii response to interrogatories, 



i, requests for 
formal method of discovery. 
lin y designated record of information 
any Texas State procedural rule or 
si tary disclosures thereto, 
parties and any nonparty from whom 
this Protective Order. 



urder 



2. Designation. 

2.1 Each party shall have the right to designate as confidential and subject to this 
Ptote^veOrderanymforrnationpr^uc^ 
aisclosesoonfid^ 

This designation shall be made by stamping or i^l^mkv*"^"*** 

corfidentid^rmationwim^ 
ptoducedwifcout^ 

shdlbeconsideredc^^ Thepartiesvvmusereasonablecareto 

avoiddesignattnganyd^ 
public. 

22 Each party shall have the right to designate as restricted to review by those 

categoriesofin^ 
P rote ctiveOrder^ 

discloses trade secrets, current research and development 



information or (jompetitively sensitive 



information, 



ion, rOUTSIDB ATTORNEY'S EYES ONLY ^formation"). To the extent that 
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material is marked OUTSIDE ATTORNEY'S EYES ONI Y, such material shall be revealed to 
oniicatyltaarf 

communicated in any manner, either directly or indirectly, to any person or entity not permitted 
disclosure pursuant to this Protective Older. J^^M*^*^"*^ 
or infonnation derived therefrom, and any notes or other record, regarding the contents the*** 

shallalsobedeemedOl^^ 

confidentiality of these materials shall apply as apply to 4= originals. Use of this highly 
restrictive designation is limited to information of the Utf «. competitive sensitivity. The 
parties will use reasonable care to avoid designating any d ^cumenfe or information OUTSIDE 
ATTORNEY'S EYES ONLY for which the designating party does not have agood feith belief 
that the documents or information satisfy the criteria set f< rih in mis 1 2.2. OUTSIDE 
ATTORNEY'S EYES ONLY information shall be used o Hy for purposes directly related to this 
action, and for no other purpose whatsoever, except by cogent of aU of me parties or order of the 

Court 

2.3 Tomeextentthatdtherpartyhas lP riorto fcedate that this Order is entered, 
prcducedtotheo^^ 

designation, all such materials shall be considered to have been designated under this Order as ' 
OUTSIDE ATTORNEY S EYES ONLY unless otherwis s agreed by the Parties. 



> Of Designated 



ie terms 



3. Limit On Use And Disclosure 
3,1 Each party and all persons bound by thi 
information or document governed by this Protective Ord^ 
defense of this action, except by consent of me parties 

3 



or 



Information. 

of this Protective Order shall use any 
only in connection with the prosecution 
or order of the Court No party or other 
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person shall disclose or release to any person not authcrized under this Protective Order any 
information or document governed by this Protective older for any purpose, or to any person 
authorized under this Protective Order for any other purpose. 

3.2 Itis.however.understoodthatcounsdfbra >arty may give advice and opinions to his 

or her cUent based on his or her evaluation ofdesignat^ 

party, provided that such rendering of advice and opinions shall not reveal the content of such 
information except by prior written agreement with couna i for the producing party. 

3.3 The attorneys of record for the parties aid other persons receiving in&nnation 
governed by this Protective Order shall excise reasonabl 5 care to insure that the information and 
documentsgovemedbylM^ 

(b) disclosed only to authorized persons. 



4. Disclosure Of Confidential Material, 
4. 1 Documents or information designated 
recipient thereof, on a need-to-know basis, only to; 

a. the attorneys who are actively invol|v< 
associates of the following law firms, which are trial com 
and their employees: <i) Bracewell & Patterson LLP; (it 
ElkinsLLP. 

b. the Court and Court personnel, as 
c consultants or experts and their 

for purposes of this action, who are agreed upon by 
employees or otherwise affiliated with either o 

4 



CO RESIDENTIAL shall be disclosed by the 



ed in this action and who are partners or 
«l or attorneys of record for the parties, 
Patton Boggs LLP; and (ffi) Vinson & 



provided in 1 12; 
staffs itfainedbyfoeparties or their attorneys 
parties pursuant to \ 6, who are not 
scheduled to be deposed 



tie 



fthepartiei (except persons : 



II Wt > V J V t • IV 



byeifcerofthep^e^ 

tie terras of this Protective Order, 

preparation or prosecution of patent applications and/or cor xpetitive decision making, provided that 
each individual mixstfi^ 
accessto such document^ 

se tforihin§4.a. Copies of such documents and information ate not given to any of thepeopletobe 

taken off the premises of the party's counsel; 

e. Bavins in^ouseco^ 
patent applications and/or competitive deci.ion-maldne, provided that each individual must first 
agree to be bound by the terms of this Protective Order and shall be given access to such documents 

andinformationonly^ 
ofsuchdoc^entsandinformationaienotgiven 

the party's counsel; 

£ tavitogtfsiD-housecw^l^ta^ 
paw application, andto competitive Maon-maMi® xovided that each individual mast fat 
a^tobeboundbythetennsoftofto^ 

the party's counsel; 

g. court reporters employed in connection with this action; and 

h. outside ^and cotnputer ^rvices r^cessaryfordocunaentbrfing, and 
other litigation support personnel (e.g. graphic designers and animators). 

5 



i 
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4.2 Document or information designated OTJTS DE ATTORNEY'S EYES ONLY shall 
be disclosed by the recipient thereof, on a need-to-know bjasis, to those categories of individuals 
listed in \ 4.1, excluding lH 4.1(d), 4.1(e) and 4.1(f). 



tymaskC'redatf 



.and/orTexJsRttle 



5. Redaction. 

Counsel for a party producing documents ma; 
discovery because it is protected from disclosure under the 
immumtyaffbrdedbyRale26(b),Fed.R.Civ.P 
document from which material is 
has occurred. The reason for any such maskin; 
(30) days after the production of the documents, 
material must be provided to the other party to enable it to 
privilege or immunity. Theparties reserve 
those identified above, by either consent of the parties or 
case-by case basis. 



i masked must identify in t ie masked area that 



agmnstbesUted 



Sufficient 



therightto pursue categories 



6. Identification Of Experts. 

6.1 If any party desires to disclose i 
OUTSIDE ATTORNEY'S EYES ONLY to any 
first identify in writing to the attorneys fa* the producing 
attorney for the producing party shall have five (5) 
object to disclosure of such mformation to any of the 



^ material deemed exempt from 
ttorney-client privilege or work product 
of Civil Procedure. However, any 
masking or redaction 
on alog to be provided within thirty 
information regarding the masked 
evaluate the legitimacy of the asserted 
for redaction in addition to 
jrder of the Court, to be addressed on a 



inform ition 



expert or consultant pursuant 1 



designated CONFIDENTIAL or 
to \ 4 above, it must 
arty each such expert or consultant Tne 
tojshfcess days from receipt of such notice to 
expferts or consultants so identified. 



6 
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6.2 Such identification shall include the full name and professional address and/or 
affiUationoffcepr^ 

other present and prior employments or consultancies of th , expert or consultant in the field, and a 
listofthecasesmwhichto 

feuryears. The patties shall attempt to resolve any objectio, is infbrrnalJy. If the objections cannotbe 
resolved, the party seeking to disclose the CONFIDENTS L or OUTSIDE ATTORNEY'S EYES 
ONLY information to the expert or consultant may move the Court for an Order allowing the 
disclosure. In the event objections arentfdeandnotre^ 

to the expert or consultant shall not be made except by Order of the Court (or to any limited extent 
upon which the parties may agree). 



nu. yvjo r. 10 



7. Agreement Of ConfidentfaBty. 

In no event shall any information designated 
EYES ONLY be disclosed to any person authorized pursjiant 
Court personnel, (b) the parties' attorneys (excluding 
secretarial and legal assistant staffs, (c) court reporters, 
services necessary for document handli 
Undertaking (in the form set forth in Exhibit A hen 
the terms of this Protective Order. Copies of such Confidfenti; 
served on the producing party. 



ling, until such perse n has executed 



CONFIDENTIAL or OUTSIDE ATTORNEY' S 
to \ 4, other than (a) the Court and 
house counsel) and their authorized 
and (d) outside copying and computer 
a written Confidentiality 
beboundby 

iality Undertakings shall be promptly 



■cto) acknowledging and agreeing to 1 
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8. Related Documents. 
Infbnnationdesi^ 

include (a) all documents, copies, extracts, and complete or partial summaries prepared from or 
contammgsuchin^^ 

or reflect the content of any such documents, copies, extra *s, or summaries; (c) portions ofteiefs, 
memor^daoranyotherpapersffledwiththeCourt 
content of any such documents, copies, extracts, or summ 
in accordance with^ 9; and (e) testimony taken at a hearing 
accordance with ^ 10. 



ajies; (d) deposition testimony designated 
or other proceeding that is designated in 



9. Designation Of Deposition Transcripts. 

9.1 Deposition transcripts, or portions thereof may be designated as subject to this 
Protective Order either (a) at the time of such deposin g in *mch case me transcript of the 
designated testimony shaU be marked by the reporter with the appropriate legend (see 12.1) as the 
designating party may direct, or w^WfW^*/^^^ 1 ^^^ 
providingwri^ 

suchnoticeshaUn^the^iesorportionsofthede^^ 

Uieir control as directed by the designating party. 

92 Mdepositiontnmscriptsnotpreviouslyd^ 
be treated as, OUTSIDE ATTORNEY'S EYES ONLY :or a period of thirty (30) days after the 

taking of fcedep^^ 

persons other man those persons named or approved accc rding to f 4. 
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9.3 The designating party shall have the right to exclude from a deposition, before the 
taking of testimony which the designating party designates CONFIDENTIAL or OUTSIDE 
ATTORNEY'S EYES ONLY and subject to this Protective Order, all persons other than those 
persons previously qualified to receive such information pursuant to 1 4, 



II W. J v J V 



JO, Designation Of Hearing Testimony Or Argument 
With respect to testimony elicited duringhearings 
for any party deems that any question or line of questioning 
CONFIDENTIAL or OUTSIDE ATTORNEY'S EYES 
on the record prior to such disclosure that the disclosure 
Whenever matter designated CONFIDENTIAL or 
discussed in a hearing or other proceeding, anypartyclaii 
to have excluded fiom the hearing or other proceeding 
Order to receive information so designated. 



ai id other proceedings, whenever counsel 
calls for the disclosure of 
ONLY information, counsel may designate 
subject to confidentiality restrictions. 
i ATTORNEY'S EYES ONLY is tobe 
milig such confidentiality may ask the Court 
arly person who is not entitled under this 



us 



11. Disclosure To Author Or Recipient 

Notwithstanding any other provisions of this Order, 
a party fiom disclosing a document containing i 
OUTSIDE ATTORNEY'S EYES ONLY to any person 
author, addressee, or carbon copy recipient of such 
producitJgporty. During deposition or trial testimony, 
aparty to current employees and officers of meproducingriarty. 
pursuant to this Protective Order, if a document or testimon; 
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nothing herein shall prohibit counsel for 
inforrrkion designated CONFIDENTIAL or 
which the document clearly identifies as an 
document, or to any current employee of the 



•. And regardless of such designation 
y makes reference to the actual or alleged 
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conduct or statements of a person who is a potential witnejjs, 
statements with such witness without revealing an; 
that which specifically refers to such conduct or statement, 
disclosure in violation of this Protective Order. 



and such discussion shall not constitute 



12. Designation Of Documents Under SeaL 

Any information designated OUTSIDE ATTORNEY'S EYES ONLY, if filed with the Court, 
shall be filed under seal and shall be made available only t< the Court and to persons authorized by 
the termsofthis Protective Order, The party flmganypaper which reflect^ 
OUTSIDE ATTORNEY'S EYES ONLY information subject to this Protective Order shall file such 
paper in a sealed envelope, or other appropriately sealed o >ntainer, which indicates the title of the 
action, the party filing the materials, the nature of the malerials filed, the appropriate legend (see 
% 2. 1), and a statement substantially in the following form; 



!, counsel may discuss such conduct or 



This envelope contains documents subject to a Protective Order 
of the Court. It should be opened only by the Court. Ite contents 
should not be disclosed, revealed or made 
of the Court or written agreement of the 



i Documents, 



nothing 



directors, employees, attorneys. 



13. ConfMeatiaMty Of Party's Own 

No person may disclose, in public or private, any 
except as provided for in this Protective Order, but 
designating party to disclose to its officers, 
to any o&er person, its own ra&rmation. Such disclosing 
Protective Order and shall not entitle other parties or their 
violation of it, unless by such disclosure of the desi 

10 



public except by Order 
parties. 



. iesignated infbnnation of another party 
herein shall affect the right of the 
i, consultants or expats, or 
shall not waive the protections of this 
ittomeys to disclose such information in 
infbnnation becomes public 



nv. ;uju 



•shal 



knowledge (see 1 16). Similarly, the Protective Order 
own information to its officers, directors, employees, attorneys, 
other person, which information has been filed under seal 



not preclude a party from showing its 
consultants or experts, or to any 
jy the opposing party. 



14. Other Protections. 

14.1 No person Aall use any CONFIDENTIAL or OUTSIDE ATTORNEY'S EYBS 
ONLY M or intorn»Hon act™! thereto, ft. P-F-. other im the pro^tlon or 

defenseofte.ction.ind,^^ 
anypa^.ppMon.conttauation^ 

request for reexamination. 

Ul An, P** ma, ma* any document « thing rcntaWng CONFIDENTIAL or 

orjisiDBATro»rarsiflra 

have access to such designated material 

15. Challenge To Confidentiality. 

15.1 TOstotecttoOrdersbdlrctr^u^ 
appropriateshowinft^addW^ 

fom (a, daitotag that any — is - » ** "* -h " rf " 

Protect Order, (b) allying to the Court ft. . Orl pemattog tie disdosu* or use of 

Ordermodifying this Protective Order in any respect Noll 



party shall be obligated to challenge the 
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nu. ?U30 r. 



propriety of any designation, and failure to do so shall not preclude a subsequent challenge to the 

propriety of such designation. 

152 On any motion challenging the designation of any ^formation, theburden of proof 
shall liewith the producing party to establish that the infection is, in fact, CONFIDENTIAL or 
OUTSIDE ATTORNEY'S EYES ONLY information. Ifai»rty seeks declassification orremoval of 
particular items rrom a designation on the ground that such i Icsignarion is not necessary to protect the 
interests of the party wishing the designated information, the Mowing procedure shall be utilized: 

a. Theparty seeking such declassification or removal shall give counsel of record 
for the other party written notice thereof by facsimile, with confirmation by mafl or by personal 
delivery, specifying the designated information as to whict 
for the request; and 

b. If, after conferring, theparties cannojt reach agreement concerning the matter 
whliin five (5) business days after the delivery andrcceiptc 
declassification or removal of particular items may file and 
Court directing that the designation shall be so removed. 



fthe notice, then iheparty requesting the 
serve a motion for a father Orderof this 



16. Prior Or Public Knowledge. 

This Protective Order shall not apply to i: 
knowledge, and the restrictions contained in this Protective 
is, or after disclosure becomes, public knowledge other 1 
whom such disclosure is made, or thatis legitimately and 
subject to this Protective Order. 



information 



such removal is sought and the reasons 



ion that, prior to disclosure, is public 
Order shall not apply to information feat 
an act or omissiott of the party to 
ndependently acquired from a source not 
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17. Limitation Of Protective Order. 
nrisProtectiveOrder is notintended to address dfa<jovery objections to produce, answer, or 

respond CttfoegrounoWa^ 
partyfromseekingfu^^ 
Federal Rules of Civil Procedure. 



18. Other Proceedings. 
18.1 ByenteringfWsorderai^limitnigthedi 

does not intend to preclude another court from 
to disclosure in another case. Any person or party subject 
motion to disclose another party's CONFIDENTIAL or 
information pursuant to this order shall promptly noti 
an opportunity to appear and be heard on whether such 



disclc sure of information i 
finding that nformation maybe 



ion in this case, the court 
« relevant and subject 
to this order who may be subject to a 
olrreiDE ATTORNEY'S EYES ONLY 
motion so that itmay have 
information should be disclosed. 



•tiryttwtparryofthei 



19. Inadvertent Disclosure Of Work 
Procedure And Waiver. 



of such inadvert aU production. 



19.1 The producing party shall promptly notify 
of ah inadvertent production of documents subject to work 
privilege after the producing party learns 

19.2 Ifprompt notification is made am 
gorrounding the document's inadvertent production, such 
copies thereof shall be returned to the producing party or 



Pioduct Or Privileged Information: 



ie 



receiving party in writing in the event 
product immunity or the attorney-client 



the circumstances 
Ldvertently produced document and all 
i lestroyed, upon request 
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19.3 Nouseshallbemadeofsiichd(^^ 

beshown to anyone who was notgiven access* memprioi to ^request to return or destroy them. 

19.4 If; after conferring, the parties areunableto rstch a satisfactory agreement withinfive 
(5) business days of reed* of the request to 

the Court regarding the matter within ten (1 0) business days after conferring. 

19.5 Ttomttjrodudwty 

of unrnunity or privilege is being made to any pe«on, other than th^perwr^wno have had it ^ 

their possession priortoreceipt of notification from ^ 
t ra (10)dayperiodidentifi^^^ 

that motion. Upon being notified by the profcemg parry pur^ 

producing party shall use his or her best efforts to retrieve all copies of the documents at issue. 

19.6 Fottowingexpkationofthe^ 

shall preclude either party from moving the Court for re am or destruction of later discovered, 
inadvertently produced work product immunity or attorne; '-client privileged documents. 

20. Non-Party Material. 

The terms of this Protective Order, as well as the te rms of any protective order that may be 
entered into between a discovering party and third party 1 or the production of information to the 
dis^erusparty,^ 
informarion^^ 
acH^anddesigna^ 

t*ms of mis Protective Order shall be protected by the remedies and relief provided by this 
Protective Order. 
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21. Return Of Designated Information. 

don of Bus action, unless otherwise agreed to in writingby an attorney of 



and return, or certify destruction of, all 



Upon final termination < 
record for the designating party, each party shall assemble) 

.atedalsconta^ 

ONLY, including all copies, extracts and summaries thereof, to the ] 
material was obtained, exceptthat (a) any documents or copies . 
attorneys work product or attorney-client privilege corninunications, and (b) archive copies of 
pleading* motion papers, deposition transepts, ^ 
may be retained by counsel. 



s which contain, constitute or reflect 



Protective 



22. Waiver Or Terminatioii Of Order. 

No part of me restrictions imposed by this 
except by written snpdation^ecirtedby counsel ofiecord 
oftheCourtforgoodcauseshown. Hie restrictions 
ponclusion of this action, but shall continue 



Order may be waived or terminated, 
ttor eachdesignatingparty, orby an Order 



23. Modification Of Order? Prior Agreemci ts. 

ttis Protective Order may be modified, and any Wer related to it may be resolved, by 
written stipulation of the parties without further Orda 
supersedes any agre^ 
entered into before (he date of mis Protective Order. 



provid :d for herein shall not terminate upon &e 



until farmer Order of this Court. 



of the Court This Protective Order 
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24. Section Captions. 

The title captions for each section of this ProtedrvoOrte are for convenience only and a 

not intended to affect or alter the text of the sections or tr^ substance of (he Order. 

i 



Dated: August __, 2002 



Of Counsel '. 

MaroR.Lobgpld.PKD. 
Kevin M- Bell 
PATTON BOGGS LLP 
8484 Westpark Drive 
Suite 900 

McLean, VA 22102 
Telephone: (703)744-8000 
Telecopy: (703)744-8001 

Richard J. Oparil 
PATTON BOGGS LLP 
2550 M Street, NW 
Washington, DC 20037 
Telephone: (202)457-6000 
Facsimile: (202)457-6315 



BRACE WELL & PATTERSON LLP 

JL 

GlennA.Bal 



. Ballard, Jr. 
Attomey-in-Charge 
Texas State Bar No. 01650200 

71 1 Louisiana Street) Suite 2900 
Houston, TX77O02-G781 
Telephone: (713)220-2900 
Telecopy: (713)2^1-1212 

ATTORNEYS FOR 

CLONTECH LABORATORIES, INC 
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Dated: AiigasK?£_, 2002 



VINSON & ELKTNjS LLP 



\ 



David P. Bl 



-•VT 



David P. Blanks 
Attorney-in-Charge 
TraceyDavies 
Adam V.Floyd 
600 Congress Avenuk Soite 2700 
Austin, Texas 7870lf 3248 

ATTORNEYS FOI 

BAYLOR COLLEOE OF MEDICINE, 
BCWL TECHNOLOGIES, INC, and 
INVITROGEN CORPORATION 



Of Counsel: 
Stuart J.Ford 
Jason M. Powers 
VINSON &ELKINS LLP 
1001 Fannin Street, Suite 2300 
Houston, Texas 77002-6760 



IT IS SO ORDERED: ^fi 
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HI l\. L. LMMJ 



CAUSE NO 

BAYLOR COLLEGE OF MEDICINE and 
BCM TECHNOLOGIES, INC., 



,2001-6li 



52 



§ 



IN THE DISTRICT COURT 



PJUV1NTQTS/COUNTERCLAIM DEFENDANTS,! 



§ j HARRIS COUNTY, TEXAS 



CLONTECH LABORATORIES, INC.. 



§ | 133 rd JUDICIAL DISTRICT 



DEFENDAIST/COUNTERCLAJM PLAINTIFF, § 

§ 

INVITROGEN CORPORATION, | 

8 

Additional counterclaim defendant, § 

i 

^^mirKnAT.rrY UNDERTAKING 
I certify that 1 Have read tf» Stipulated Protectee Order in this action and that 1 My 
^taodtheteW^^ 

^eeto comply with^eterm, l^ y co^*te^^™°™'^^ 
District Court for any proceedings involving the enfoicentt of that Older. 
EXBCUTED this *y of_ L. 2002. 



Name 



Affiliation 



Business Address ! 
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EXPEDITED PROCEDURE REQUESTED 

PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Elledgeetal. ) Examiner: James S. Ketter 

USSN: 09/122,384 ) Art Unit: 1636 

For: Rapid Subcloning Using Site- ) Filed: July 24, 1998 
Specific Recombination ) 



PROTEST AGAINST PENDING APPLICATION UNDER 37 C.F.R. S 1.291 

Honorable Commissioner for Patents 

Mail Stop Petitions 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

Clontech Laboratories, Inc. ("Clontech") hereby petitions the Commissioner to initiate a 
protest against pending application number 09/122,384 under 37 C.F.R. § 1.291. 

I. SUBJECT MATTER DISCLOSED IN U.S. SERIAL NO. 09/122,384 IS THE 
SUBJECT MATTER OF LITIGATION 

Clontech is in litigation against BCM Technologies, Inc. and Baylor College of Medicine 
(collectively "BCM"), who are believed to be the assignee of USSN 09/122,384 ("the '384 
application") over an alleged theft of trade secrets. The case is in the Texas 133 rd Judicial 
District Court in Harris County, Texas, Cause No. 2001-61352. 

Clontech repeatedly requested all documents concerning U.S. Patent No. 5,851,808 ("the 
'808 patent"), the patent that issued from the parent application to the '384 application, which 
document requests encompass any continuations and continuations-in-part thereof. Clontech 



again explicitly requested all documents related to any continuation applications following the 
April 14, 2003 deposition of Charles Lipsey (the April 14, 2003 letter requesting such documents 
is attached as Ex. 1 hereto), during which BCM's questioning implied that one or more 
continuation applications may be pending. BCM has repeatedly ignored such demands and 
failed to provide such documents until recently, after the close of discovery in the pending 
litigation. BCM's conduct is the subject of a motion to compel in the Texas Court. 

On May 6, 2003, after the close of discovery, litigation counsel for BCM belatedly 
provided a letter to Clontech enclosing a Notice of Allowability of USSN 09/122,384, which was 
mailed in late April (Ex. 2 hereto). BCM also provided other documents to Clontech on May 16 
and 17, 2003, indicating information disclosed to the Office. 

The information BCM provided to Clontech does not indicate that BCM alerted the 
Office to the case Baylor College of Medicine et al. v. Clontech Laboratories, Inc. v. Invitrogen 
Corp. case in the Texas 133 rd Judicial Court in Harris County, Texas. (A copy of Plaintiff s First 
Amended Petition is attached hereto as Ex. 3). This case is related to the subject matter of the 
'384 application and the '808 patent. Nor does the information provided by BCM indicate that 
BCM alerted the Office to the declaratory judgment action filed in the U.S. District Court for the 
Southern District of Texas on January 4, 2002, alleging inter alia, the invalidity and non- 
infringement of the '808 patent. (A copy of the Complaint For Declaratory Judgment is attached 
hereto as Ex. 4). The latter federal case was only recently dismissed on April 7, 2003 (Ex. 5), as 
a result of BCM's motion to dismiss along with its Covenant Not To Assert The '808 Patent 
(Ex. 6), which were also not brought to the attention of the Office. 

Under 37 C.F.R. § 1.56, applicants and applicants' representatives must disclose (1) the 
existence of litigation and (2) any material information arising from that litigation related to the 
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subject matter of the patent application, including, for example, deposition testimony. See, e.g., 
MPEP 2001.06(c); Environ Products v. Total Containment, Inc., 43 U.S.P.Q. 2d 1288 (E.D. Pa. 
1997); Boehringer Ingelheim Vetmedica, Inc. v. Schering-Plough Corp., 68 F. Supp.2d 508 
(D.N.J. 1999). 

The documents BCM recently provided to Clontech from the PTO prosecution include 
disclosures of some prior art to the Office, but do not include any disclosure of the ongoing 
litigation and do not include any disclosure of critical admissions that occurred in depositions 
taken during discovery. The submitted documents also do not include any disclosure of the 
dismissed litigation and covenant not to assert the '808 patent. 

II. THIS PROTEST INVOLVES INFORMATION THAT CANNOT BE 
ADEQUATELY ADDRESSED WITH REEXAMINATION 

Our request for a Protest can only be addressed before issuance because the standard and 
type of prior art that may be considered will change after issuance. During examination, the 
Office need only show by a preponderance of the evidence that an application is unpatentable. 
Once a U.S. patent is issued, any challenge must be supported by clear and convincing evidence. 
While an issued U.S. patent can be reexamined, a reexamination can only consider patents and 
printed publications and only address issues arising under sections 102 or 103 of Title 35. BCM 
should not be permitted to benefit from its refusal to disclose information to the USPTO and to 
Clontech in a timely manner. 

Clontech is bound by a protective order in the ongoing Texas litigation. This protective 
order bars Clontech from disclosing BCM information and deposition transcripts if BCM has 
designated them as confidential. BCM has utilized this protective order to designate much of the 
information disclosed as confidential and has designated all of its witnesses' deposition 
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testimony as confidential, except that of Dr. Liu. Consequently, Clontech cannot describe any 
admissions that might be present in other depositions that have occurred, including the 
depositions of Drs. Elledge and Kreuzer and Ms. Li. Nevertheless, Clontech can disclose that 
the deposition transcript which BCM did not designate as confidential - that of Dr. Liu - 
contains admissions that are material to the patentability of the claims that were provided in the 
preliminary amendment of October 3, 2002. Claim numbers corresponding to those claims have 
now been allowed. 

The deposition of Dr. Liu admits that at the time of filing of the application that led to the 
'808 patent (and therefore, necessarily before filing the '384 application therefrom), GST fusion 
proteins were known and the Cre enzyme was known: 

Q: Okay. Now, GST fusion proteins were known in the art prior to your work, correct? 
A: Correct. 

Q. And the Cre enzyme itself was known in the art prior to your work, correct? 
A. Correct. 

Q. And am I correct in understanding that the Cre recombinies [sic recombinase], the Cre 
enzyme, its ability to recombine loxP site [sic sites] was also known in the art, correct? 
A. Correct. 

(Liu Dep. at 15:23-16:8, Ex. 7). 

These admissions appear material to the patentability of for example claims 43, 46, 48, 

49, 52-54, 56 and 63 as those claims appear in the Preliminary Amendment that BCM disclosed 
to Clontech. These claim numbers are those that appear to correspond to the allowed claims on 
the Notice of Allowability. (Ex. 1). 

While Clontech cannot provide information marked confidential to the Office, BCM can 
provide this information to the PTO. This information can be supplied as part of BCM's Duty of 
Disclosure under Rule 1 .56, or it can be provided in response to a direct request from the 
Examiner under 37 C.F.R. § 1 .105. 
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The review under 37 C.F.R. § 1.291 represents the PTO's last opportunity to consider 
information contained in the deposition transcripts. Once the 09/122,384 patent issues, the PTO 
will not be able to provide any meaningful review of the deposition transcript admissions. As 
indicated by Assistant Deputy Commissioner Kunin, "[t]he PTO has an obligations to issue 
patents that meet the statutory requirements for patentability." Blacklight Power, Inc. v. Rogan, 
295 F.3d 1269, 1271 (Fed. Cir. 2002) (affirming the PTO's decision to cancel issuance of a 
patent after allowance and after the issue fee was paid). Moreover, the PTO is vested with broad 
"latitude to withdraw an application from issue without a final determination of unpatentability 
when the exigencies of time do not allow for such determination." Id. at 1272. 

III. THE PTO SHOULD PERMIT THE INITIATION OF A PROTEST OR STAY 
ISSUANCE OF A PATENT ON THE '384 APPLICATION 

The PTO should initiate a Protest, based on the failure of BCM to alert the agency to 
ongoing litigation related to the '384 application and the failure of BCM to provide the PTO with 
material deposition admissions. In the alternative, the PTO should stay issuance of the '384 
application until the Judge in the Texas 133 rd Judicial District Court rules on Clontech's Motion 
to De-designate Certain Deposition Admissions Material to the Patentability Determination of 
Baylor Patent Application Claims and permits the PTO Examiner to review the deposition 
testimony. Clontech is presently preparing a motion to de-designate the transcripts or portions 
thereof that contain admissions material to the patentability of the '384 application. This motion 
will be submitted to the Judge, who will determine if this information can be provided to the 
PTO to permit the PTO to perform its mission. 
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This Protest has been served upon applicants via their representative in accordance with 
37 CFR § 1 .248 as well as being filed in duplicate with the PTO. Proof of service is attached as 
Exhibit 8 hereto. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fees that may 
be required in conjunction with this submission to Deposit Account Number 50-2228. 



Respectfully submitted, 




Scott A. Chambers 
Reg. No. 37,573 



PATTON BOGGS, LLP 
8484 Westpark Drive, 9 th Floor 
McLean, Virginia 22102 
Phone: (703)744-8000 
Fax: (703)744-8001 
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CERTIFICATE OF SERVICE 

I hereby certify that on May 20, 2003 I caused to be delivered by fax and FED EX a copy of 
PROTEST AGAINST PENDING APPLICATION UNDER 37 C.F.R. § 1.291 and exhibits 
1-8 thereto relating to USSN 09/122,384, addressed to the attorney of record in that matter as 
follows: 



Timothy S. Corder 
Vinson & Elkins LLP 
The Terrace 7 

2801 Via Fortuna, Suite 100 
Austin, Texas 78746-7568 
Phone: (512) 542-8400 
Fax:(512) 542-8612 



I declare under penalty of perjury that the foregoing is true and correct. 




ORAL DEPOSITION OF QINGHUA LIU 
February 7, 2003 




CONDENSED TRANSCRIPT AND CONCORDANCE 
PREPARED BY: 

Sunbelt Reporting & Litigation Services 
(713) 667-0763 Houston 
(214) 747-0763 Dallas 
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CAUSE NO. 2001-61352 
BAYLOR COLLEGE OF MEDICINE )1N THE DISTRICT COURT OF 
and BCM TECHNOLOGIES. INC.. ) 

) 

PI ai nti f f s/Counter - defend ant s . ) 

) 



VS. 

CL0NTECH LABORATORIES, INC.. 
Defendant/Counter - pi ai nti f f . 
VS. 

INVITROGEN CORPORATION. 



Additional Counterclaim 
Defendant. 



) 
) 

) HARRIS COUNTY. TEXAS 

) 

) 

) 

) 

) 

) 

) 

) 



)133RD JUDICIAL DISTRICT 

"ft R ft HVVHH M *c ****** ** 

ORAL DEPOSITION OF 
QINGHUA LIU 
February 7. 2003 

Reported By: Taye J. Clark 
Job No. 39664 
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Preliminary Proceedings 
Examination by Mr. Marc R. Labgold 
Examination by Ms. M. Michelle Muller 
Further Examination by Mr. Marc R. Labgold 
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Reporter's Further Certificate 
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NUMBER DESCRIPTION PAGE MARKED 

1 BCMT Technologies. Inc.. memorandum dated 
March 18. 1999 to James S. Friou from 
Christine B. Powaser 

2 Affidavit of Qinghua Liu. Ph.D. 

3 United States Patent No. 005851808A 

4 Handwritten notes 

5 Handwritten notes 

6 Copy of an e-mail from "Qun Shan" to 
"maraie" dated Monday. August 17th. 1998 
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ORAL DEPOSITION OF 
QINGHUA LIU. produced as a witness at the instance of 
the DEFENDAKT/COUNTER- PLAINTIFF, and duly sworn, was 
taken in the above -styled and numbered cause on the 7th 
day of February, from 9:14 a.m. to 10:58 a.m.. before 
Taye J. Clark. CSR in and for the State of Texas, 
reported at the offices of Patton Boggs. LLP. 2001 Ross 
Avenue. Suite 3000. Dallas. Texas 75201. pursuant to 
the Texas Rules of Civil Procedure and the provisions 
stated on the record or attached hereto. — 

APPEARANCES 



FOR THE PLAIHTI FFS/ COUNTER -DEFENDANTS : 

MS. M. MICHELLE MULLER. PH.D. 
Vinson & Elkins 
The Terrace 7 

2801 Via Fortuna. Suite 100 
Austin. Texas 78746-7568 

FOR THE DEFENDANT/ COUNTER -PLAINTIFF: 
MR. MARC R. LABGOLD. PH.D. 
Patton Boggs. LLP 
8484 Westpark Drive 
McLean. Virginia 22102 
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PRELIMINARY PROCEEDINGS 
THE REPORTER: Going on the record at 
9:14 a.m. 

QINGHUA LIU, 
having been first duly sworn, testified as follows: 
THE REPORTER: By the Rules? 
MR. LABGOLD: Yes. 
THE REPORTER: Do you want to read and 



l 

2 
3 
4 
5 
6 
7 
8 

9 sign? 

10 

n 

12 
13 
14 
15 
16 
17 
18 
19 



MS. MULLER: Yes. 

MR. LABGOLD: In front of any Notary is 



fine. 



EXAMINATION 
QUESTIONS BY MR. MARC R. LABGOLD: 
Q Good morning, Dr. Liu. 
Good morning to you, too. 
Have you ever been deposed before? 
No. - 
Okay. Just so you understand, I'm going to ask 

20 you some questions, I'm going to show you some 

21 documents. Hopefully my questions will be clear enough 

22 that you'll understand. 

23 If you don't understand the question, just 

24 ask and I'll try to clarify. 

25 Your counsel may have certain objections. 



A 
Q 
A 
Q 
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1 


Shell say, "Objection." The first time she does, 1 


l 


review that, and if I'm incorrect on that, 1 will look 


2 


guarantee you you'll sit there and turn around and look 


2 


at it, but for the moment I'm going to object on the 


3 


at her and wait for something else. That's all it is, 


3 


basis of privilege. 


4 


she's noting an objection for the record. 


4 


MR. LABGOLD: Weil, it's not worth my 


5 


Unless she instructs you not to answer, 


5 


time, but 1 will tell you this — no. 


6 


I'll expect an answer to the best of your ability. 


6 


Q (By Mr. Labgold) Did you review any documents 


7 


By whom are you currently employed? 


7 


during your preparation? 


8 


A U J. Southwestern in Dallas. 


8 


A No. 


9 


Q Okay. And what's your position there? 


9 


Q Other than your meeting with your counsel at 


10 


A Post doctoral fellow. 


10 


some unidentified undisclosed location - the vice 


11 


Q In whose lab? 


n 


president may have been there with you but 1 wont ask 


12 


A Dr. Xiaodong Wang. 


12 


that because that may also be privileged - did you do 


13 


Q And what type of work are you doing? 


13 


anything else to prepare to be able to testify here 


14 


A Biochemistry. 


14 


today? 


15 


Q On what type of project? 


15 


A No. 


16 


A RNA Interference. 


16 


Q Have you spoken to Dr. Elledge anytime in the 


17 


Q And how long have you been in your current 


17 


past year about the subject of the Univector System or 


18 


position? 


18 


this laboratory — or this litigation? 


19 


A Two years. 


19 


A Yes. 


20 


Q And prior to that, am 1 correctly understanding 


20 


Q And what were - what did you discuss with Dr. 


21 


you were at Baylor? 


21 


Elledge? 


22 


A Yes. 


22 


A 1 call him, ask him if he knows 1 have to talk 




O AnH fnr th*» pntirp timp vou were at Ravlor 


23 


to vou and he said he knew about it it'^ fine 


24 


were you in Dr. Elledge's lab? 


24 


Q Did he tell you that he had had a deposition? 


25 


A Yes. 


25 


A Yes. 
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1 


Q Now, did you prepare - did you do anything to 


1 


Q Did he tell you what questions were asked 


2 


prepare for your deposition here today? 


2 


during that deposition? 


3 


A You mean the deposition document? 


3 


A No. 


4 


Q Did you - did you meet with your attorneys? 


4 


Q Did you discuss anything else concerning the 


5 


A Yes. 


5 


deposition or just asking him if it was okay to do a 


6 


Q And who did you meet with? 


6 


deposition? 


7 


A 1 meet with Michelle and Tracy. 


7 


A He said, "Answer the question to your best 


8 


Q Okay. And for how long did you meet? 


8 


knowledge, do not make any guess." 


9 


A About two - 


9 


Q Anything else? 


10 


MS. MULLER: I'm going to object on the 


10 


A No. 


11 


basis of privilege. 


11 


Q Now, if 1 understand correctly, you were one of 


12 


MR. LABGOLD: Thafs not a privilege. 


12 


the people who contributed to the development of the 


13 


You want me to show you transcripts from 


13 


Univector System, correct? 


14 


yesterday where 1 went through the same thing? 


14 


A Yes. 


15 


It's not privileged that you met, it's not 


15 


Q And you have prepared a paper which was 


16 


privileged where you met, it's not privileged how long 


16 


published, disclosed in that system, correct? 


17 


you met I'm allowed to ask him as 1 did for the last 


17 


A Yes. 


18 


few depositions what documents he reviewed. I'm allowed 


18 


Q And you also filed a patent application? 


19 


to ask if anything refreshes his recollection. 


19 


A Yes. 


20 


1 can ask him what he discussed during 


20 


Q And is it my understanding - is my 


21 


those meetings and you can object and instruct him not 


21 


understanding correct that it is you and Dr. Elledge 


22 


to answer, but other than that, I'm entitled to an 


22 


that created the Univector System? 


23 


answer. 


23 


A Yes. 


24 


Q (By Mr. Labgold) How long did you meet? 


24 


Q Now, 1 understand that Ms. Li was involved in 


25 


MS. MULLER: Weil, I'm going to have to 


25 


a - 1 don't know how best to describe it — a variation 
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1 


of the Univector System where it was directed to 


l 


that for 1 999 you received approximately $5,000? 


2 


homologous recombination. Is that your understanding? 


2 


A You mean under the inventors, this part? 


3 


A It's all part of UPS system. 


3 


Q Yeah. 


4 


Q Okay. And is that part of what was in your 


4 


A Are you saying if the number looks correct? 


5 


patent? 


5 


Q Yeah, your general recollection? 


6 


A 1 don't know. 


6 


A Yes. 


7 


Q Okay. Now, you collect royalties based on your 


7 


Q Now, do you know why Ms. Li is not named as an 


8 


contribution, correct? 


8 


inventor on the patent? . 


9 


A Yes. 


9 


A I don't know. 


10 


Q And do you — what frequency do you receive 


10 


MS. MULLER: Objection; form. 


11 


checks on that? 


11 


Q (By Mr. Labgold) Was it your understanding that 


12 


A 1 dont remember. 


12 


your contribution to the development of the Univector 


13 


Q Do you recall how much you've received in 


13 


System and Ms. Li's were equivalent? 


14 


total, approximately? 


14 


MS. MULLER: Objection; form. 


15 


A 1 can only estimate, but I'm not going to. 


15 


A Can you rephrase the question? 


16 


Q Was it $100,000? 


16 


Q (By Mr. Labgold) Do you believe that Ms. Li 


17 


A Less than that. 


17 


contributed the same amount as you did to the 


IS 


Q Was it $50,000? 


IB 


development of the Univector System? 


19 


A It's a couple of thousand dollars, I would say. 


19 


MS. MULLER: Objection; form. 


20 


Q Just like $2,000? 


20 


A No. 


21 


MS. MULLER: Objection; form. 


21 


Q (By Mr. Labgold) Do you know why, then, Ms. Li 


22 


A I will say a couple of thousand dollars. 


22 


obtains the same royalties as you do? 


23 


Q (By Mr. Labgold) Okay. Well, I'm trying to get 


23 


A I don't know. 


24 


an idea of what you mean by n a couple." 


24 


Q Have you ever discussed that with Dr. Elledge? 


25 


Colloquially in English, "a couple" would 


25 


A No. 
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1 


be two? 


1 


Q Have you ever discussed that with anybody else 


2 


A Oh, really? 


2 


at Baylor or BCMT? 


3 


Q Some people would say "a few" is three, but we 


3 


A Yes. 


4 


might differ on that 


4 


THE WITNESS: Is that a privilege? 


5 


A Approximately $5,000. 


5 


MS. MULLER: To the extent that you spoke 


6 


Q And that" s the total which you have received to 


6 


with counsel or involved communication of counsel, then 


7 


the best of your understanding? 


7 


I instruct you not to answer. 


B 


A Per year. 


8 


A That involves discussion with patent counsel at 


9 


Q Per year. Okay. 


9 


Baylor. 


10 


Were you involved in the decision of how 


10 


Q (By Mr. Labgold) Well, at any time did you 


11 


the royalties would be distributed amongst you and your 


11 


raise a concern with anyone at BCMT as to whether the 


12 


coinventors? 


12 


distribution of royalties was equitable? 


13 


A No. 


13 


MS. MULLER: Again, to the extent that 


14 


Q Let me mark as Lui Exhibit 1 a copy of a BCMT 


14 


that requires you to discuss - to disclose any 


15 


document bearing production number BCM 001659 through 


15 


conversation with counsel, I instruct you not to answer. 


16 


1664. 


16 


MR. LABGOLD: And Counsel, I would - I 


17 


(Exhibit No. 1 marked.) 


17 


don't have the energy or the time to deal with this. I 


18 


Q (By Mr. Labgold) If you take a look down at the 


18 


will just note on the record — and I can tell we're - - 


19 


document about halfway through the page, there's a 


19 


coming back for another deposition, and it's going to be 


20 


heading there that says "Inventors." 


20 


on your client's dime. 


21 


A Uh-huh. 


21 


Because if he's going to Baylor and he's 


22 


Q And then it gives a breakdown between you — 


22 


complaining or inquiring as to why his amount is 


23 


Ms. Li and yourself. 


23 


equivalent to somebody who joined the project after the 


24 


A Uh-huh. 


24 


patent was filed, that's not seeking legal counsel. 


25 


Q And does this comport with your recollection 


25 


That's a business dispute. 
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document? 


21 


roli nurifv it demonstrate the ourified Drotein has 


22 


A Yes. 


22 


high — high specific activity. 


23 


Q Did you type it yourself? 


23 


Q (By Mr. Labgold) Okay. Now, GST fusion 


24 


A No. 


24 


proteins were known m the art prior to your work, 


25 


Q So if 1 understand correctly, you wrote the 


25 


correcir 
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knowledge, in a sworn statement? 


22 


you involved in the preparation of the article? 


23 


A Yes. 


23 


A Yes. 


24 


Q And do you understand that you are under oath 


24 


Q And to the best of your ability, did you 


25 


here today, and that if you do not tell the truth, that 


25 


completely and fully describe the Univector System in 
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1 the article? 

2 A Yes. 

3 Q And if I understand correctly, the goal of 

4 preparing an article that goes into a peer reviewed and 

5 public journal is to disseminate your research 

6 information into the public, correct? 

7 A Yes. 

8 Q And the goal being that from your research 

9 article, like the research articles which you cite in 

10 your own paper, other people could take your information 
n and use it within the scientific community? 

12 A Yes. 

13 Q So am I correct in understanding that the 

14 purpose of publishing your information is to publicly 

is disseminate the research information contained in the 

16 article? 

17 A Yes. 

is Q Now, in the paragraph of your declaration which 

19 we were referring to, it also refers to a patent which 

20 you've called the Univector System Patent. Do you see 

21 that? 

22 A Yes. 

23 Q And I'd like to mark as Liu Exhibit 3 a copy of 

24 U.S. Patent No. 5851808. 

25 MR. LABGOLD: And I'll apologize to 
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1 MS. MULLER: Objection - 

2 Q (By Mr. Labgold) to the United States Patent 

3 and Trademark Office. 

4 MS. MULLER: - to the extent that that 

5 requires you to reveal communications between yourself 

6 and counsel, I instruct you not to answer that 

7 Q (By Mr. Labgold) Did you have an understanding 

8 that you had an obligation, an uncompromising duty of 

9 candor? 

10 MS. MULLER: Again, to the extent that 
n that - that you would have to reveal conversations 

12 between yourself and counsel, I instruct you not to 

13 answer that. 

H Q (By Mr. Labgold) Did you have an understanding 

15 that you had to disclose what is known as the best mode 

16 of practicing your invention at the time your 

17 application is filed? 

is MS. MULLER: Same objection, 

19 Q (By Mr. Labgold) Are you going to follow your 

20 counsel's instruction on - every time she tells you not 

21 to answer? 

22 A Yes. 

23 Q Okay. That just saves me a little trouble and 

24 saves the court a little trouble later when I have to go 

25 through the record. 
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1 Counsel, I only have one copy. 

2 MS. MULLER: That's okay. 

3 MR. LABGOLD: Off the record. 

4 (Exhibit No. 3 marked) 

5 (Discussion off the record.) 

6 Q (By Mr. Labgold) Can you confirm for me that 

7 that is the patent to which you were referring, on Page 

8 2 of Liu Exhibit 2? 

9 A Yes. 

10 Q And this is the patent to which you previously 
n referred to which you and Dr. Elledge were inventors, 

12 correct? 

13 A Correct 

14 Q And I don't know if this will refresh your 

15 recollection, if you note that there's a filing date 

16 here indicating that the patent application was filed on 

17 February 28th, 1 997, do you recall that Ms. Li joined 

18 the lab in approximately March of 1 997? 

19 A I don't recall. 

20 Q Okay. Now, was this the first patent 

21 application you had ever filed? 

22 A Yes. 

23 Q And when you were preparing your patent 

24 application, were you advised that you had an obligation 

25 to disclose all relevant prior art information - 
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1 Did you comply with your duty of candor 

2 obligations as imposed by 37 CFR 1.56A? 

3 MS. MULLER: Objection; form. 

4 A What's C -- 

5 Q (By Mr. Labgold) Has anybody ever told you 

6 about the duty of candor which is owed to the Patent 

7 Office? 

8 MS. MULLER: To the extent that that would 

9 require you to reveal conversations with counsel, I 

10 instruct you not to answer. 

n Q (By Mr. Labgold) Have you ever been told that 

12 it's necessary during the prosecuting of your patent 

13 application to reveal all relevant material information 

14 to the United States Patent and Trademark Office? 

15 MS. MULLER: Same instruction. 

16 Q (By Mr. Labgold) And again, you're not going to 

17 answer the question, correct? 

18 A Yes. 

19 Q Did you identify to the United States Patent 

20 and Trademark Office all relevant and material 

21 information that you are aware of at the time of the 

22 filing of your patent application? 

23 MS. MULLER: Same instruction. 

24 MR. LABGOLD: Not to answer? 

25 MS. MULLER: To the extent that it would 
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we mutated it, the strain itself is -- 

Q (BY MR. LABGOLD) Right. What I'm saying is, 

for example, do you know e. coli K12? 

A Uh-huh. 

Q And so if you started from e. coli K12 and you 
disabled the recA gene, then we would put down "K12" and 
then paren "recA minus" or "recAl"; correct? 

A Correct . 

Q And so the purpose of setting forth the 
genotype in this fashion is to let the skilled 
individual understand this is the mutation which has 
occurred and it provides the proper function? 

A Correct. 

Q Now, if you look at Figure 1, what does this 
show? 

A It shows a scheme of Cre-lox reaction. 
Q Now, is it your understanding that Dr. Elledge 
invented the Cre-lox recombination, in general? 
A Yes . 

Q Let me back up: Aside from what is set forth 
in the figure, the recognition that you could use, for 
example, lox p sites with ere recombinase, that was 
something that was known prior to Dr. Elledge* s 
development of this system; correct? 

A Correct . 
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Q And the concept of using the lox p sites with a 
ere recombinase was known in the prior art; correct? 
A Can you repeat the question? 

MR. LABGOLD: Would you read it back? 
THE REPORTER: "And the concept of using 
the lox p sites with a ere recombinase was known in the 
prior art; correct?" 
A Yes . 

Q (BY. MR. LABGOLD) And would it be fair to say 

that -- let me back up. 

Plasmids were clearly known in the prior 
art, prior to. the development of the Univector system; 
correct? Just the concept of a plasmid was known before 
Dr. Elledge developed the -- 

A Correct . 

Q And a kanamycin resistance gene was known in 
the art prior to Dr. Elledge' s invention; correct? 
A Correct . 

Q And the ampicillin resistance gene was known in 
the art prior to Dr. Elledge' s invention? 
A Correct . 

Q And the use of either the kanamycin or the 
ampicillin or a host of other antibiotic resistance 
genes applied to a plasmid was known in the art prior to 
Dr. Elledge' s development of the Univector system; 
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correct ? 

MR. BLANKE: I'm sorry. I lost that for a 
second. Can I get that read back, please? 

THE REPORTER: "And the use of either the 
kanamycin or the ampicillin or a host of other 
antibiotic resistance genes applied to a plasmid was 
known in the art prior to Dr. Elledge's development of 
the Univector system; correct?" 

A I'm a little confused. Using the kanamycin and 
ampicillin together in a -- 

Q (BY MR. LABGOLD) What I'm saying is plasmids 

containing antibiotic resistance genes were known in the 
art prior to Dr. Elledge's development of the Univector 
system; correct? 

A Correct . 

Q And, in fact, many of the antibiotic resistance 
genes have been isolated from bacteria, from plasmids 
which are transferred from bacteria to bacteria; 
correct? 

A Correct . 

Q And, finally, the GST-Cre fusion protein was 
known in the art prior to Dr. Elledge's development of 
the Univector system; correct? 

A That, I don't know. 

Q Is it -- if you take a look at your paper, in 
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the second column and it says "For a routine analysis of 
a new gene, it might be desirable to express it in 
bacteria as a glutathione-S-transf erase fusion protein 
or with a six histidine (His6) tag for purification and 
antibody production." Do you see that? 
A Uh-huh. 

Q Does that refresh your recollection that the 
GST fusion proteins were known in the art prior to 
Dr. Elledge's development of the Univector system? 

A For GST fusion proteins, yes. 

Q And so is it fair to say that the -- is it fair 
to say that what Dr. Elledge achieved was to take these 
elements and to use them in a way which would achieve 
this facile recombination process? 

A Can you repeat the question? 

MR. LABGOLD: Let's have it read back. 
THE REPORTER: "And so is it fair to say 
that the -- is it fair to say that what Dr. Elledge 
achieved was to take these elements and to use them in a 
way which would achieve this facile recombination 
process? " 

A What's "facile" mean? 

Q Rapid, easy. 

So, basically, what I'm saying: Would it 
be fair to say that he took these known elements and 
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combined them in a way which achieved this result of the 
Univector system? 

A Not everybody can do that . 

Q Oh, I'm not saying that they can. 

A That is true. These elements are all known, 
but I don't think not everybody can think of a way to 
put -- to use Cre-lox to put two plasmids together 
making fusions in a rapid way. 

Q So if I understand correctly, the novelty, to 
the extent that any exists, relates to the combination 
and how they're combined as opposed to the individual 
components? 

A Yes. To me, it's the concept of putting these 
things together. 

Q Now, is this Figure 1 -- is this an accurate 
representation -- I'm sorry. I'm in the document that 
you sent out with the kit. 

A Oh, okay. 

Q This is on the page bearing the Production 
No. 370. Does this picture fairly depict how the 
recombination occurs? 

A Yes . 

Q And although in simple diagram form, does this 
convey to people of skill the recombination which occurs 
between the two plasmids? 
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Q Now., I notice, that there's two bacterial 
strains here, both of which are Barry Wanner strains? 
A That's right. 

Q And do you have a recollection that one of the 
features of some of these strains is that they have a 
conditional origin of replication? 

A That ' s right . 

Q And the conditional origin of replication was 
not developed by Dr. Elledge; correct? 
A No . 

Q This list does not include one of the strains 
which is shown here in the bacterial strain table on the 
page ending in 369, BUN10. Do you see that? 

A Yes, I see that . 

Q Do you know what that strain is useful for? 

A That strain is mainly used for homologous 
recombination . 

Q So if you're not using homologous 
recombination, you wouldn't use the BUN strains; 
correct? 

A You can use that to replicate pUNI . 

Q But not for carrying out the homologous 
recombinat ion? 

A You can use it for both. You can replicate 
pUNI in that strain also. 
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A Correct . 

Q And prior to the development of the Univector 
system, were there strains that were known to be useful 
with plasmids having conditional origins of replication? 

A I don't know that. I don't know much about -- 
I don't know that much detail about bacteria before 
then. 

Q But you did testify the conditional origenes of 
replication were known; correct? 
A That's correct. 

Q So, again, if you don't know, that's fine, but 
doesn't that lead you to the conclusion that if the 
conditional ori plasmids were in existence there must 
have been strains that could propagate them? 

A That " s right . 

Q Now, if I understand the process correctly, 
then, you got an e-mail from Dr. Elledge. He told you 
what to send. You would then prepare the package and 
send that out to Dr. Archdeacon, or whoever the 
individual is, along with the paper materials? 

A That's right? 

MR. BLANKE : Could I get that read back? 
THE REPORTER: "Now, if I understand the 
process correctly, then, you got an e-mail from 
Dr. Elledge. He told you what to send. You would then 
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E . coli . 

Q. Now, if we keep that picture open and you 
turn to your article, which is the document we've 
marked as Exhibit 3, I'd like to go to figure 1 of 
that document which is on page 1302 of the article, 
146 production number, is what you've just 
described the same as what's described at the top 
of -- top right-hand -- top left-hand corner of 
figure 1 of the paper? 

A. It's similar in essence, yes. I mean, 
the -- sort of the general idea is conveyed. This 
is similar in both of those. There's a little more 
detail on the paper. 

Q. But the same concept, if you will, of how 

it works? 

A. Yes. 

Q. Okay. , Now, with regard to the lox sites, 
did you discover the lox sites or were they 
described in prior references? 

A. The loxP site had been previously 
published, and I created the loxH site and a few 
other variants that don't have names. 
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Q. And the ere mediation for the loxP 
recombination, had that been previously described 
in the prior art? 

A. Yes. 

Q. Now, I believe if I understand correctly, 
your, the rapidity of the screening method relies 
in part upon the conditional origin of replication, 
correct? 

A. When you say the screening method, what 
exactly do you mean? 

Q. Well, explain how the conditional origin 
of replication, what its function is? 

A. Oh, its function is to prevent the 
Univector or recombination, certain recombination 
products that include the Univector, it precludes 
them from replicating by themselves in the host E . 
coli strain that you transformed them into. 

Q. So that for the nontechnically inclined, 
after you've done the recombination, in order to be 
able to isolate the species out of all the possibly 
species which are generatable, the conditional 
origin of replication will help remove the 
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background of the pUNI vector, itself, correct? 

A. Yes, actually in many respects it's very 
similar to the Clontech -- 

Q. Does the Clontech -- 

A. -- Creator system. They have a 
conditional origin also. 

Q. We'll get to that in a moment. And the 
kanamycin resistance, the function of that is also 
a screening; is that correct? 

A. Yes. You need a drug in this embodiment 
to make sure that your --the linked sequence, 
which is the gene, is transferred. 

Q. And the two that you have embodied in 
your examples are kanamycin and ampicillin 
resistance, correct? 

A. Yes. 

Q. And those were genes that you did not 
discover, correct? 

A. That's correct. 

Q. Had you discovered the conditional origi 
of replication? 

A. No, it was previously published. 
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of the Univector system. 

Q .. And in fact, all of the elements of the 
Univector system, and take it in unconnected form, were 
all known in the prior art, correct? 

A It depends on what you mean by "elements." I 
don't know what you mean, so perhaps you could define 
that for me, because it ' s a very vague term. 

Q Why don't you tell me what makes up the 
Univector system. 

MR. BLANKE : Objection, form. 

Q (By Mr. Labgold) Or why don't you -- I'll make 

it a little more defined. What do you consider to be 
the essential elements of the Univector system? 

MR. BLANKE: Objection, form. 
THE WITNESS: I consider the essential 
elements of the Univector system to be the ability to 
cause the fusion between two molecules using 
site-specific recombination, one of those molecules 
being a recipient vector, the other being a donor vector 
that contains site-specific recombination site, a drug 
marker and the absence of a functional origin under 
certain conditions -- 

Q And - - 

A , The ability to select for that event. 
Q Now, the prior art taught site-specific 
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recombination, correct? 
A That is correct. 

Q And the prior art taught the use of lox sites 
for site- specif ic recombination, correct? 
A That is correct. 

Q And the prior art taught Cre-mediated 
recombination using the lox sites? 
A That is correct. 

Q And the prior art taught drug resistance 
markers, right? 

A Correct. 

Q And the prior art taught conditional origins of 
replication, correct? 
A Correct . 

Q And the prior art, one that you didn't mention 
here, but I think is also important to the system, 
correct me if I'm wrong, the prior art taught cells 
which would allow for the selection of the conditional 
origin of replication, correct? 

A That is correct. 

Q So - - 

A And also, I would add, I don't know, "element" 
is a -- I mean, there is also the concept of the purpose 
of making the fusion event to create expression vectors 
and things like that. That was a novel element. 
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Q Well, expression vectors were known before, 
correct? 

A Right. But I think the use of s i t e - speci f i c 
recombination in this way wasn't appreciated, so that 
that I think is a novel element, because without the 
need to do that, there would be no coming together of 
the other elements. 

Q But prior to your invention, people clearly 
desired and actually accomplished the ability to 
subclone pieces of DNA from one vector to another, 
correct? 

A Yes, using conventional methods. 

Q And some of those conventional methods would be 
what I would refer to as kind of traditional subcloning 
where you excise a DNA sequence of interest from one 
plasmid using restriction enzymes and put them into 
another plasmid having complementary restriction sites, 
correct? 

A That ' s correct . 

Q And in certain circumstances, the first vector 
would be what might be called a cloning vector which was 
unable to express the gene of interest, correct? 

A Yes, that's one example. 

Q And one of the purposes for wanting to subclone 
this gene of interest from that cloning vector is to put 
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it into what we call an expression vector so that the 
gene of interest would be juxtaposed in proper reading 
frame with a promoter, correct? 
A That is correct. 

Q And therefore that would allow for the 
expression in the host cell under the right conditions 
of the gene of interest, correct? 

A Yes . 

Q And so is it fair to say that the -- do you 
understand the word "novelty" as it -- 

A I have an understanding of it, yes. 

Q Okay. Well, for the sake of getting past the 
point, would it be fair to say that the novelty of your 
system was not that it had new elements, but that these 
elements were arranged in a way that had not been 
previously arranged to achieve the result which you 
achieved? 

A Yes . 

Q Now, you filed a patent application on which 
you consider to be your invention, correct? 

A That is correct. 

MR. LABGOLD: And I apologize. I did not, 
as I was handing out all those extra copies, one of the 
reasons was I was supposed to have an extra copy for 
today. Do you have yesterday's exhibits? 
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to "donor vector, " which we see down a little further on 
the page? 

A Sure . 

Q And one last question and we'll take our break. 
Your definition of "donor vector, " is that concept there 
something which was invented by Dr. Stephen Elledge? 

A I think it would be the same answer as before. 

MR. LABGOLD: Why don't we go ahead and 

take a quick break. 

(A recess was taken.) 

Q (By Mr. Labgold) Back to our Glossary of 

Terms, I assume you will agree with me that Dr. Elledge 
did not invent the concept of antibiotics? 

A Certainly. 

Q And you also agree that he did not invent the 
idea of using antibiotic resistant genes as selection 
markers? 

A Yes. 

Q Conditional origin of replication, is that a 
concept which was invented by Dr. Elledge? 
A No . 

Q Do you know if it was published in the art 
before the development of the Univector system? 
A Sure . 

Q And do you know if its use in cloning 
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technologies was discussed in the literature prior to 
the .Elledge Univector development? 
A Yes. 

Q Are you aware -- pardon me? 
A It's used in a variety of situations. 
Q Are you aware that Dr. Elledge received certain 
bacterial strains from a Dr. Barry Wanner at Purdue? 
A Yes . 

Q And are you aware of the fact that Dr. Elledge 
provided those strains to Clontech without advising 
Dr. Wanner of that fact beforehand? 

MR. BLANKE : Objection, form. 
THE WITNESS: I don't know what the 
communication was between Dr. Elledge and Dr. Wanner. 

q (By Mr. Labgold) Have you seen that allegation 

in the record? 

A The allegation that it was provided without 

proper communication? 

Q Yes . 

A I think I have, yes. 

Q Have you seen - - I believe in your report you 
indicated that you've seen all of the documents that 
have been produced by both parties; is that correct? 

A As far as I know. I came to Austin and was 
presented with what was thirteen or fifteen boxes of 
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with licensing. 

Q ... That there was a third-party that had certain 
rights to the GST fusion purification system? That's 
what the concern was? 

A That's my recollection. 

Q And from your review of the documents, Clontech 
was cognizant of the fact that they did not want to use 
someone else's technology? 

A Hang on a minute. I could be wrong, but that's 
my recollection at the moment. 

Q And Dr. Elledge did not invent GST fusion 
proteins, correct? 

A No . 

Q That's correct or not correct? 

A Oh, sorry. Dr. Elledge did not invent GST 
fusion proteins as a general entity, yes. 

Q And he did not invent the concept of creating a 
GST fusion so that the protein to which the GST was 
fused could be purified, correct? 

A That's correct. 

Q And in fact, the publication, itself, makes 
reference to that and being in the prior art, correct? 
A Yes. 

Q Did you review the correspondence between 
Clontech and Dr. Elledge concern Clontech' s efforts to 
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(Discussion off the record.) 
Q / (By Mr. Labgold) I would like to mark as 
Kreuzer Exhibit 3 a publication in Gene, the journal 
Gene, G-e-n-e, Volume 150, 1994, Pages 51 to 56, 
entitled, "Escherichia coli genome targeting, I. 
Cre-lox-mediated in vitro generation of ori minus 
plasmids and their in vivo chromosomal integration and 
retrieval . " 

(Kreuzer Deposition Exhibit No. 2 was 
marked for identification.) 
MR. LABGOLD: Back on the record here. We 
have misidentif ied it. This article, Hasan, et al . , 
from Dr. Szybalski's lab will be Exhibit 2. 

Q (By Mr. Labgold) If you'd take a moment to 
look at this article and tell me if you've seen this 
before? 

A I believe. I've seen a related paper. It may 
be -- maybe it's number two in the series. I'm not sure 
I've seen this one. 

Q And do you understand this as being -- where it 
says Cre-lox-mediated, this is the same type of Cre-lox 
recombination that we're talking about, correct? 

A That would be -- the reaction, itself, would be 
the same kind of reaction, yes. 

Q And do you understand that this is a -- a 
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method for inserting genes of interest into an acceptor 
molecule, in this case a chromosome? 

A Again, I would need some time to read through 
the paper carefully, but it seems -- seems like that's 
what the title and abstract are, just guessing. 

Q And to the extent you need to review any of it 
in detail, please take as much time as you need. Would 
you agree that the. article describes putting a gene of 
interest onto a -- a plasmid -- well, let's take a look 
at Figure 1 . 

A Okay. 

Q And why don't you take a moment to read the 
legend to Figure 1. 
A Okay . 

Q And do you have a general understanding of 
what's represented by this figure? 
A Yes, I think so. 

Q And is it your understanding that the top 
plasmid, the top circle there, pNH64a, is used to -- as 
a vector for a gene of interest? 

A Yes . 

q And that that vector contains the two loxP 

sites? 

A Yes . 

Q Which when subjected to the Cre enzyme in vitro 



Sunbelt Reporting & Litigation Services 
(713) 667-0763 Houston (214) 747-0763 Dallas 



1 

2 

3 

4 

5 

6 

7 

8 

9 
10 
11 
12 
13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 

24 



77 

ORAL DEPOSITION OF KENNETH N. KREUZER, Ph.D. 

results in a recombination event that yields two 
plasmi^s that are shown as pNH64b and pNH64c? 
A Yes. 

Q Now, what's your understanding of that ori 

minus notation? 

A That's a circular fragment of DNA that will go 
on to insert into bacterial chromosome. 

Q And by it being ori minus, that means that that 
plasmid cannot propagate in a host organism, correct? 

A At least not a wild type host organism. 

Q And that ori minus feature is used as a 
selection for the desired reaction, correct? 

A Yes, it's used as a negative selection for the 
desired reaction. Not the reaction that's shown here. 

Q Correct . 

A The reaction that occurs later. 

Q And if I understand what is intended to happen 
next is that the result of the in vitro recombination 
with Cre -- oh, and let me ask you this, backing up a 
step. You've described in your expert report that this 
Cre-mediated reaction is a reversible reaction, correct? 

A Yes. 

Q So that where it shows an arrow coming from the 
big plasmid on the top of Figure 1 of Kreuzer Exhibit 2, 
down to the two daughter plasmids, that's actually -- it 
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1 should be a two-way arrow, correct? 

2 A , Yes . 

3 q And that I believe -- and I apologize, because 

4 I don't know exactly where the citation is in your -- 

5 oh, I believe if you go to Page 21, I'm sorry, you state 

6 that after the two -- do you see about halfway down 

7 Page 45? 

8 A Yes . 

9 q "After the two have been mixed together in the 

10 presence of Cre, you will have a mixture of vectors. 

11 Because the Cre reaction is reversible, vectors will be 

12 fusing and separating in the test tube until you stop 

13 the reaction." 

14 A Yes . 

15 q And so that type of reversible equilibrium is 

16 actually going on in this reaction, too, correct? 

17 a Yes, I mean, as I indicated in the report, 

18 depending on the DNA concentration, you can push it one 

19 way or the other. 

20 Q And what's not shown in Figure 1 of Kreuzer 

21 Exhibit 2 is that you then transform this into a host 

22 organism, correct? 

23 A Correct . 

24 q And then the chromosome of that host organism 

25 works as an acceptor molecule, if you will, for 
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Q And by that system, you have a selection 
Tiechan,ism so that you can select for a resulting 
Drganism that displays the gene of interest and you will 
know by the means of the selection that you've got the 
right mutagenized product, correct? 

A You would certainly want to confirm it, but you 
would -- if the system works properly, you would have 
that, yes. And again, I haven't looked past Figure 1, 
so I'm assuming the system works by the lambda 
recombination. Right. And that's clearly indicated in 
the abstract. 

q Uh-huh. Now, if Dr. Elledge was aware of this 
paper before the development of the Univector system, 
would the ethic provide that he should cite this 
reference in his article? 

A I don't particularly see why at the moment. I 
don't think his system is built on this at all. 

q Even though it uses several of the key elements 

here? 

A As you pointed out before, there were quite a 
number of papers that use lox-mediated recombination in 
a variety of situations. 

q And this one actually goes through taking a 
gene of interest, putting it into a plasmid, creating a, 
you know, donor plasmid, if you will, in the ori minus? 
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A The words "donor" and "acceptor" don't mean 
very much. The heart of the Elledge system, you know, 
as I indicated, is the ability to make novel gene 
combinations, gene fusions, promoter gene constructs. 
And, you know, other people, as I said before, have used 
lox sites, for example, to introduce mutations into 
mouse gene targeting. Those are interesting other 
applications of lox recombination, but I don't think 
that the Elledge system is built on any of those, you 
know, as far as I can see. 

q Uh-huh. Would you agree that the insertion of 
the gene of interest, the recombination event in Kreuzer 
Exhibit 2 into the chromosome is also a reversible 
reaction? 

A I don't believe that it is in the cells that 
they use. Int is -- only refers to when another protein 
is present, and I doubt if they have that protein 
present in the cells. But I would have to look at the 
materials and methods to determine that. 

Q And what's the enzyme, the protein that you are 

referring to? 

A XIS, X-I-S. I would -- again, I would have to 
look over it carefully. The normal -- let me clarify. 
The normal lambda integration which uses -- in the case 
of the Int protein, the two sites are different, they 
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are not the same as with the Cre-lox system. And the 
normal/ reaction which occurs between the two different 
sites goes in one direction with Ints and requires an 
XIS for the reverse direction. 

I would have to look over this more 
carefully to see. It looks to me like they are using 
the normal bacterial -- they are using the normal 
combination of two sites, and so my presumption, if that 
is true, is that it would require a second protein. 

Q If you'd take a look at Page 55, Subsection D. 

A Okay. 

Q And take as much time as you need to read that 

section and just -- 

MR. BLANKE : We're on Exhibit 2 of the 

Kreuzer deposition? 

MR. LABGOLD: Yes, sir. I'm sorry, 
Kreuzer Exhibit 2 at Page 55. And it's in bold, 
Subsection D on the left-hand column. 

THE WITNESS: Okay. Yes. 

q (By Mr. Labgold) Doesn't this indicate that 
the inserted gene product can actually be retrieved from 
the chromosome? 

A By introducing the excising protein. 

q Now, if you go to Page 22 of your report, which 
is Kreuzer Exhibit 1, at the top of the page, you have a 
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COMPLAINT FOR DECLARATORY JUDGMENT 

Clontech Laboratories, Inc. files this Complaint for Declaratory Judgment and states as 
follows: 



1. This is an action for declaratory judgment arising under Title 35 of the United 
States Code and the declaratory judgment laws of the United States, 28 U.S.C. § 2201, et seq. 
Exclusive subject matter jurisdiction over this matter is conferred upon the Court pursuant to 28 
U.S.C. §§ 1331, 1338(a) and 1367 in that this is a civil action involving claims arising under the 
laws of the United States and wherein all other claims are so related to claims within this Court's 
jurisdiction that they form a part of the same case or controversy. 
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Subject Matter Jurisdiction 



The Parties 

2. Plaintiff Clontech Laboratories, Inc. ("Clontech") is a corporation organized 
under the laws of the state of Delaware and having its principal place of business at 1020 East 
Meadow Circle, Palo Alto, California, 94303. 

3. On information and belief, Defendant BCM Technologies, Inc. is a corporation 
organized under the laws of the state of Delaware and having its principal place of business at 
1709 Dryden Road, Suite 900, Houston, Texas 77030 ("BCMT"). 

4. On information and belief, Defendant Baylor College of Medicine is a nonprofit 
corporation organized and existing under the laws of the State of Texas and having a principal 
place of business at One Baylor Plaza, Houston, Texas 77030 ("Baylor"). 

Venue and Personal Jurisdiction 

5. Venue is proper in this district pursuant to 28 U.S.C. §§ 1391(b)-(c). Defendant 
Baylor, a Texas nonprofit corporation and Defendant BCMT, a corporation having its principal 
place of business in Houston, Texas, have accused Plaintiff of using its patented technology and 
threatened to sue Plaintiff, a Delaware corporation doing business in the State of Texas, for 
patent infringement. Venue for such a suit is proper in this district and in Texas given that both 
corporate Defendants reside therein. 
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The Patent-in-Suit 

6. On information and belief, Baylor is the assignee of United States Patent No. 
5,851,808 to Stephen J. Elledge and Qinghua Liu, entitled RAPID SUBCLONING USING SITE- 
SPECIFIC RECOMBINATION, and which issued on December 22, 1998 ("the '808 patent"). 
(A copy of the '808 patent is appended hereto as Exhibit A). 

Case or Controversy 

7. An immediate, real, and justiciable controversy exists between the parties to this 
action. As set forth in paragraphs 8-19 below, Baylor and BCMT have threatened Clontech in a 
manner which has caused Clontech to have a reasonable apprehension that the Defendants will 
sue Clontech for the alleged infringement of the '808 patent through its past offerings for sale 
and continuing sales of its Creator™ products and products which depend upon or include the . 
Creator™ technology. 

8. In April of 1998, Plaintiff Clontech entered into licensing negotiations with 
Baylor with respect to certain technology covered by the '808 patent ("the Elledge technology")- 
As part of those negotiations, it was necessary for Clontech to receive various materials and 
information from Baylor and BCMT. 

9. Clontech agreed to use any information and/or materials it received from BCMT 
for purposes of evaluating its possible scientific and technical merits and its possible commercial 
potential 

10. Between July 1998 and December 1998, Clontech and Baylor unsuccessfully 
attempted to negotiate terms for a license to the technology covered by the '808 patent. 
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11. On December 17, 1998, Baylor informed Clontech that the technology covered by 
the '808 patent would be licensed to another company and not to Clontech. (The '808 patent 
then issued on December 22, 1998). 

12. Clontech, upon receiving notice from Baylor that they would not be granted a 
license to the '808 patent's technology, continued its prior efforts towards the independent 
development of its own proprietary rapid subcloning technology. These efforts resulted in the 
development of a novel methodology which Clontech commercialized as its Creator™ products 
and technology. Clontech's developmental efforts did not incorporate or otherwise include any 
information or materials received from Baylor and/or BCMT. 

13. In 1999, as a result of its independent development efforts, Clontech 
commercially launched its Creator™ system for rapid subcloning of DNA. Clontech has also 
filed a U.S. Patent Application directed to this proprietary version of rapid subcloning, 
technology. Clontech's developmental work and the achievement of the novel and proprietary 
Creator™ product(s) was accomplished independently of any information or materials received 
from Baylor and/or BCMT. 

14. On or about December 5, 2001, Baylor and BCMT filed a Texas state court action 
in the 133 rd Judicial District Court of Harris County, Texas, Cause No. 2001-61352 ("the State 
Action"), against Clontech for various causes of action which are factually and legally 
intertwined with the allegations of this Complaint. The State Action allegations include breach 
of contract, misappropriation of trade secrets, statutory theft of trade secrets, breach of fiduciary 
relationship and conversion. (A copy of the Petition is attached hereto as Exhibit B). 
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15. In the State Action, Baylor has alleged that certain biological materials, including 
specific plasmids and cell lines (which Baylor defined therein as the "Elledge trade secrets'*), 
were employed by Clontech in the development of Clontech's Creator™ technology. 

16. Baylor and BCMT have specifically alleged that: "Clontech's Creator system is 
based upon and makes use of the Elledge trade secrets, including Elledge technology, and will 
continue to use the trade secrets, including the Elledge technology, thereby causing irreparable 
harm to Baylor and BCMT." (Exhibit B at f 16). 

17. Baylor and BCMT have alleged the Elledge technology is covered by the '808 
patent and that Clontech has made use of and continues to use the Elledge technology. As such, 
Baylor and BCMT have accused Clontech of infringing the '808 patent. 

18. In its Prayer for Relief in the State Action, Baylor and BCMT seek several forms )^f/^ 
of relief which are normally available under the federal patent laws of Title 35 of the United . qQn^V\ . 
States Code and the applicable Federal Circuit precedent. Such forms of relief include 
injunction, attorneys' fees, and actual and treble damages as specified in the federal patent laws 
at 35 U.S.C. §§ 283-285. (Cf. Exhibit B at pp. 9-11). 

19. Further, representatives of Baylor have publicly stated that Baylor intends to sue 
Clontech for infringement of the '808 patent. 

20. As demonstrated in the foregoing paragraphs, Clontech has a reasonable 
apprehension that, as demonstrated by and in addition to the State Action, it will be sued for 
patent infringement by Baylor and BCMT based upon its marketing and sales of its proprietary 
Creator™ products. Hence, an immediate, real, and justiciable controversy exists between the 
parties which gives rise to this declaratory judgment action. 
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Allegation of Non-Infringement 

2 1 . Clontech incorporates by reference the specific allegations of paragraphs 1 -20. 

22. Clontech has not infringed, and does not infringe, any valid claim of the '808 

patent. 

23. Clontech neither used the Elledge information or materials in its Creator™ 
technology nor did it base its Creator™ technology on any materials or information it received 
from Baylor or BCMT. 

24. The development of Clontech's Creator™ technology was entirely independent of 
Clontech's interaction with Baylor and without any benefit of the Elledge information, 
technology or materials, and the Creator™ products do not fall within the scope of any of the 
'808 patent claims. 

Allegation of Invalidity 

25. Clontech incorporates by reference the specific allegations of paragraphs 1-24. 

26. On information and belief, the claims of the '808 patent are invalid under the 
patent laws of the United States, as codified in Title 35 of the United States Code including, but 
not limited to, §§ 102, 103 and 112. 

27. On information and belief, the claims of the '808 patent are invalid under 35 
U.S.C. § 112, U 1 for, inter alia, failure to comply with the best mode requirement. Baylor and 
BCMT have admitted that it maintains information concerning the Elledge technology as a trade 
secret thereby violating its obligations under 35 U.S.C. § 1 12, f 1. 
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28. On information and belief, the claims of the '808 patent are invalid as anticipated, 
derived from and/or obvious under 35 U.S.C. § 102/103 over the prior art. 

Request for Relief 

29. Clontech respectfully requests: 

a. a judgment declaring that Plaintiff has not infringed, and is not presently 
infringing, the '808 patent; 

b. a judgment declaring that the claims of the * 808 patent are invalid; 

c. a judgment awarding its attorney fees pursuant to 35 U.S.C. § 285; 

d. a judgment awarding its costs (Fed. R. Civ, P. 54(d)); and 

e. any other relief the Court may deem appropriate under the circumstances. 

Dated: January 4, 2002. 
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Respectfully submitted, 



PIPER MARBURY ROD NICK & WOLFE LLP 




Alan/W . Harris 
Attorney-in-Charge 
Texas State Bar No. 09050800 
Southern District of Texas Id. No. 2171 
Jules Elese Angelley 
Texas State Bar No. 00793347 
Southern District of Texas Id. No. 19862 

1717 Main Street 

Suite 4600 

Dallas, Texas 75201-4605 
Telephone: (214) 743-4500 
Telecopy: (214) 743-4545 

Of Counsel : 

Marc R. Labgold, Ph.D. 
Richard J. Oparil 
Kevin M. Bell 
Raymond Millien 
120019th Street, N.W. 
Washington, D.C. 20036 
Telephone: (202) 861-3900 
Telecopy: (202) 223-2085 

ATTORNEYS FOR DEFENDANT 
CLONTECH LABORATORIES, INC. 
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CAUSE NO. 



BAYLOR COLLEGE OF MEDICINE and 
BCM TECHNOLOGIES, INC., 



VEfllFICO 



Plaintiffs, 



CLONTECH LABS, INC., 



§ 

§ 
§ 

§ 



IN THE DISTRICT COURT 



Defendant. f 



HARRIS COUNTY.TEXAS 
INJUDICIAL DlSTRJCTi " 



PLAINTIFFS' ORIGINAL PETITION 
PUbdfi Ba„o r Co, Iege of Medici ( ^,, „, BCM ^ 

("fiO/r , c, mpIaill „f 4efe „ dMt Ctated] Labs, (no. ( „ foUoTO 



PARTIES 

I • Plaintiff Baylor is a nonprofit corporation organized 
of the State of Texas having a principal place of business a« 1 
Plaintiff BCMT is a Delaware corporation that 



and existing under the laws 
: Baylor Plaza, Houston, Texas 77030. 
maintains its principal place of business at 1709 
Dryden Road, Suite S0 0, Hoo,,™, Texa! 77M0 . BCMT is a .hoU,^ ^ of BayIor 
responsible for licensing Baylor's technology. 



2. Defendant Clontech is a Delaware corporation having its principal plaC e of 
business at 1020 E. Meadow Circle, Palo Alto, California 
designated a registered agent for 



ia 94303. Because Clontech has not 
service of process in Texas, pursuant to § 17.044 of the Texas 
Civil Practice & Remedies Code, service may be effectuated by serving the Texas Secretary of 
State w lt h the complaint, who shall then immediately mail a 

principal place of business. 



copy thereof to Clontech at its 



t?£X"GN 
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JURISDICTION AND VENUE 

J*M«I «« „ in controversy. PaS0Ml juifeoicnon „ ^ „ drfMibnt fc 
doing tata,. wito Texas, p^ sely ^ „ ^ ^ ^ ^ ^ 

Texas, and entered fa» . contract TeMS ^idems requiring perforate h ^ „ h ^ 

in this State. 

4. Venue is proper in that this action centers on <i) contracts that were entered into in 
Harris County, Texas, which were performable, at least in part, in the County and (ii) torts that 
were committed, in whole or in part, in Harris County, Texas. 

PLAINTIFF BAYLOR 

5. Baylor College of Medicine has earned a reputation as one of the leading medical 
universities. Baylor attracts students from around the world and is home to 668 medical 
students, 399 graduate students, 255 postdoctoral fellow,, , 25 allied health students, and 962 
resident physicians pursuing specialty training. In conjunction with its training and schooling, 
Baylor offers patient care services through several of its Texas Medical Center affiliate 
hospitals, providing more than 131,000 inpatient visits and nearly 2 million outpatient visits 
annually. 

6. In the past fiscal year, Baylor was ranked number one among universities and 
colleges in total and federally financed research and development expenditures in the biological 
sciences and thirteenth in National Institute of Health funding to medical schools. The college, 
with total research support of $310 million, has more than 70 research and patient-care centers. 
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«« n. o„y ^ ^ scaool „ to ^ ^ ^ „ ^ ^ m 

of the 125 US. medical schools in federal research fuadtag. 

Over te y , m , B .,,„ r has Kpended ^ of moMy on ^ ^ 

devCopmen. i„ Zoning of ^ ^ ^ u jB Housion ^ fa ^ ^ w 
drover, ^ve^^^^^^.^^^^^^^^ 
resui, of its development eff^ ra me fidd of geMmic ^ ^ ^ ^ 

system ofidenfifytag genes r* tec *„^., h ^ ^ for § ^ 

covering son., of the EHedge ,echuo,ogv. ^ was ^ to ^ ^ ^ 
issued December 22, 1998 as U.S. Patent 5,851,808 W^fcw-,. 

of the BMP technofcgy on November ,,, 19 o 8 . Prior „ m fc ^ 

technology was kept constat by Bay ,. r as trade secrets, and was not known to either „, 
public or die industries in which it might be e»ploited. 

LICENSING THE ELLEDGE TECHNOLOGY 

9- In Aprii of im, Baylor enured in M Ucenang negotiations wim Ctontech over 
* Hedge rechnoiogy. As pa, of tee „ wm fc ^ ^ ^ 

various «de secret in 6 nn.don, and materia, , ciontech. Before mi. .a, done, clon«ch 
signed a Confidentiai Dise,osure Agreement with BCMT and , Maeri aj Transfer Agreement 
with Baylor. Subsenuen, to these rwo cot«rac*, Bayior disclosed me EUedge tech™^ to 
Clontccn inciuding the men porting paten, appUeaio,, covering p.'* me ^ 



(3) 



**d the* commilnicatioI1 ^ m ^ Apjrodmateiy ^ ^ ^ ^ 

(1) a uni-vector plasmid (pUNIlO); 

(2) a recipient pUsmid (e . f : pHB2 ^ a ^ ^ ^ ^ ^ ^ ^ 
a recombinase expression plasmid (er odim 

and u "> e «-PVJ'liJ,flieasl-creexpn!ssioo plasmid); 

(4) <K'«lllmBforconduclmgth es tudies(BON13andBONlS) 
TTe lis ,ed information and naterials , ^ ^ ^ ^ ^ ^ 

to Clootech shaJl hereafter be referred to as the "BUalg, m* ,«„,,» 
A» Contech ^ no, , 0 ^ ^ rf ^ ^ 

EUedse technoiog,. urdes, soch information beoame pubndy avdabie, and to use the materia,, 
on,,, to evaina* „. ^ ^ ^ ^ ^ ^ ^ ^ ^ 

* - of the EUed g e bade ^ belMged „ ^ ^ ^ ^ ^ ^ 

Confidenrial Disclosure Agreement include: 

flf i] recnnical merit and commercial potential thereof." 

shall have the right to Tal t™nnr, n , 4 remedy. Therefore . . . BCMT 
ngni io . . . la j temporary or permanent injunction." 6] 
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11. 



Key previsions of the Material Transfer Agreemoit Mute 



(1) 



(3) ^BCM hereby mains and Recipient hereby grants BCM all ri»ht. ,« „~< . .. 
mvmSonsmafcthrouehtheuseofthelUsaSSaV ^» "? 

wiU prompt* Setose „ BCM ^ inv^^e ^^^0^ 
R<*e«h Maten.1 and will assign such ^ t0 B(x ™ *• 

Recprent » . no«. ra clusi»e license „ use fc ^ fc^iij^ff J*" 

Q. Between July 1998 and December 1998, Clontech and Baylor attempted without 
success to negotiate terms for a license to die EUedge technology. 

13. On December 17, 1998 Baylor advised domed, that (echaology wouW 

licensed to a different company. 

DEFENDANT CLONTECH 

14. Upon notice that they would not be the licensee, Clontech expressed extreme 
displeasure. On or about December 1 8, 1998, ina letter, Kenneth Feng, the Founder and CEOof 
Clontech, and two other Clontech employees stated to Baylor that Clontech had already begun 
commercial product development using the EUedge technology. 

15. Approximately one year later, Clontech launched ^Creator system for rapid 
Zoning of DNA, and filed patent applications on their system. The Clontech product is 
similar to the EUedge technology disclosed by Baylor. 



S03 VZZQN 
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16. ^'^^mtMHa^i,Cm Ktmm ^ v . mim ^ m 

use of EUedge «. Jecrets , ^ ^ ^ w11 ^ ^ ^ ^ 

OMp trade secrea, including * melgt ^ ^ ^ mMe ^ to 

Baylor and BCMT. 

COUNT I - BREACH OF CONTRACT 

17. For this cause of action, Baylor and BCMT repeat and adopt all allegations 
contained in paragraphs I through 16 above. 

18. Defeat dontech has breached is conlncMal ^ 
implied, under the Confix DiacW. Agreement and Materia, Transfer Agreement by. 
« - a* M nunercia,.y the EHedge trade «ere*. mchujing me EUedg. technology. 

«. Defendant QotUeeh has breached it, contract orations (expressed and 
imnhed, under the confident Aeremw ^ ^ ^ ^ 

Mr «//». faihng to destroy the Elledge trade seaets upon common of me evahadcn period 
and for failing to notify Baylor of such destruction. 

20. Defend, Contech ha, breached ft, contractu* obligate Cpre^ed and 
in-pUed, under me Confidential Disclosure Agreement and Material Trarcfer Agreement by, 
*— Ming to disclose toBaylo, all invasions made through the us. of the Euedgetnd, 

secrets. 

21. Defendant clontech has breached its contracn* oblige (eq)ressed ^ 
implied, under the Confident!.. Disdosure Agreement am, Materia, Transfer Agreement by, 
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Mr * Ufa, „ assip, to B. y ,., al, d*. to ui . „ toewioM ^ ^ ^ ^ rf 
the EUedge trade secrets. 



COUNT H - MISAPPROPRIATION OF TRADE SECRETS 

22. Paragraphs 1 through 21 are specifically incorporated into this cause of action. 

23. BCMT are, and at 

engaged in an effort to develop and commercialize the technology at issue in this htigation. 

24. At the time of Clontech's misappropriatioa, the EUedge trade secrets, including 
the Elledge technology were not known to the public or the industry in which they might be 
used. The EUedge trade secrets, including the Elledge technology were developed at 
considerable expense to Baylor, and they constituted valuable trade secrets that would give a 
competitive advantage to anyone commercially exploiting them. 

25. Clontech intentionally and wrongfully misappropriated trade secrets from Baylor 
and BCMT for the purpose of commercially using them. 

COUNT III - CONVERSION 

26. Paragraphs I through 25 are specifically incorporated into this cause of action. 

27. Clontech has unlawfully asserted dominion and control over property owned by 
Baylor and BCMT by: 

a. gaining access to Baylor and BCMT, confidential and hade secret 
information and materials; and 
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taking Bay.,, and BCMTs confidential ^ 
materials and converting them for its own use. 

» UP»» information and belief the convex Dy clontech ^ bwn ^ - 
maucious, with an attempt to cause the harm alleged. 

COUNT IV - BREACH OF FIDUCIARY RELATIONSHIP 
29. ^P^l^ShZSarespecm^i^^^^^^^ 

*** Clonfcch owed Baylor «d BCMT fiducia* induding ^ of ^ ^ <- 
fair dealing, loyalty, and fall disdosure to Baylor and BCMT. 

31. Corned, ha, breached its fiduciary dudes to Baylor and BCMT b, urfng their 
confidential iiuomaBon, Hade secrets, and materials. 

COUNT V - STATUTORY CLAIM FOR THEFT OF TRADE SECRET 

32. Parage, throughJ! are spedflcally tooled ta this cause of aaion. 

33. Cteech intention^ „, knowingly misappropriaed the confident 
urfon M aoo,«des^^ m .^ sofB , ylor ^ BCOT ^ a ^ flismBitswii 

34. Punuao, . S ,34.003 of Te^s Civil Practice * Remedies Code, and , 3..05 of 
* Texas Penal CCe, C,o.tech sn. ul d he hdd Hah.e for theft of «de secret,. Pursuant » 
I .34.005(h) of T«as Civil Pracuce * Remedies ^ ^ ^ ^ ^ ^ 

fees and costs. 



800 fr££*0N 
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JURY DEMAND 

«m* PW=d or « may be U*r pie*.* * „ ^ be ^ ^ fc 

..ws, or of the uu or my ^ ^ or statute or at 



common law. 



PRAYER FOR RELIEF 

Wherefore, Baylor and BCMTpray for relief as follows: 

(1) Injunctive Relief 

Granting a permanent injunction against defendant, its agents, representatives, emp.oyees 
and servants and all persons and entities in concert or participation with it, and 

a. ordering it to immediately turn over to plaintiffs (i) all EUedge trade secrets and 
derived information in whatever form (including all documents, records, 
laboratory notebooks, computer disks, files, correspondence, mail, and other 
materials), and (ii) the Creator system and derived information in whatever form 
(including ail documents, records, laboratory notebooks, computer disks, files, 
correspondence, mail, and other materials); 

b. ordering that Clontech cease and refrain from (i) ^ ^ of ^ ^ ^ 
secret,, including the EUedge technology, or any derived information or 
technology and (ii) using, marketing, selling, distributing or otherwise exploiting 
the Creator system or any derived information or technology; 
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c. ordering that Clontech cease and refrain from engaging in any conduct or activity 
which has the effect of interfering with terminating or Himinichi W£ any 0 f 
plaintirrV contracts and/or business relationships with prospective licensees; and 

d. ordering that Clontech cease and refrain from destroying or altering (0 any all 
Elledge trade secrets, including the Elledge technology, as well as any and all 
derived information or technology, in whatever form (such as documents, records, 
laboratory notebooks, computer disks, files, correspondence, mail, and other 
materials) and (ii) the Creator system and any derived information or technology, 
in whatever form. 

(2) Actual damages in an amount to be determined at trial. 

(3) Punitive damages in an amount of at least three times the amount of actual 
damages awarded; 

(4) An equitable order rarairing defendant to disgorge to plaintiffs the full amount of 
all royalties, licensing fees, sales, and profits it has collected or retained in connection with (i) 
the Elledge trade secrets and any derived information or technology and (ii) the Creator system 
and any derived information or technology; 

(5) An assignment of all right and interest over all data, work product, intellectual 
property (mduding, but not limited to all patents and patent applications), personal property, 
trade secrets which are related to the Elledge trade secrets, the Creator system, or any derived 
information or technology. 
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NO. 335 



(6) Reasonable and necessary attorneys' fees incurred by plaintiffs in connection with 
this action, pursuant to Chapter 38 of the Texas Civil Practice & Remedies Code and other 
applicable law, 

(7) Prejudgment and post-judgment interest at the highest rate<9) allowed by law; 

(8) Costs of court; and 



(9) Such other and further relief that this Court may deem just and 



proper. 



Respectfully submitted, 
VINSON & ELKINS LX.P. 




David P. Blafuce 
State Bar No. 02453600 
TraceyDavies 
State Bar No. 24001858 ' 
Adam V. Floyd 
State Bar No. 00790699 
600 Congress Avenue, Suite 2700 
Austin, TX 78701-3248 
Telephone; (512) 495-8400 
Telecopier: (512) 495-8612 

Stuart J.Ford 

State Bar No. 07246020 
Jason M. Powers 
State Bar No.24007867 
1001 Fannin Street, Suite 2300 
Houston, TX 77002-6760 
Telephone: (713) 758-2522 
Telecopier (713) 758-2346 

Attorneys for Plaintiffs 
Baylor College of Medicine 
and BCM Technologies, Inc. 




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



EXPEDITED PROCEDURE REQUESTED 

PATENT 



Applicant: 



Elledge et al. 



Examiner: James S. Ketter 



USSN: 09/122,384 



Art Unit: 1636 



For: Rapid Subcloning Using Site- 



Filed: July 24, 1998 



Specific Recombination 



PROTEST AGAINST PENDING APPLICATION UNDER 37 C.F.R. 8 1.291 

Honorable Commissioner for Patents 
Mail Stop Petitions 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Clontech Laboratories, Inc. ("Clontech") hereby petitions the Commissioner to initiate a 
protest against pending application number 09/122,384 under 37 C.F.R. § 1.291. 

I. SUBJECT MATTER DISCLOSED IN U.S. SERIAL NO. 09/122,384 IS THE 
SUBJECT MATTER OF LITIGATION 

Clontech is in litigation against BCM Technologies, Inc. and Baylor College of Medicine 
(collectively "BCM"), who are believed to be the assignee of USSN 09/122,384 ("the '384 
application") over an alleged theft of trade secrets. The case is in the Texas 133 rd Judicial 
District Court in Harris County, Texas, Cause No. 2001-61352. 

Clontech repeatedly requested all documents concerning U.S. Patent No. 5,851,808 ("the 
c 808 patent"), the patent that issued from the parent application to the 6 3 84 application, which 
document requests encompass any continuations and continuations-in-part thereof. Clontech 



Dear Sir: 



again explicitly requested all documents related to any continuation applications following the 
April 14, 2003 deposition of Charles Lipsey (the April 14, 2003 letter requesting such documents 
is attached as Ex. 1 hereto), during which BCM's questioning implied that one or more 
continuation applications may be pending. BCM has repeatedly ignored such demands and 
failed to provide such documents until recently, after the close of discovery in the pending 
litigation. BCM's conduct is the subject of a motion to compel in the Texas Court. 

On May 6, 2003, after the close of discovery, litigation counsel for BCM belatedly 
provided a letter to Clontech enclosing a Notice of Allowability of USSN 09/122,384, which was 
mailed in late April (Ex. 2 hereto). BCM also provided other documents to Clontech on May 16 
and 17, 2003, indicating information disclosed to the Office. 

The information BCM provided to Clontech does not indicate that BCM alerted the 
Office to the case Baylor College of Medicine et al v. Clontech Laboratories, Inc. v. Invitrogen 
Corp. case in the Texas 133 rd Judicial Court in Harris County, Texas. (A copy of Plaintiff s First 
Amended Petition is attached hereto as Ex. 3). This case is related to the subject matter of the 
'384 application and the '808 patent. Nor does the information provided by BCM indicate that 
BCM alerted the Office to the declaratory judgment action filed in the U.S. District Court for the 
Southern District of Texas on January 4, 2002, alleging inter alia, the invalidity and non- 
infringement of the '808 patent. (A copy of the Complaint For Declaratory Judgment is attached 
hereto as Ex. 4). The latter federal case was only recently dismissed on April 7, 2003 (Ex. 5), as 
a result of BCM's motion to dismiss along with its Covenant Not To Assert The '808 Patent 
(Ex. 6), which were also not brought to the attention of the Office. 

Under 37 C.F.R. § 1.56, applicants and applicants' representatives must disclose (1) the 
existence of litigation and (2) any material information arising from that litigation related to the 
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subject matter of the patent application, including, for example, deposition testimony. See, e.g., 
MPEP 2001.06(c); Environ Products v. Total Containment, Inc., 43 U.S.P.Q. 2d 1288 (E.D. Pa. 
1997); Boehringer Ingelheim Vetmedica, Inc. v. Schering-Plough Corp., 68 F. Supp.2d 508 
(D.N.J. 1999). 

The documents BCM recently provided to Clontech from the PTO prosecution include 
disclosures of some prior art to the Office, but do not include any disclosure of the ongoing 
litigation and do not include any disclosure of critical admissions that occurred in depositions 
taken during discovery. The submitted documents also do not include any disclosure of the 
dismissed litigation and covenant not to assert the '808 patent. 

II. THIS PROTEST INVOLVES INFORMATION THAT CANNOT BE 
ADEQUATELY ADDRESSED WITH REEXAMINATION 

Our request for a Protest can only be addressed before issuance because the standard and 
type of prior art that may be considered will change after issuance. During examination, the 
Office need only show by a preponderance of the evidence that an application is unpatentable. 
Once a U.S. patent is issued, any challenge must be supported by clear and convincing evidence. 
While an issued U.S. patent can be reexamined, a reexamination can only consider patents and 
printed publications and only address issues arising under sections 102 or 103 of Title 35. BCM 
should not be permitted to benefit from its refusal to disclose information to the USPTO and to 
Clontech in a timely manner. 

Clontech is bound by a protective order in the ongoing Texas litigation. This protective 
order bars Clontech from disclosing BCM information and deposition transcripts if BCM has 
designated them as confidential. BCM has utilized this protective order to designate much of the 
information disclosed as confidential and has designated all of its witnesses' deposition 
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testimony as confidential, except that of Dr. Liu. Consequently, Clontech cannot describe any 
admissions that might be present in other depositions that have occurred, including the 
depositions of Drs. Elledge and Kreuzer and Ms. Li. Nevertheless, Clontech can disclose that 
the deposition transcript which BCM did not designate as confidential - that of Dr. Liu - 
contains admissions that are material to the patentability of the claims that were provided in the 
preliminary amendment of October 3, 2002. Claim numbers corresponding to those claims have 
now been allowed. 

The deposition of Dr. Liu admits that at the time of filing of the application that led to the 

'808 patent (and therefore, necessarily before filing the 6 3 84 application therefrom), GST fusion 

proteins were known and the Cre enzyme was known: 

Q: Okay. Now, GST fusion proteins were known in the art prior to your work, correct? 
A: Correct. 

Q. And the Cre enzyme itself was known in the art prior to your work, correct? 
A. Correct. 

Q. And am I correct in understanding that the Cre recombinies [sic recombinase], the Cre 
enzyme, its ability to recombine loxP site [sic sites] was also known in the art, correct? 
A. Correct. 

(Liu Dep. at 15:23-16:8, Ex. 7). 

These admissions appear material to the patentability of for example claims 43, 46, 48, 
49, 52-54, 56 and 63 as those claims appear in the Preliminary Amendment that BCM disclosed 
to Clontech. These claim numbers are those that appear to correspond to the allowed claims on 
the Notice of Allowability. (Ex.1). 

While Clontech cannot provide information marked confidential to the Office, BCM can 
provide this information to the PTO. This information can be supplied as part of BCM's Duty of 
Disclosure under Rule 1 .56, or it can be provided in response to a direct request from the 
Examiner under 37 C.F.R. § 1.105. 
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The review under 37 C.F.R. § 1.291 represents the PTO's last opportunity to consider 
information contained in the deposition transcripts. Once the 09/122,384 patent issues, the PTO 
will not be able to provide any meaningful review of the deposition transcript admissions. As 
indicated by Assistant Deputy Commissioner Kunin, "[t]he PTO has an obligations to issue 
patents that meet the statutory requirements for patentability." Blacklight Power, Inc. v. Rogan, 
295 F.3d 1269, 1271 (Fed. Cir. 2002) (affirming the PTO's decision to cancel issuance of a 
patent after allowance and after the issue fee was paid). Moreover, the PTO is vested with broad 
"latitude to withdraw an application from issue without a final determination of unpatentability 
when the exigencies of time do not allow for such determination." Id. at 1272. 

III. THE PTO SHOULD PERMIT THE INITIATION OF A PROTEST OR STAY 
ISSUANCE OF A PATENT ON THE '384 APPLICATION 

The PTO should initiate a Protest, based on the failure of BCM to alert the agency to 

ongoing litigation related to the 6 3 84 application and the failure of BCM to provide the PTO with 

material deposition admissions. In the alternative, the PTO should stay issuance of the '384 

application until the Judge in the Texas 133 rd Judicial District Court rules on Clontech's Motion 

to De-designate Certain Deposition Admissions Material to the Patentability Determination of 

Baylor Patent Application Claims and permits the PTO Examiner to review the deposition 

testimony. Clontech is presently preparing a motion to de-designate the transcripts or portions 

thereof that contain admissions material to the patentability of the '384 application. This motion 

will be submitted to the Judge, who will determine if this information can be provided to the 

PTO to permit the PTO to perform its mission. 
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This Protest has been served upon applicants via their representative in accordance with 
37 CFR § 1.248 as well as being filed in duplicate with the PTO. Proof of service is attached as 
Exhibit 8 hereto. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fees that may 
be required in conjunction with this submission to Deposit Account Number 50-2228. 



PATTON BOGGS, LLP 
8484 Westpark Drive, 9 th Floor 
McLean, Virginia 22102 
Phone: (703)744-8000 
Fax: (703)744-8001 



Respectfully submitted, 




Scott A. Chambers 
Reg. No. 37,573 
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34 84 Westpers Drive 

l^p . SuKS300 

ATTORNEYS II LAW McLean, VA22i02-5n7 

703-744-3000 



Facsimile 703-7S4-8001 
wivw pstionboggs.com 



April 1 4, 2003 Richard J. Opaiil 

r (202) 457-6496 

Roparil@pattonboggs . com 

VIA FACSIMILE 

David P. Blanke, Esq. 
Vinson & Elkins LLP 
The Terrace 7 
2801 Via Fortuna 
Suite 100 

Austin, Texas 78746 



Re: Baylor College of Medicine, et al v. Clontech Laboratories, Inc. v. Invitrogen Corp. 
Cause No. 2001-61352 



Dear David: 



Further to my request at the conclusion of the April 14, 2003 deposition of Charles 
Lipsey, please provide us with the following documents immediately: 

( 1 ) the exhibits marked at Ruo Bo Zhang's deposition, and 

(2) all documents relating to all continuations from or other U.S. patent 
applications related to the 4 808 patent 

With regard to the latter request, we are aware that at least one such continuation 
application exists. In particular, as shown on the enclosed Patent Application Information 
Retrieval search of continuity data, U.S. Patent Application 09/122,384 is a pending 
continuation application from the application that matured into the 4 808 patent. Clontech long 
ago requested information pertaining to Baylor's '808 patent. Baylor chose to object to 
providing such information and required Clontech to file a (pending) Motion to Compel. As 
demonstrated in the questions you posed to Mr. Lipsey, these documents are relevant to the 
claims and defenses in this action. 




Please let us know when we may expect to receive the requested documents. 

ly, 



Richard J. Oparil 
Enclosures 

cc: Glenn A. Ballard, Jr., Esq. 



w £&£)b7gton DC I Anchorage I Boulder | Dallas I Denver | Northern Virginia 
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DtvidP.Kkskc 

Direc*I>i»l<?12) 542-8622 
Direct f»(5U) 234-33 i 4 



May 6, 2003 



Mr. Richard J. Oparil 
Panon Boggs L.L.P. 
2550 M Street NW 
Washington, DC 20037 



Re: Baylor College of Medicine, et al. y. Clontech Laboratories, Inc.; 



Dear Richard: 

I am farther responding to your April 14 letter. Earlier I wrote regarding the Ruobo 
Zhang exhibits, as to the *808 continuations, we will be producing the non-privileged 
documents on this issue. In the meantime, I am providing the accompanying preliminary 
amendment and nonce of allowance from the PTO. 



attachment 

e: Glenn A. Ballard, Jr. {by fax; w/atr.) 
Kevin Bell (by fax; w/att.) 
Tiacey B. DavicS IFirm; We ait,] 
M. Michelle Mutler [Firm; Wo em.] 
Jason M. Powers [Firm; w/o an.} 
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UNITED STATES DEPARTMENT OF COMMERCE 
Patent aod Trademark Office 

Adtos: ASSSTANTCaMMBSCNER FOR PATBOTS 



APPLICATION HOJ | FILING DATE 
CONTROL NO- 



FIRST NAMEO INVENTOR/ 
PATENT IN REEXAMINATION 



ATTORNEY DOCKET NO. 



EXAMINER 



ART UNIT 



PAPER 



47 



D4TK MAILED: 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 



Cammicstener of taunt* and Trademarks 



—Sec «nache<l" 



PTO-80C (ftov.3-68) 
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Application NO, 


Applicant) 


N tlce of Allowability 


09/122.384 


EU£DG££T AL. 


Eaaminer 


ATI Unit 






James &Ketter 


1636 





^ - 77ie MAiUNQ DAT* of this communication appear* on (Ae oovr ***** with thm oorrmspotxlence addh»s- 

A« claims ; being allowable. PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in X^sm^Tfty^mu^ 

wSSSt Sffiu^ fi^^p^^?^^^ communicaSr^mailw In due course. THIS 

*tJ I ^5J r F A^WwASIUTY IS NOT A GRANT OF PATENT RIGHTS- This application is subject to withdrawal from issue at me Initiative 
of the Office or upon petition by me applicant See 37 CFR 1.313 ana MPEP 130& attnemniative 

1-g This communteatten is reaoonslva to the eme/rtment of iQ/aaog a/* me /ds of aeua. 

2. IS The eSoweo ciaim(s) Is/arc 

3. g Tne ara«ine« Red on 20 Marc* 2001 are accepted by the Examiner. 

4. □ Actaowledgmem Is made of a cttm fox foreign priority under 35 U.S,C. § 1 i9(aMd) or (f). 

a)QAti b)OSomo» cjQNone efme: 

1 . □ Candled copies of the pnorgy document have been received. 

2. □ Certified copies of me priority documents have been received in Appfcafion No. 

*• □ Cepieeof the cortffedcopfeepf the priority documents have Boon received ei tnie national stage appbcatfon trom tne 
International Bureau (POT Rule 17.2(e)). 
r Cartifted copter not received: • 

5. Q Acknowledgmeru is made of a claim for domestic priority under 35 U.S.C, § 1 1 9(e) (to a provisional application). 

(a) □ The translation of the foreign language provisional application has been received, 
8, (3 Acknowledgment Is made of a claim for domestic priority under 35 U.S.C §§ 120 and/or 121. 



^ppljcam nas THREE MONTHS FROM THE 'MAILING DATE" of tfUs communication to file a 
Delow. Failure 10 timely comply vrfli result In ABANDONMENT of this application. TNI&THI 



. complying with the reo^are^ 
fiiONTH PERIOD IS NOT EXTENDABLE. 



LS^tfy^^n 5 ^ 7 ^ 0R DECORATION must OS submitted. Note me attached EXAMINER'S AMENDMENT or NOTICE OF 
INFORMAL PATENT APPLICATION (PTO-152) whlcn gives resson(s) why the oath or declaration is deficient 

3. □ CORRECTED DRAWINGS must be submitted. 

(a) Q induoino. changes required by the Notice of Dmffepcrson'e Patent Drawing Ravfew ( PTO-94S) attached 

1) Q hereto or 2) p to Paper No. 

(b) Q InducSng changes re^ulrsd by the pmposed cowing correction fled , which nas Dean approved by the Examiner 

(c) □ inducing changes required by the ateched Examiner* Amendment / Comment or in the Office action of Paper No, . 

5l23f^^ { *" 37 ***** *» •* tht draw*** hi tha top margin (001 via eecU 

oraaehatmt Thoe>ew|iiD**r^dbe«edasa»epaT^ ^ 

^DEF^^TOF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 
machad Examiners comment regarding REQuiREMEAfT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 



UtacfunenKe) 

|Q Notice of References Cted (PT0-8S2) 

Q Notice of Draltpereon* Patem Drawing R*w*w (PTO-04e) 

>B Information Disclosure Statements iPTO-1449), Paper No. ?+ tZ. j yr. 

Examiner© Comment Regarding Requirement for Deposit 

of BMogical Material 



2Q Notice of Internal Patem Application (PTO-152) 

4Q Interview Summery (FT0413), Paper No. . 

SQ Examiners Amendment/Comment 

*□ Examiner* Statement of Reasons for Allowance 

©□Omar 
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& If the e«as is cheapo, j»v die PUBLICATION FEE (if required) 
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S« 37CFR 1.27. 
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KETTE&, JAMES s 



J 



A*TUNJT 



16M 

DATE MaTI Ft> 0»T3/t(K0 



Determination of P«te»c Term Adjustment ander 35 1/.S.C. 154 (b) 
(application fifed on or after May 29, 2000) 



Jbepautttetmadjiisnnem to date is 0 days. If die issue fee is paid on the date Am is three months after the jiuu1in£ 
date of this nonce and the pawn issues oo the Tuesday before the date that is 28 weeks (six and a half months) after 
the nmlmg date of this notice, the tenn adjuaaneotwiUbcOdayi. wmwuv wwr 

If a continued prosecution application (CPA) was fUed in the above-identified application, the filing date mat 
determines patent term adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval 
(PAIR) system, (hnp^/pair.uspto.gov) 

Any questions regarding the patent terra extension or adjustment deteroanation should be directed » the Office f 
Patent Legal Admmistratiou at (703)305-1383. BKUniw 1 
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^N&EUO^L.L.P. KETTER, JAMES S 

1001 FANNIN STREET m 

3800 FIRST CITY TOWER r AtrtMir 1 yAmww \ 

HOUSTON, TX 77002-6760 1 1 — = ' 

UNITED STATES 1436 

date mailed: 0*222003 



Notice of Fee Increase on January 1, 2003 

- If* reply to* "Notice of Allowance aiKlF^ i f 2003, then the 

wwuni due will be higher thin that set fbnhmthc -Notice of Allow*** «sd Fee(s) Duo- since there wiUbe an increase 

? i^Sf^l 0 ? ? xua| y 1 • 2003 ' SaatoiaaB £^and fcademafc tesfet EisalXat 2fiQt Final Rule, 57 Fed 

R*& 70847, 70849 (November 27, 2002). ' 

The current fee schedule is accessible from: htm^/wro^ 

I f the issue fee paid is the amount shown on the "Notiee of Allowance and Fee(s) Due ,» but not the conec t amount 
in view of the fee increase, a "Notice to Pay Balance of Issue Fee" win be mailed to applicant In order to avoid 
processing delays associated with mailing of a "Notice to Pay Balance of Issue Fee," if the response to the Notice of 
Allowance and F«<s) due form to m be filed on or alter January J, 2003 (or mailed with a certificate of mailing on or 
after J anuary 1 , 2003), the issue fee paid should be the fee that is required at the time die fee is paid. If the issue fee was 
previously paid, and the response to the "Notice of Allowance and Fee(s) Duo" includes a reouest to apply a 
ja^iously^aid issue fee id the issue fee now due, Own the difference between the issue fee amount at the tee the 

olS^SSS£ ^fSoT i ~ fee * 288 * fc " - * Exrainins * 0ce *~' **** 

Quesdous xeUiing to issue aiul publk 
of the Office of Patent Publication at (703) 305-8283. 
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/S-Cankr 
DiftaP&d 512*42-6446 



October 3, 2002 



certificate of * acssmxl*? 

gwmfccd qq Oaobcr 3, 2002, fey ficsimn* to tfc* 



tac Ttaa&S. Carter 



Assistant Commissioner for Patents 
Washington, D.C. 2023} 

/te: Patau Application SN 09/122.384 "Rapid Subehning Using Site-Specific 

Recombination, " by Elkdge et al 

Attorney Docket No.: BAT) 36/44} OOP/36000; Client Kef: OTA §97-27 
Confirmation No. 4340 

Sir. 

Enclosed for Sling in the above-referenced patient application is a Preliminary 
Amenomera fat filing in the above-referenced patent application. 

It is believed Oat no fee is due; however, should any fees under 37 CFJL §§ 1.16 to 1.21 
be required for any reason, the Assistant Commissioner is authorized to appropriately deduct or 
credit the requisite amount from Vinson & EDdns L.L.P. deposit account No. 
22KJ3c^BAY13674-010ClP/36000. 

Respectfully submitted, 



Timothy S. Corder 
Reg. No. 38,414 



92825588 
Enclosure 



lt7aa_1.DOC 
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PATENT 

» 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: Stephen J. SUedge ei al. 
Serial No.: 09/122,384 
Filed: July 24, 1998 

For: Rapid Subcloning Using Site-Specific 
Recombination 



Group An Unit: 1636 
Examiner J.Ketter 

Any.Dta.No.: BAY13674-10CIP/36000 
Confutation No. 4340 



CERTIFICATE OF 7ACSl*m£ 
OOoAiceoRbaee itttSTCJJL fl J. 

/ Timothy S- Confer 



PRELIMINARY AMENDMENT 
VIA FACSIMILE NO. 7Q3-7J^<l*y 

Assistant Ccmanissioner for Patents 
Washington, D.C. 20231 

Sin 

In advance of prosecution, the Examiner is requested 10 please amend the abovo- 
eaptioned application as Allows: 

AMENDMENT 

A. laths Claims: 

Please cancel all pending claims, i.e. claims 1-20, 26, 30-35, and 37-42, and enter the following 
new claims: 

43. a composition comprising a glutathiox»-S-aaBsfcroe>C^r^^ fusion 
polypeptide. 



31127UJ50C 



1 
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44. The composition of claim 43, wherein die polypeptide has an 3roin A acid sequence 
according to SEQ ID NO:ll. ^ 



45. The composition of claim 43, wherein the composition comprises an enzyme activity 
with a Cre recombinase efficiency of about 16,8% per microgram of protein. 



46. An isolated nucleic acid molecule comprising a coding region wherein the coding region 
encodes a ghitamicme^-tr4n8fexas^^reoonibinase fusion polypeptide. 



47. The nucleic acid molecule of claim 46, wherein ihe coding region comprises the nucleic 
acid sequence of SEQ ID NO: 10. 



48. The nucleic acid molecule of claim 46, wherein the isolated nucleic add molecule is an 
expression vector. 



49. The nucleic acid molecule of claim 46, wherein me coding region is operatively linked to 
a promoter effective to direct expression of a glutatbione-S-traoafezase-Cre rccombinase 
fusion polypeptide. 



50. The nucl e ic acid molecule of claim 49, wherein me promoter is an inducible promoter. 

51. The nucleic acid of claim SO, wherein the promoter is the lac promoter. 

52. A host ceil comprising the uocieic acid molecule of claim 46. 

53. A host cell comprising the nucleic acid molecule of claim 49. 

54. Theho8t cell of claim S3, wherein the host call expresses a Cre recombinase activity. 

Slimj-DOC o 
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S3. The host cell of claim S3, farther defined as an E. coli cell. 



56. A bacterial ceU engineered to express a glutathiaa^S-transferase-Crc-recombinase fusion 
polypeptide. 



S7. The bacterial ceU of claim 56, wherein the polypeptide has an Hi" acid sequence 
according to SEQ ID NO:l l. 



58. A method of producing a glutatbione-S-transfertt fusion polypeptide 

romprisingi 

obtaining an expression vector comprising a coding region »™»^tt!e a gtotatmone-S- 
u^nsfi^o-Cre-recombinaac fusion polypeptide operaovely linked to a promoter; 

transforming or transacting the vector into a cell; and 

growing the cell under conditions effective to express a glttatiuone-S-transfaase-Cr^ 
recombinase fusion polypeptide. 



59. The method of claim 58, further comprising isolating the giutamione-S-transferase-Cre- 
reeombinase fusion polypeptide. 



60. The method of claim 59, wherein isolating die polypeptide comprises glutathione affinity 
chromatography. 



61. A method of rec omhinin g nucleic acid segments, wherein each segment comprises a lax 
site specific recombinase site, me method comprising contacting the nucleic add 
segments with a g!ummione-S<iransferasoOe-recombinase fusion polypeptide. 



62. The method of claim 61, wherein the polypeptide has an amino acid aoqwocc according 
to SEQ ID NO: 11. 



3IU7I.I.DOC 



3 



06 2003 12:52 PM FR UINS0N * ELKINS 512 542 8S12 TO S*9S302n9i 20245? P 

( ( 



63. A composition comprising a glTOthicme-S-traasferas^Crc-rccombinasc fusion 
poJypcpadeaad one or more nucldc acid molecules, wherein fee nucleic adds comprise 
a site specific recombinase site. ^" 



64. The composition of claim 63, wherein at least one of said nucleic acid molecules 
comprises a lox recombination site upstream in a 5' to 3' orientation from an *™™ add 
encoding region. 



65. Toe composition of claim 63, wherein at least one of said nucleic acid molecules 
comprises a transcription regulatory element upstream in a 5' to 3' orientation of a lox 
recombinase site 



66. The composition of claim 64 wherein the lox recombinase site is a laxS, /<wP2. /acP3. 
/axP23, lo&Sl I, /acB, hxC2, IcocL, hxR. ku4&6, /axdl 17, or toH site. 



67. The composition of claim 65 wherein the lox recombinase site is a ibxP, /arP2 /axP3 
/axP23, laxfSM, faxB, loxC2, totL, AurR, /axd86, /acJl 17, or faxH site. 



68. The composition of claim 64, wherein the amino acid encoding region is a member of a 
nucleic add library. 

n. REMARKS 

The claims in this prduninary amendment do not add new matter to the application and 
their entry is therefore respectfully requested. Support for the ri«im« may be found Throughout 
the Spedfication and at least in Example 3 found on page 47. 

IV. covet nam v 
Applicants respectfully submit that the present application and all claims are in condition 
for irranediate allowance and early notice to such effect is earnestly solicited. It; in the opinion 
of the Examiner, * phone call may hdp expedite prosecution of this applicsUion, the Fr^nr r is 
invited to contact the undersigned representative at (512) $42-8446*. 



3iuru.ooc 
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It is believed that no fee is due; however, should any fees under 37 C.F.R. §§ 1.16 to 1 2\ 
be required for any reason, the Assistant Commissioner is authorized to deduct said fees from 
Vinson & EUdns L.L.P. Deposit Account No. 22-O36S/BAY136/4-10CIP/36O00. 




Reg. No. 38,414 

Vinson & EQdns L.L J». Agent for Applicant 

2300 First City Tower 
1001 Fannin 

Houston, Texas 77002-6760 
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CAUSE NO. 2001-61352 



BAYLOR COLLEGE OF MEDICINE and 
BCM TECHNOLOGIES, INC., 



§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 



IN THE DISTRICT COURT 



Plaintiffs, 



v. 



HARRIS COUNTY/TEXAS 



CLONTECH LABS, INC, 



Defendant. 



133RD JUDICIAL DISTRICT 



PLAINTIFFS 1 FIRST AMENDED PETITION 



Plainuffi Baylor College of Medicine {"Baylo?') and BCM Technologies, Inc. 
("BCMT* ) complain of defendant Clontech Labs, Inc. ( "Ocnteeh ") as follows: 



1 . Plaintiff Baylor is a nonprofit corporation organized and existing under the laws 
of the State of Texas having a principal place of business at Baylor Plaza, Houston, Texas 77030. 
Plaintiff BCMT is a Delaware corporation that maintains its principal place of business at 1709 
Dryden Road, Suite 900, Houston, Texas 77030. BCMT is a wholly-owned subsidiary of Baylor 
responsible for licensing Baylor's technology. 

2. Defendant Clontech is a Delaware corporation having its principal place of 
business at 1020 E. Meadow Circle, Palo Alto, California 94303. It has already entered an 
appearance and therefore may be served through its counsel of record in the manner indicated 



3. This Court has subject matter jurisdiction in that more than the minimum 
jurisdictional amount is in controversy. Personal jurisdiction is proper as defendant Clontech is 
doing business within Texas, purposely directed tortious activity at Texas that caused harm in 



PARTIES 



below. 



JURISDICTION AND VENUE 
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Texas, and entered into a contract with Texas residents requiring performance in whole or in part 
in this State. 

4. Venue is proper in that this action centers on (i) contracts that were entered into in 
Harris County, Texas, which were perfotmable, at least in part, in the County and (ii) torts that 
were committed, in whole or in part, in Harris County, Texas. 

PLAINTIFF BAYLOR 

5. Baylor College of Medicine has earned a reputation as one of the leading medical 
universities. Baylor attracts students from around the world and is home to 668 medical 
students, 399 graduate students, 255 postdoctoral fellows, 125 allied health students, and 962 
resident physicians pursuing specialty training. In conjunction with its training and schooling, 
Baylor offers patient care services through several of its Texas Medical Center affiliate 
hospitals, providing more than 131,000 inpatient visits and nearly 2 rnillion outpatient visits 
annually. 

6. In the past fiscal year, Baylor was ranked number one among universities and 
colleges in total and federally financed research and development expenditures in the biological 
sciences at and thirteenth in National Institute of Health funding to medical schools. The 
college, with total research support of $310 million, has more than 70 research and patient-care 
centers. The only private medical school in the Greater Southwest, Baylor is among the top 20 
of the 125 U.S. medical schools in federal research funding. 

7. Over the years, Baylor has expended considerable sums of money on research and 
development in subcloning of nucleic acid sequences at its Houston facilities in an effort to 
discover, improve and commercialize products related to identifying the functions of genes. As a 
result of its development efforts in the field of genomic research, Steve EUedge developed novel 
compositions and methods for rapid subcloning of DNA which provided a very quick and simple 
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system of identifying genes technology"). In 1997 Baylor applied for a patent 

covering some of the Elledge technology. The patent was assigned to Baylor and ultimately 
issued December 22, 1998 as U.S. Patent 5,851,808 {"the '808 patent"). 

8. Just prior to the '808 patent issuing, EUedge published an article disclosing some 

of the Elledge technology on November 19, 1998. Prior to this publication, the Elledge 

technology was kept confidential by Baylor as trade secrets, and was not known to either the 

public or the industries in which it might be exploited. 

LICENSING THE ELLEDGE TECHNOLOGY 

9. In April of 1998, Baylor entered into licensing negotiations with Clontech over 
the Elledge technology. As part of those negotiations, it was necessary for Baylor to transfer 
various trade secrets, information, and material to Clontech. Before this was done, Clontech 
signed a Confidential Disclosure Agreement with BCMT and a Material Transfer Agreement 
with Baylor. Subsequent to these two contracts, Baylor disclosed the Elledge technology to 
Clontech including the then pending patent application covering part of the technology, and 
allowed them free communication with Dr. Elledge. Approximately two weeks after the 
agreements were signed the Elledge technology materials were sent to Clontech including: 

(1) auni-vectorplasmid(pUNI10); 

(2) a recipient plasmid (e.g.: pHB2-Gst, a bacterial Gst fusion plasmid with a lox 
site); 

(3) a recombinase expression plasmid (e.* : pQLI23, the Gst-cre expression plasmid); 
and 

(4) the cell lines for conducting the studies (BUN1 3 and BUN 1 5) 

The listed information and materials, together with all other information and materials furnished 

to Clontech shall hereafter be referred to as the "EUedge trade secrets". 

10. Under the terms of the Confidential Disclosure Agreement and Material Transfer 
Agreement, Clontech agreed not to disclose any of the Elledge trade secrets, including the 

-3- 
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Elledge technology, unless such information became publicly available, and to use the materials 
only to evaluate the technology. Clontech also agreed that all rights to any technology developed 
via use of the Elledge trade secrets belonged to Baylor. Specific key provisions of the 
Confidential Disclosure Agreement include: 

(1) Clontech may only use the confidential information for the "sole purpose of 
evaluating the scientific and technical merit and commercial potential thereof." 

[Hi] 

(2) Clontech acknowledges BCMT is providing them "trade secrets, know-how and 
confidential data or materials. 1 ' [Id.] 

(3) Certain Clontech obligations under the agreement cease if the information 
becomes public through no fault of Clontech. ft 3(a)] 

(4) If there is a breach, "the damage will be substantial, although difficult to quantify, 
and money damages will not afford an adequate remedy. Therefore . . . BCMT 
shall have the right to . . .[a) temporary or permanent injunction." ft 6] 

1 1 . Key provisions of the Material Transfer Agreement include: 

(1) the research material "will only be used [by Clontech] for non-commercial 
evaluation of the Research Material ... and [to] determine suitability for potential 
license arrangement Any and all other studies or uses are expressly prohibited 
and may not be pursued by the Recipient .... The Research Materials wilt not 
be used for commercial purposes . . . •" ft 2) (emphasis added). 

(2) "When the Research Project" is completed . . . Recipient will destroy the Research 
Material and advise BCM of such destruction." ft 5] 

(3) "BCM hereby retains and Recipient hereby grants BCM all rights in and to all 
inventions made through the use of the Research Material. Recipient agrees that 
it will promptly disclose to BCM all inventions made through the use of the 
Research Material and will assign such rights to BCM, subject to the right of the 
Recipient to a non-exclusive license to use the same for research purposes." ft 6] 

12. Between July 1998 and December 1998, Clontech and Baylor attempted without 
success to negotiate terms for a license to the Elledge technology. 

13. On December 17. 1998 Baylor advised Clontech that the technology would be 
licensed to a different company. 
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DEFENDANT CLONTECH 

14. Upon notice that they would not be the licensee, Clontech expressed extreme 
displeasure. On or about December 18, 1998, in a letter, Kenneth Fong, the Founder and CEO of 
Clontech, and two other Clontech employees stated to Baylor that Clontech had already begun 
commercial product development using the Elledge technology. 

15. Approximately one year later, Clontech launched its Creator system for rapid 
subcloning of DNA, and filed patent applications on their system. The Clontech product is 
similar to the Elledge technology disclosed by Baylor. 

1 6. Upon information and belief, Clomech's Creator system is based upon and makes 
use of the Elledge trade secrets, including the Elledge technology, and will continue to use the 
Elledge trade secrets, including the Elledge technology, thereby causing irreparable harm to 
Baylor and BCMT. 

COUNT I - BREACH OF CONTRACT 

17. For this cause of action, Baylor and BCMT repeat and adopt all allegations 
contained in paragraphs 1 through 16 above. 

18. Defendant Clontech has breached its contractual obligations (expressed and 
implied) under the Confidential Disclosure Agreement and Material Transfer Agreement by, 
inter alia, commercially exploiting the Elledge trade secrets, including the Elledge technology. 

19. Defendant Clontech has breached its contractual obligations (expressed and 
implied) under the Confidential Disclosure Agreement and Material Transfer Agreement by, 
inter alia, failing to destroy the Elledge trade secrets upon completion of the evaluation period 
and for failing to notify Baylor of such destruction. 

20. Defendant Clontech has breached its contractual obligations (expressed and 
implied) under the Confidential Disclosure Agreement and Material Transfer Agreement by, 

-5- 
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inter alia, failing to disclose to Baylor all inventions made through the use of the Elledge trade 
secrets. 

21. Defendant Clontech has breached its contractual obligations (expressed and 
implied) under the Confidential Disclosure Agreement and Material Transfer Agreement by, 
inter alia, failing to assign to Baylor all rights in and to all inventions made through the use of 

the Elledge trade secrets. 

COUNT H - MISAPPROPRIATION OF TRADE SECRETS 

22. Paragraphs 1 through 21 are specifically incorporated into mis cause of action. 

23. Baylor and BCMT are, and at all times mentioned in this petition have been, 
engaged in an effort to develop and commercialize the technology at issue in this litigation. 

24. At the time of Clontech's misappropriation, the Elledge trade secrets, incuding the 
Elledge technology were not known to the public or the industry in which they might be used. 
The Elledge trade secrets, including the Elledge technology were developed at considerable 
expense to Baylor, and they constituted valuable trade secrets that would give a competitive 
advantage to anyone commercially exploiting them. 

25. Clontech intentionally and wrongfully misappropriated trade secrets from Baylor 
and BCMT for the purpose of commercially using them. 

COUNT HI - BREACH OF FIDUCIARY RELATIONSHIP 

26. Paragraphs 1 through 25 are specifically incorporated in this cause of action. 

27. Clontech undertook a relationship of trust and confidence with Baylor and BCMT 
whereby Clontech owed Baylor and BCMT fiduciary duties, including duties of good faith and 
fair dealing, loyalty, and full disclosure to Baylor and BCMT. 

28. Clontech has breached its fiduciary duties to Baylor and BCMT by using their 
confidential information, trade secrets, and materials. 

-6- 
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COUNT IV - STATUTORY CLAIM FOR THEFT OF TRADE SECRET 

29. Paragraphs 1 through 28 are specifically incorporated in this cause of action. 

30. Clontech intentionally and knowingly misappropriated the confidential 
information, trade secrets, and materials of Baylor and BCMT and adopted them as its own. 

31. Pursuant to § 134.003 of Texas Civil Practice & Remedies Code, and § 31.05 of 
the Texas Penal Code, Clontech should be held liable for theft of trade secrets. Pursuant to 
§ 134.005(b) of Texas Civil Practice & Remedies Code, plaintiffs are also entitled to attorneys' 
fees and costs. 

JURY DEMAND 

32. Baylor and BCMT demand a jury trial as to all maters in this action, whether 
currently pleaded or as may be later pleaded, to which it may be entitled under the Constitution, 
laws, or statutes of the United States, or any applicable state constitution, law, or statute, or at 
common law. 

PRAYER FOR RELIEF 

Wherefore, Baylor and BCMT pray for relief as Mows: 
(1) Injunctive Relief 

Granting a permanent injunction against defendant, its agents, representatives, employees 
and servants and all persons and entities in concert or participation with it, and 

a. ordering it to immediately turn over to plaintiffs (i) all Elledge trade secrets and 
derived information in whatever form (including all documents, records, 
laboratory notebooks, computer disks, files, correspondence, mail, and other 
materials), and (ii) the Creator system and derived information in whatever form 
(including all documents, records, laboratory notebooks, computer disks, files, 
correspondence, mail, and other materials); 
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b. ordering that Clontech cease and refrain from (i) using any of the EUedge trade 
secrets, including the Elledge technology, or any derived informati n or 
technology and (ii) using, marketing, selling, distributing or otherwise exploiting 
the Creator system or any derived information or technology, 

c. ordering that Clontech cease and refrain from engaging in any conduct or activity 
which has the effect of interfering with terminating or diminishing any of 
plaintiffs* contracts and/or business relationships with prospective licensees; and 

d. ordering that Clontech cease and refrain from destroying or altering (i) any alt 
EUedge trade secrets, including the Elledge technology, as well as any and all 
derived information or technology, in whatever form (such as documents, records, 
laboratory notebooks, computer disks, files, correspondence, mail, and other 
materials) and (ii) the Creator system and any derived information or technology, 
in whatever form. 

(2) Actual damages in an amount to be determined at trial. 

(3) Punitive damages in an amount of at least three times the amount of actual 
damages awarded; 

(4) An equitable order requiring defendant to disgorge to plaintiffe the full amount of 
all royalties, licensing fees, sales, and profits it has collected or retained in connection with 
(i) the Elledge trade secrets and any derived information or technology and (ii) the Creator 
system and any derived information or technology; 

(5) An assignment of all right and interest over all data, work product, intellectual 
property (including, hut not limited to all patents and patent applications), personal property, 
trade secrets which are related to the EUedge trade secrets, the Creator system, or any derived 
information or technology. 
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(6) Reasonable and necessary attorneys' fees incurred by plaintiffs in connection with 
this action, pursuant to Chapter 38 of the Texas Civil Practice & Remedies Code and other 
applicable law; 

(7) Prejudgment and post-judgment interest at the highest rate(s) allowed by law, 

(8) Costs of court; and 

(9) Such other and further relief that this Court may deem just and proper. 

Respectfully submitted, 



A: 



David P. Blanke 
Attomcy-in-Chargc 
State Bar No. 02453600 
TraceyB. Davies 
State Bar No. 24001 8S8 
VINSON & ELKINS L.L J». 
600 Congress Avenue 
Suite 2700 

Austin, Texas 78701-3248 
(512) 542-8400 
(512) 542-8612 (Fax) 

Jason M Powers 

State Bar No. 24007867 

David Wooten 

State Bar No. 24033477 

VINSON & ELKINS L.L.P. 

1001 Fannin Street 

Suite 2300 

Houston, Texas 77002-6760 
(713) 758-2222 
(713) 758-2346 (Fax) 

Attorneys for Plaintiffs 
Baylor College of Medicine and 
BCM Technologies, Inc. 
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CERTIFICATE OF SERVICE 

I certify that on May 3, 2002, a tme and correct copy of the foregoing was served on 
(i) Glenn A. Ballard, Jr. of Bracewell & Patterson UP, 71 1 Louisiana St, Suite 2^ouston, 
Texas 77002-2781 (by Fax); (ii) Richard J. Oparil of Patton Boggs LLP, 2550 M Stteet, NW 
Wa^ngton. DC 20037 (by Fax) and (iii) Marc R. Labgold, Ph.D. of Patton Boggs LLP, 8484 
West Park Drive, Suite 900, McClean, VA 2210£ (by Fax). 

- T"\ e 



DavidP.Blanke 
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UNITED STATES DISTRICT COURT AN 0 4 ZOOZifrj 

SOUTHERN DISTRICT OF TEXAS 
HOUSTON DIVISION 



CLONTECH LABORATORIES, INC., § 

§ 

Plaintiff, 



I H 02 -0017 

§ Civil Action No. 



BCM TECHNOLOGIES, INC. § 
and BAYLOR COLLEGE OF MEDICINE, § 

§ 
§ 

Defendants. § 

§ 



COMPLAINT FOR DECLARATORY JUDGMENT 

Clontech Laboratories, Inc. files this Complaint for Declaratory Judgment and states as 
follows: 

Subject Matter Jurisdiction 

1. This is an action for declaratory judgment arising under Title 35 of the United 
States Code and the declaratory judgment laws of the United States, 28 U.S.C. § 2201, et seq. 
Exclusive subject matter jurisdiction over this matter is conferred upon the Court pursuant to 28 
U.S.C. §§ 1331, 1338(a) and 1367 in that this is a civil action involving claims arising under the 
laws of the United States and wherein all other claims are so related to claims within this Court's 
jurisdiction that they form a part of the same case or controversy. 
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The Parties 

2. Plaintiff Clontech Laboratories, Inc. ("Clontech") is a corporation organized 
under the laws of the state of Delaware and having its principal place of business at 1020 East 
Meadow Circle, Palo Alto, California, 94303. 

3. On information and belief, Defendant BCM Technologies, Inc. is a corporation 
organized under the laws of the state of Delaware and having its principal place of business at 
1709 Dryden Road, Suite 900, Houston, Texas 77030 ("BCMT"). 

4. On information and belief, Defendant Baylor College of Medicine is a nonprofit 
corporation organized and existing under the laws of the State of Texas and having a principal 
place of business at One Baylor Plaza, Houston, Texas 77030 ("Baylor"). 

Venue and Personal Jurisdiction 

5. Venue is proper in this district pursuant to 28 U.S.C. §§ 1391(b)-(c). Defendant 
Baylor, a Texas nonprofit corporation and Defendant BCMT, a corporation having its principal 
place of business in Houston, Texas, have accused Plaintiff of using its patented technology and 
threatened to sue Plaintiff, a Delaware corporation doing business in the State of Texas, for 
patent infringement. Venue for such a suit is proper in this district and in Texas given that both 
corporate Defendants reside therein. 
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The Patent-in-Suit 

6. On information and belief, Baylor is the assignee of United States Patent No. 
5,851,808 to Stephen J. Elledge and Qinghua Liu, entitled RAPID SUBCLONING USING SITE- 
SPECIFIC RECOMBINATION, and which issued on December 22, 1998 ("the '808 patent"). 
(A copy of the *808 patent is appended hereto as Exhibit A). 

Case or Controversy 

7. An immediate, real, and justiciable controversy exists between the parties to this 
action. As set forth in paragraphs 8-19 below, Baylor and BCMT have threatened Clontech in a 
manner which has caused Clontech to have a reasonable apprehension that the Defendants will 
sue Clontech for the alleged infringement of the '808 patent through its past offerings for sale 
and continuing sales of its Creator™ products and products which depend upon or include the 
Creator™ technology. 

8. In April of 1998, Plaintiff Clontech entered into licensing negotiations with 
Baylor with respect to certain technology covered by the '808 patent ("the Elledge technology*'). 
As part of those negotiations, it was necessary for Clontech to receive various materials and 
information from Baylor and BCMT. 

9. Clontech agreed to use any information and/or materials it received from BCMT 
for purposes of evaluating its possible scientific and technical merits and its possible commercial 
potential. 

10. Between July 1998 and December 1998, Clontech and Baylor unsuccessfully 
attempted to negotiate terms for a license to the technology covered by the '808 patent. 
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11. On December 17, 1998, Baylor informed Clontech that the technology covered by 
the '808 patent would be licensed to another company and not to Clontech. (The '808 patent 
then issued on December 22, 1998). 

12. Clontech, upon receiving notice from Baylor that they would not be granted a 
license to the '808 patent's technology, continued its prior efforts towards the independent 
development of its own proprietary rapid subcloning technology. These efforts resulted in the 
development of a novel methodology which Clontech commercialized as its Creator™ products 
and technology. Clontech's developmental efforts did not incorporate or otherwise include any 
information or materials received from Baylor and/or BCMT. 

13. In 1999, as a result of its independent development efforts, Clontech 
commercially launched its Creator™ system for rapid subcloning of DNA. Clontech has also 
filed a U.S. Patent Application directed to this proprietary version of rapid subcloning 
technology. Clontech's developmental work and the achievement of the novel and proprietary 
Creator™ product(s) was accomplished independently of any information or materials received 
from Baylor and/or BCMT. 

14. On or about December 5, 2001, Baylor and BCMT filed a Texas state court action 
in the 133 rd Judicial District Court of Harris County, Texas, Cause No. 2001-61352 ("the State 
Action"), against Clontech for various causes of action which are factually and legally 
intertwined with the allegations of this Complaint. The State Action allegations include breach 
of contract, misappropriation of trade secrets, statutory theft of trade secrets, breach of fiduciary 
relationship and conversion. (A copy of the Petition is attached hereto as Exhibit B). 
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15. In the State Action, Baylor has alleged that certain biological materials, including 
specific plasmids and cell lines (which Baylor defined therein as the "Elledge trade secrets"), 
were employed by Clontech in the development of Clontech's Creator™ technology. 

16. Baylor and BCMT have specifically alleged that: "Clontech's Creator system is 
based upon and makes use of the Elledge trade secrets, including Elledge technology, and will 
continue to use the trade secrets, including the Elledge technology, thereby causing irreparable 
harm to Baylor and BCMT." (Exhibit B at U 16). 

17. Baylor and BCMT have alleged the Elledge technology is covered by the '808 
patent and that Clontech has made use of and continues to use the Elledge technology. As such, 
Baylor and BCMT have accused Clontech of infringing the '808 patent. 

18. In its Prayer for Relief in the State Action, Baylor and BCMT seek several forms 
of relief which are normally available under the federal patent laws of Title 35 of the United 
States Code and the applicable Federal Circuit precedent. Such forms of relief include 
injunction, attorneys* fees, and actual and treble damages as specified in the federal patent laws 
at 35 U.S.C. §§ 283-285. (Cf. Exhibit B at pp. 9-1 1). 

19. Further, representatives of Baylor have publicly stated that Baylor intends to sue 
Clontech for infringement of the '808 patent. 

20. As demonstrated in the foregoing paragraphs, Clontech has a reasonable 
apprehension that, as demonstrated by and in addition to the State Action, it will be sued for 
patent infringement by Baylor and BCMT based upon its marketing and sales of its proprietary 
Creator™ products. Hence, an immediate, real, and justiciable controversy exists between the 
parties which gives rise to this declaratory judgment action. 
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Allegation of Non-Infringement 

2 1 . Clontech incorporates by reference the specific allegations of paragraphs 1 -20. 

22. Clontech has not infringed, and does not infringe, any valid claim of the '808 

patent. 

23. Clontech neither used the Elledge information or materials in its Creator™ 
technology nor did it base its Creator™ technology on any materials or information it received 
from Baylor or BCMT. 

24. The development of Clontech's Creator™ technology was entirely independent of 
Clontech's interaction with Baylor and without any benefit of the Elledge information, 
technology or materials, and the Creator™ products do not fall within the scope of any of the 
'808 patent claims. 

Allegation of Invalidity 

25. Clontech incorporates by reference the specific allegations of paragraphs 1-24. 

26. On information and belief, the claims of the '808 patent are invalid under the 
patent laws of the United States, as codified in Title 35 of the United States Code including, but 
not limited to, §§ 102, 103 and 1 12, 

27. On information and belief the claims of the '808 patent are invalid under 35 
U.S.C. § 1 12, If 1 for, inter alia, failure to comply with the best mode requirement. Baylor and 
BCMT have admitted that it maintains information concerning the Elledge technology as a trade 
secret thereby violating its obligations under 35 U.S.C. § 1 12, % 1. 
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28. On information and belief, the claims of the '808 patent are invalid as anticipated, 
derived from and/or obvious under 35 U.S.C. § 102/103 over the prior art. 

Request for Relief 

29. Clontech respectfully requests: 

a. a judgment declaring that Plaintiff has not infringed, and is not presently 
infringing, the '808 patent; 

b. a judgment declaring that the claims of the '808 patent are invalid; 

c. a judgment awarding its attorney fees pursuant to 35 U.S.C. § 285; 

d. a judgment awarding its costs (Fed. R. Civ. P. 54(d)); and 

e. any other relief the Court may deem appropriate under the circumstances. 

Dated: January 4, 2002. 
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Respectfully submitted, 



By: /^^/(J. 



PIPER MARBURY 





CK & WOLFE LLP 



Alan/W. Harris 
Attomey-in-Charge 
Texas State Bar No. 09050800 
Southern District of Texas Id. No. 2171 
Jules Elese Angelley 
Texas State Bar No. 00793347 
Southern District of Texas Id. No. 19862 
1717 Main Street 
Suite 4600 

Dallas, Texas 75201-4605 
Telephone: (214) 743-4500 
Telecopy: (214) 743-4545 

Of Counsel : 

Marc R. Labgold, Ph.D. 
Richard J. Oparil 
Kevin M. Bell 
Raymond Millien 
1200 19th Street, N.W. 
Washington, D.C. 20036 
Telephone: (202) 861-3900 
Telecopy: (202) 223-2085 

ATTORNEYS FOR DEFENDANT 
CLONTECH LABORATORIES, INC. 
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CAUSE NO. 



ASSfSSED 



BAYLOR COLLEGE OF MEDICINE and 
BCM TECHNOLOGIES, INC., 



VEPIFIEO 



Plaintiffs, 



CLONTECH LABS, INC., 



§ 
§ 
§ 
§ 



IN THE DISTRICT COURT 



IP 



Defend, 



ant. 



HARRIS COUNTY.TEXAS 
JUDICIAL DISTRICT*- 




PLAINTIFFS' ORIGINAL PETITION 
Baylor CoUea, of Medicine ^ BCM 

(■^)co rapIan „ fdef ^ tclonttc| , LabSi(iic 



I. 



PARTIES 

Plaintiff Baylor is a nonprofit corporation 



of the State of Texas having a principal place of business at 



organized and existing under the laws 



Baylor Plaza, Houston, Texas 77030. 



Plaintiff BCMT is a Delaware corporation that maintains its principal place of business at 1709 
responsible for licensing Baylof s technology. 

2 - Defendant Clontech is a n*u„,» 

' DebWare Jiving its principal place of 

business at 1020 E. Meadow Circle Pain ah o 

' ^ ro > t-aifomia 94303. Because Clontech hag Qnt 

pnncipaj place of business. 
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JURISDICTION AND VENUE 

3. 
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' TO ly dBeclad ,omous at Texas that caused harm in 

Texas, and entered into a contract with Texas r «y m ^ _ . . 

with Texas residents requiring performance in whole or in pan 

in this State. 

Harris ft**. T«as. which W « p^,,. « 1.3s, » m ta ^ ^ (fi) ^ ^ 
were committed, in whole or in part, in Harts County, Texas. 

plaintiff Baylor 

* Bayior c*p of Medicine has cane* a « u one rf *. ^ medicll 
«— Bayior ^ ^ ^ fc ^ ^ ^ ^ w ^ ^ 

«— > 39, sraanaK ^ 2S5 pc^ fdl0WJi 125 ^ ^ ^ ^ ^ 
-On, physician, pnrsnm. ^ ^ „ ^ ^ ^ ^ ^ 

Baylo, offers panen, care services toogn seveHl of j(s Tmj ^ ^ ^ 
h.spi«a,s, proving nrore to ,3,00, ^ ^ ^ ^ , ^ ^ ^ 

annually. 

co,.e g es in , ottl an. r^raUy ^ ^ . ^ ^ 

fences an, UuneenU, in Nrfona, of Healtb ^ „ ^ ^ ^ ^ 

»U1 research suppo* of «,0 miU,,, has more *. 70 ^ «f pa^-care ^ 
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of the 125 US. medical school, in fedenU ^ b ^ 

in ^ ldd _ u ju Howm ^ ^ ^ ^ ^ 

^''•'^^^^^^^^^ 

covering some of the Elledge technology He „,,„, „ 

»gy. ™« paent was asagneo: to BjyIor ^ ^ 

B!UKiDeCemte22 - ,W!MU "^5,«S 1 , M8 r«» < ., W ^ ) . 

of » m+ ^ on Hov^e, ,, im Ka „ „, ^ ^ 

technology Was kept confidential by Baylor as trade se «*f. , a 

y ayior as trade secrets, and was not known to either the 

public or the industries in which It might be exploited. 



LICENSING THE ELLEDGE TECHNOLOGY 

* In April of im, Baylor entered into licensing negotiations with Clontech over 

<ke Hledge ttchnology. As pan of thou ^f... 

pan those negceuons, „ was access^ for Bay|or a 

- ^ h^ Md mataill . ^ Befcre ^ ^ ^ ^ 

— a Con^a, DisdMUIl ^ ^ ^ ^ 

- B.,0, ullmt m ^ ^ ^ ^ ^ 
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allowed them free communication with Dr Elled« a • 

» l*. EUedge. Approximately two weeks after the 
agreements were signed the Elledee r^wi 

EHcdge technology materials were sent to Clontech including: 

0) a uni-vector plasmid (pUNIlO); 

^ IS*" PlaSmd ^ »<* * * fcsion Plasmid ^ . lox 

(3) ^-^^ 

(4) ^^nmesforconducungmestudies^WiaandBUNlS) 
Tne listed information and materials, together with all other inform , 

otner "wnnation and materials furnished 
to Clontech shall hereafter be referred to as the ^ w . 

Clontech a.eed not to disclose any of the .edge secrets, including we 
Hnedgetechnology^es.suchmformanonh^ 

o^oe.uatemetechnology. ^^^^^^^ 

v/a use of the Elledge trade secrets belonged to Baylor Snedfi „ 

^ BayJor s P« a fic key provisions of the 

Confidential Disclosure Agreement include: 



<V> 

(2) 
(3) 
(4) 



(I 1] Cnmcal ment 311(1 commercial potential thereof." 

2S2^ *em -trade secrets, know-how and 

Certain Clontech obligations under the . 
becomes public through no fault of QontekT^/ * 

shall have theright to... [T^^o^T^ ^ nere ^ ore • • BCMT 

t jionporary or permanent injunctiotL- flje) 
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(2) 
(3) 



"■ ^P^sionsofthcMaterialW^Agr^entincIude: 

(1) the research material "will only be used fbv Clonal w 

evaluation of the Research Material ^froL^Z J .^.^nunercial 
license arrangement Any and d TotherllS detCnmnc ^ potential 

and may not be pursued by Z KtitoL Z T ^ P rohibited 

aU ri8 hts in and to al! 

wiU promptly disclose to aU inven^on ^'P* 011 agrees mat it 

Research Material and wi ^ ^B^T't ? ~ * 

12- Between My 1998 ^ DecQnber 1998> Clontech and Baylor attempted without 
success to negotiate terms for a license to the EUedge technology. 

13- On December 17, 19 98 Baylor advised Clootech that the technology would be 
licensed to a different company. 

DEFENDANT CLONTECH 

Measure. On or about December 18, 1W8, in a letter, Kenneth Fong, <ne F o„cEOof 
ConteC, an, ^ olher aoMech ^ ^ ^ ^ ^ ^ ^ ^ ^ 

^ ^"^^^ fteEUedf, tecbnotoB. 

* Approximate on. ^ ^ lamcbed ^ fc 

— . o. 0 NA . «, ^ pittm ^ ^ ^ systaa ^ aoMtth fe 

similar <o the Elledge tedaologj- discteed by Baylor. 
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W. Upon infornunon » a be , ief> cl00teK> C[taor ^.^^^^ 
» of*. EUedge «. ^ ^ ^ ^ ^ ^ ^ ^ ^ ^ 

KM,. trade secras, including te Elledge techndogy. thereby CMSillg ham ^ 

Baylor and BCMT. 

COUNT I - BREACH OF CONTRACT 
17. For this cause of action, Baylor and BCMT repeat and adopt all allegations 
contained in paragraphs I through 1 6 above. 

It Defcnd*. Clontech ta ^ jB (wiTOse(( ^ 

ta p.ied, under the Confident* Agreement and Material Transfbr Agreement by 

/«/er a/i'a, commercially exploiting the Etledge trade secrets, including the Elledge technology. 

W. MM. Con** has breached its contraaua, (exprassed 
<-*« under the Conndenfcl Disclosure Agre^ and Materia, Transfer Agreement by 

* failing „ destroy the EIW ge ^ secrea ^ rf ^ 

and for failing to notify Baylor of such destruction. 

* Defend.,, ciontech ha, bre«ned it, c^ctu* o^ganon, (expresscd ^ 
-*N) und, the Ctfdeoti., ^ ^ ^ ^ Wn ^ 

-r ^ faiHog to disclose . Bay,,, „ ^ raa<le ^ fc _ rf fc ^ ^ 



secrets. 



«■ Mh*. o«* ba, breached it. conuacroa, and 
«-»*• — *e Confident Disclosure A„ and Material TniB *r A P eemen, by, 
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~r * filing to assign to Bay,., „, ^ ^ ^ ^ ^ ^ ^ 

the Elledge trade secrets. 



COUNT n - MISAPPROPRIATION OF TRADE SECRETS 

22. Pa.gr.phs 1 through 2, «, ^ ^ rf ^ 

23. Baylor and BCMT are, and at all times mentioned in this petition have been, 
engaged in an effort to devetop and commercial, the technology a issne in this litigation. 

24. A, the time of Clones mis^propri^ m, EUedge trad, secrets, Ending 
** Elredge technology were no. Wn to the public or the industry in wmch Bev ^ be 
used. The Elledge trade secret indudiag the ^ ^ wm ^ ^ 
consider., expense tt Bayior, and they cenrftuW tmde seerets that w^d give a 
competitive advantage to anyone commereiall, exploiting ttem . 

25. Ctaech intentionally and W ngmUy misappropriated tad, secret Son, Baylor 
and BCMT for the purpose of commercially using them. 

COUNT in - CONVERSION 

27. Conreeh has unlawfcfly a,s WS d dominion and control over proper* ^ by 
Baylor and BCMT by: 

- g*mng acces. ,. Baylor aad BCMTs confidential and trade secret 

information and materials; and 
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**H Baylor and BCMTs cnndenfcl ^ ^ ^ 

materials and convening for its own use. 

* Upon information ^ beBef fc ^ ^ ^ ^ ^ ^ 

mahcious, wth an attempt to cause the harm alleged. 

COUNT IV - BREACH OF FIDUCIARY RELATIONSHIP 

wh-by Con.cn owed Baylor and BCMT ^^^^^^ 
fair dealing, loyalty, and full disclosure to Baylor and BCMT. 

31. ~^^ itefi a^d„ n e, t0BaylOT ^ BCMrbyiisiiistlB . 
confidential Mwrnation, trade secrets, and materials. 

COUNT V - STATUTORY CLAIM FOR THEFT OF TRADE SECRET 
32- '-^'^Slarespedficallyincorpon^fatoeauseof^ 

33. Oontech intently and aisamopiMd fc 
«*n M ao^ S ec^^n^aUof B . y , M andBC M r^^ ai e masi8otw 

34. Pursuant „ , ,3<.O03 ofTew Civil ^ & Remedies Code, and $ 31 05 of 

§ 134.005(b) of Texas Civil Practice & Kern-Hi- r- . . ~ 

* RcmediCS Code > « also entitled to attorneys' 

fees and costs. 



•8, 
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JURY DEMAND 

35. B lyi o, and BCMT . jmy M . „ m ^ fc ^ ^ ^ 

- WS , . aau.es „f United State , „ ^ ^ ^ ^ m ^ w ^ 



common law. 



PRAYER FOR RELIEF 
Wherefore, Baylor and BCMT pray for relief as follows: 

(1) Injunctive Relief 

A-*, a unction dcfa.te, io ^ mfnmmmt 

and servant, and .n person, „d Blilies h e^.,,,,.^ ^ - 

* ordering it ra „„, w „ ^ (i) ^ EUcd8ctradeKoroaad 

**- ttn*. „ ^ fcm ^ doeuments> ^ 

»^k, con^ ^ fflB , corap ^ ^ ^ otte 
ma«d*,. and Ofl the Cre«or ^ ^ ^ ^ & _ 

(inc.*,, ^ ixmaaai ^ laboMoiy notebMb _ ^ ^ 

correspondence, mail, and other mateiiali); 

b- ordering Qontech ^ ^ ^ ^ (i) ^ ^ ofthe ^ ^ 
secret,, ^ ^ EUcdge ^ ^ ^ ^ 

-hno^ and (ii) using, maike tin g , sclJia& or otherwise «p, oiting 

the Creator system or any derived information or technology; 
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c. ordering that Clontech cease and refrain from engaging in any conduct or activity 
which has the effect of interfering with terminating or diminishing any of 
plaintiffs' contracts and/or business relationships with prospective licensees; and 

d. ordering that Clontech cease and refrain from destroying or altering (Q any all 
Elledge trade secrets, including the Elledge technology, as well as any and all 
derived information or technology, in whatever form (such as documents, records, 
laboratory notebooks, computer disks, files, correspondence, mail, and other 
materials) and (ii) the Creator system and any derived information or technology, 
in whatever form. 

(2) Actual damages in an amount to be determined at trial. 

(3) Punitive damages in an amount of at least three times the amount of actual 
damages awarded; 

(4) An equitable order reqiiiring defendant to disgorge to plaintiffs the full amount of 
all royalties, licensing fees, sales, and profits it has collected or retained in connection with (i) 
the Elledge trade secrets and any derived information or technology and (ii) the Creator system 
and any derived information or technology; 

(5) An assignment of all right and interest over all data, work product, intellectual 
property (including, but not limited to all patents and patent applications), personal property, 
trade secrets which are related to the Elledge trade secrets, the Creator system, or any derived 

icifbrmation or technology. 
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12/83/01 15:21 MO. 335 001 

M Reason*. „d .ecessa, t<Umcys , feK faclared „ y ^ ^ 

.crfoa. pun>aat » Chapter 38 of *, TeMS Civil ^ & ^ ^ ^ 

applicable law, 

(7) Prejudgment and post-judgment interest at the highest rat*) allowed by law; 

(8) Costs of court; and 



(9) Such other and further relief that this Court may deem just and 



proper. 



Respectfully submitted, 
VINSON & ELKINS LX.P. 




Davie* P. BlafiJce 
State Bar No. 02453600 
TraceyDavies 

State Bar No. 24001858 
Adam V. Floyd 

State Bar No. 00790699 
600 Congress Avenue, Suite 2700 
Austin, TX 78701-3248 
Telephone: (512) 495-8400 
Telecopier (512) 495-8612 

Stuart J. Ford 

State Bar No. 07246020 
Jason M Powers 

State Bar No.24007867 
1001 Fannin Street, Suite 2300 
Houston, TX 77002-6760 
Telephone: (713) 758-2522 
Telecopier (713) 758-2346 

Attorneys for Plaintiffs 
Baylor College of Medicine 
and BCM Technologies, Inc. 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF TEXAS 
HOUSTON DIVISION 




CLONTECH LABORATORIES, INC., 



§ 
§ 
§ 



APR - 7 2003 
MlchadN.MBby,aerk of Court 



Plaintiff, 



Civil Action No. H02-0017 




BAYLOR COLLEGE OF MEDICINE and § 
BCM TECHNOLOGIES, INC., § 



§ 

Defendants. § 



STIPULATION AND ORDER OF DISMISSAL 



The defendants, Baylor College of Medicine and BCM Technologies, Inc., and non-party 
Invitrogen Corporation, having covenanted not to assert the disputed patent against plaintiff 
Clontech Laboratories, Inc., according to the terms set forth in Exhibit A, and the parties hereby 
stipulating to dismissal, this action is dismissed pursuant to Fed. R. Civ. P. 41(aXl)(ii), with all 
costs taxed against the party incurring same. 



So ordered this J_ day of ftfcmh, 2003. 




35 



AGREED: 




2550 M Street, NW 
Washington, DC 20037 
202-457-6000 (Telephone) 
202-457-6315 (Fax) 

Glenn A. Ballard, Jr. 
BRACEWELL & PATTERSON LLP 
711 Louisiana Street, Suite 2900 
Houston, TX 77002-2781 
713-223-2900 (Telephone) 
713-221-1212 (Fax) 

Marc R. Labgold 
Kevin M. Bell 
PATTON BOGGS LLP 
8484 Westpark Drive 
Suite 900 

McLean, VA 22102 
703-744-8000 (Telephone) 
703-744-8001 (Fax) 



Attorneys for Plaintiff 
Clontech Laboratories, Inc. 



#3672159 



David P. Blanke 
State Bar No. 02453600 
Tracey Davies 
State Bar No. 24001858 
VINSON & ELKINS LLP 
The Terrace 7 

2801 Via Fortuna, Suite 100 
Austin, TX 78746 
512-542.8400 (Telephone) 
512-542-8612 (Fax) 

Jason M. Powers 
State Bar No. 24007867 
David K. Wooten 
State Bar No. 24033477 
VINSON & ELKINS LLP 
1001 Fannin Street 
Suite 2300 

Houston, TX 77002-6760 
713-758-2222 (Telephone) 
713-758-2346 (Fax) 



Attorneys for Defendants 
Baylor College of Medicine and 
BCM Technologies, Inc. 



#3672159 vl -DJ-DisttBwal 



2 



IN THE UNITED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF TEXAS 
HOUSTON DIVISION 

CLONTECH LABORATORIES, INC., § 

§ 

Plaintiff; § 

§ Civil Action No. H02-0017 
v. § 

§ 

BAYLOR COLLEGE OF MEDICINE and § 
BCM TECHNOLOGIES, INC., § 

§ 

Defendants. § 



COVENANT NOT TO ASSERT U.S. PATENT NO. 5,851,808 
AGAINST CLONTECH LABORATORIES. INC. 

Whereas, defendant Baylor College of Medicine is the assignee of U.S. Patent No. 

5,851,808 (the '"808 Patent"). 

Whereas, Invitrogen Corporation ("Invitrogen") is the exclusive licensee of the '808 

patent. 

Whereas, this declaratory judgment action relating to the '808 Patent, filed on January 4, 
2002, by plaintiff, Clontech Laboratories, Inc. ("Clontech"), against the defendants, Baylor 
College of Medicine and BCM Technologies, Inc. (collectively "Baylor") sought a declaratory 
judgment that Clontech did not infringe the '808 Patent and/or that the '808 Patent was invalid 
(Docket No. 1). 

Whereas, Baylor moved to dismiss the complaint under Fed. R. Civ. P. 12(b)(1) for lack 
of subject matter jurisdiction on the ground that there was no case or controversy between the 
parties (Docket No. 12). 



EXHIBIT A 



ill: 



Whereas, on February 6, 2003, this Court denied that motion, finding, inter alia, that 
Baylor has not assured either this Court or Clontech that it will not bring an infringement suit 
against Clontech (Docket No. 3 1). 

Now, therefore, Baylor and Invitrogen hereby covenant not to assert the ! 808 Patent 
against Clontech with respect to its past Creator™ products, and existing Creator™ products as 
of the date of this covenant This covenant is without prejudice to Baylor and Invitrogen's right 
to assert the '808 Patent against other parties. This covenant also is without prejudice to any 
other patents, including continuations, continuations-in-part, divisional, reissue, and reexamined 
patents, as well as foreign counterparts. 
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Dated this IWh. day of March, 2003. 



David P. Blanke 
Attomey-in-Charge 

State Bar No. 02453600 (SD No. 28946) 

Tracey Davies 

State Bar No. 24001858 

M. Michelle Muller 

StateBarNo. 24037155 

VINSON & ELKINS LL.P. 

The Terrace 7 

2801 Via Fortuna, Suite 1 00 
Austin, Texas 78746-7568 
Tel: (512)542-8400 
Fax:(512)542-8612 

Jason M. Powers 

State Bar No. 24007867 (SD No. 23567) 
David K. Wooten 

State Bar No. 24033477 (SD No. 30375) 
VINSON & ELKINS LLP 
1001 Fannin Street 
Suite 2300 

Houston, TX 77002-6760 
Tel: (713) 758-2222 
Fax:(713)758-2346 

Attorneys for Defendants Baylor College of 
Medicine and BCM Technologies, Inc. and 
Non-Party Invitrogen Corporation 

#3672156 
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Notice: The attached order has been entered. 



iiiiiiiiiinii 

Kevin M Bell 4 : 02 -cv-00017 35 aty 
Pat ton Boggs LLP 
8484 Westpark Dr 
Ste 900 

McLean, VA 22012 
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AUTHORIZATION TO SEND NOTICES 
BY FACSIMILE 

In all cases where I appear as an attorney, the Clerk of the United 
States District Court for the Southern District of Texas may send 
me notices by facsimile transmission rather than mail. 
See Fed. R. Civ. P. 77, Fed.R.Crim. P. 49, Fed.R.Bankr . P. 9022,9036. 

This telephone line is dedicated for facsimile transmission: 
Fax: ( ) 



NaTne: __ State Bar Number: 



Signature : 



Complete ONLY information that is different from the address listed above. 
Firm: 



Suite: 



Street or P. O. Box: 



City, State and Zip: 

Business Telephone: ( ) 



Mail to: Attorney Admissions 

United States District Clerk 
P. O. Box 61010 
Houston, TX 77208 

Control : CV-INS_image5-9124 



Vinscm&OkMfcXiL 



ATTORNEYS AT LAT 



VINSON &ELKINS LX.P. 

THE TERRACE 7 

280 1 VIA FORTUNE SLTTE IX 

AUSTIN, TEXAS 7874$ 

TELEPHONE (512) 542-840C 

FAX (512) 542-8612 

www.velaw.com 



David P. Blanke 

Direct Dial (512) 542-8622 
Direct Fax (512) 236-3314 
dblankc@vcbw.com 



February 17, 2003 



By Overnight Delivery 

Michael N. Milby 
United States District Court 
Southern District of Texas 
5 1 5 Rusk Avenue 
Houston, Texas 77002 

Re: Clontech Laboratories, Inc. v. Baylor College of Medicine, et ai; 
United States District Court for the Southern District of Texas, Houston Division; 
Civil Action No. 4-02-0017 



Dear Mr. Milby: 



Enclosed for filing with the papers of the above referenced case are an original and one 
copy of Baylor's second motion to dismiss with accompanying covenant not to assert. Also 
enclosed is an extra copy, which we ask that you file mark and return in the enclosed self- 
addressed, stamped envelope. 

Thank you for your assistance in this regard. 



Very truly yours, 




David P. Blanke 



c: Glenn A. Ballard, Jr. 
Richard J. Oparil 
Kevin Bell 

{all w/encls.; by fax and first class mail) 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF TEXAS 
HOUSTON DIVISION 



CLONTECH LABORATORIES, INC., 



§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 



Plaintiff, 



v. 



Civil Action No. H02-0017 



BAYLOR COLLEGE OF MEDICINE and 
BMC TECHNOLOGIES, INC., 



Defendants. 



BAYLOR'S SECOND MOTION TO DISMISS 
WITH ACCOMPANYING COVENANT NOT TO ASSERT 

Defendants BCM Technologies, Inc. and Baylor College of Medicine (collectively,' 

"Baylor") file this second motion to dismiss, with an accompanying covenant not to assert the 

disputed patent, respectfully submitting that this case should be dismissed for want of subject 

matter jurisdiction. 

I. 

This declaratory judgment action seeks to invalidate United States Patent No. 5,851,808 
(the "Disputed Patent"), which was issued to Drs. Stephen J. Elledge and Qinghua Liu on 
December 22, 1998, and assigned to Baylor. Last year, Baylor moved to dismiss this case, 
arguing that there is no case or controversy regarding the Disputed Patent between Baylor and 
Clontech Laboratories, Inc. {" Clontech"). Recently, the Court denied that motion. "Based on 
the totality of the circumstances," the Court concluded that "an actual case of controversy exists 
with respect to the [Disputed Patent]." Memorandum & Order, entered February 6, 2003, at pp. 
12-13. 



II. 

As Clontech recognized in its papers opposing Baylor's motion, "Baylor itself can control 
the disposition of this action." Plaintiffs Opposition to Defendants' Motion to Dismiss, filed 
March 25, 2002, at p. 14. "[A] patentee defending an action for declaratory judgment of 
invalidity can divest the trial court of jurisdiction over the case by filing a covenant not to assert 
the patent at issue against the putative infringer with respect to any of its past, present, or future 
acts." Id. (quoting Super Sack Mfg. Corp. v. Chase Packaging Corp., 57 F.3d 1054, 1058 (Fed. 
Cir. 1995), cert, denied, 516 U.S. 1093 (1996)). Baylor's initial motion to dismiss did not 
include such a covenant. 

III. 

With this second motion to dismiss, Baylor submits a covenant not to assert the Disputed 
Patent. See Exhibit A. That covenant "divestfs] the trial court of jurisdiction over the case." 
Super Sack Mfg. Corp., 57 F.3d at 1058. For that reason, Baylor respectfully submits the Court 
should dismiss this case for want to subject matter jurisdiction. 
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X fully submitted, 



David P. Blanke 
Attomey-in-Charge 
State Bar No. 02453600 
Tracey B. Davies 
State Bar No. 24001858 
M. Michelle Muller 
State Bar No. 24037155 
VINSON & ELKINS L.L.P. 
The Terrace 7 

2801 Via Fortuna, Suite 100 
Austin, Texas 78746-7568 
Tel: (512) 542-8400 
Fax: (512) 542-8612 



Jason M. Powers 

State Bar No. 24007867 

David Wooten 

State Bar No. 24033477 

VINSON & ELKINS L.L.P; 

1001 Fannin Street 

Suite 2300 

Houston, Texas 77002-6760 
(713) 758-2222 
(713) 758-2346 (Fax) 

Attorneys for Defendants Baylor College of 
Medicine and BCM Technologies, Inc. 
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CERTIFICATE OF SERVICE 



I certify that on February 17, 2003, a true and correct copy of the foregoing was served 
on (i) Glenn A. Ballard, Jr. of Bracewell & Patterson LLP, 71 1 Louisiana St., Suite 2900, 
Houston, TX 77002-2781 (by fax and first class mail); (ii) Richard J. Oparil of Patton Boggs 
LLP, 2550 M Street, NW, Washington, DC 20037 (by fax and first class mail) and (iii) Marc R. 
Labgold and Kevin M. Bell of Patton Boggs LLP, 8484 Westpark Drive, Suite 900, McLean, VA 
22 1 02 (by fax and first class mail). 




David P. Blanke 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF TEXAS 
HOUSTON DIVISION 



CLONTECH LABORATORIES, INC., 



§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 



Plaintiff, 



Civil Action No. H02-0017 



v. 



BAYLOR COLLEGE OF MEDICINE and 
BCM TECHNOLOGIES, INC., 



Defendants. 



BAYLOR'S COVENANT NOT TO ASSERT THE '808 PATENT 



Whereas, Baylor College of Medicine and BMC Technologies, Inc. (collectively, 
"Baylor") filed suit against Clontech Laboratories, Inc. ("Clontech") on November 30, 2001, 
which suit is styled Baylor College of Medicine and BCM Technologies, Inc. v. Clontech Labs, 
Inc., numbered 2001-61352, and assigned to the 133rd Judicial District Court for Harris County, 
Texas (the "State Court Suit"). 

Whereas, in the State Court Suit Baylor alleged solely state law causes of action arising 
out of Clontech's misappropriation of technology and trade secret materials Baylor had furnished 
to Clontech. 

Whereas, on January 4, 2002, Clontech (i) removed the State Court Suit to Federal Court, 
alleging that Baylor's state law claims necessarily hinged on a substantial question of patent law 
relating to U.S. Patent 5,851,808 (the " '808 Patent") obtained by Baylor, and (ii) simultaneously 
filed this declaratory judgment action, feigning apprehension of a infringement suit by Baylor 
under the '808 Patent. 



EXHIBIT A 



Whereas, the Federal Court to which the State Court Suit was removed remanded the 
State Court Suit after "conclud[ing] that Clontech did not have an objectively reasonable basis 
upon which to believe that removal was proper." Memorandum Opinion and Order at p. 8. 

Whereas, Baylor has moved to dismiss this declaratory judgment action, pointing out 
that, inter alia, this suit is a procedural ploy on Clontech's part to litigate its defense to the State 
Court Suit in Federal Court, which ploy is apparent on the face of Clontech's pleading. See 
Complaint for Declaratory Judgment at 23 & H 24. 

Whereas, Clontech has filed its opposition to Baylor's motion to dismiss, reiterating its 
mock-fear of an infringement suit based on the '808 Patent. 

Whereas, Clontech, however, acknowledges that "Baylor itself can control the disposition 
of this action" because a '"patentee defending against an action for declaratory judgment of 
invalidity can divest the trial court of jurisdiction over the case by filing a covenant not to assert 
the patent at issue against the putative infringer with respect to its past, present, or future acts." 
Plaintiffs Opposition to Defendant's Motion to Dismiss at p. 14 (quoting Super Sack Mfg. Corp. 
v. Chase Packaging Corp., 57 F.3d 1054, 1058 (Fed. Cir. 1995), cert, denied, 516 U.S. 1093 
(1996)). 

Now, Therefore, to avoid the entirely unnecessary and unprincipled tax on this Court's 
energies and resources that Clontech seeks to impose, and to move forward with the State Court 
Suit unburdened by Clontech's jurisdictional machinations, Baylor hereby covenants not to assert 
the '808 Patent against Clontech with respect to its existing or past Creator™ products, as of the 
date of this covenant. This covenant is without prejudice to Baylor's right to assert the '808 
Patent against other parties. This covenant also is without prejudice to any other patents, 
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including continuations, continuations-in-part, divisional, reissue, and reexamined patents, as 
well as foreign counterparts. 

Dated this 17th day of February, 2003. 



David P. Blanke 
Attorney-in-Charge 

State Bar No. 02453600 (SD No. 28946) 

Tracey Davies 

State Bar No. 24001858 

M. Michelle Muller 

State Bar No. 24037155 

VINSON & ELKINS L.L.P. 

The Terrace 7 

2801 Via Fortuna, Suite 100 
Austin, Texas 78746-7568 
Tel: (512)542-8400 
Fax: (5 12) 542-8612 

Jason M. Powers 

State Bar No. 24007867 (SD No. 23567) 
David K. Wooten 

State Bar No. 24033477 (SD No. 30375) 
VINSON & ELKINS LLP 
1001 Fannin Street 
Suite 2300 

Houston, TX 77002-6760 
Tel: (713)758-2222 
Fax: (713) 758-2346 

Attorneys for Defendants Baylor College of 
Medicine and BCM Technologies, Inc. 



AGREED: 




Austin:270277_!.DOC 



3 



ORAL DEPOSITION OF QINGHUA LIU 



February 7, 2003 




CONDENSED TRANSCRIPT AND CONCORDANCE 
PREPARED BY: 

Sunbelt Reporting & Litigation Services 
(713) 667-0763 Houston 
(214) 747-0763 Dallas 



bsa 



ORAL DEPOSITION OF QINGHUA LIU 
February 7, 2003 





Page 1 






Page 3 
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CAUSE NO. 2001-61352 


1 


ORAL DEPOSITION OF 


2 


BAYLOR COLLEGE OF MEDICINE 


)IN THE DISTRICT COURT OF 


2 


QINGHUA LIU. produced as a witness at the instance of 


•5 
J 


and BCM TECHNOLOGIES. INC.. 


) 


3 


the DEFENDANT/COUNTER- PLAINTIFF, and duly sworn, was 






) 


4 


taken in the above- styled and numbered cause on the 7th 


4 




5 


day of February, from 9:14 a.m. to 10:58 a.m.. before 


5 


Plaintiffs/Counter -defendants. ) 


g 


Taye J. Clark. CSR in and for the State of Texas. 


6 




) 


7 


reported at the offices of Patton Boaas LLP ?nni Ross 


7 


VS. 


) 


8 


Avenue. Suite 3000. Dallas. Texas 75201. pursuant to 


8 
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9 


the Texas Rules of Civil Procedure and the provisions 


CLONTECH LABORATORIES. INC.. 


10 


stated on the record or attached hereto. — 


9 


) HARRIS COUNTY. TEXAS 


11 


10 
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H 
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14 
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15 


INVITROGEN CORPORATION. 


) 
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16 
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16 
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17 


Additional Counterclaim 
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17 
18 
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18 
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PRELIMINARY PROCEEDINGS 
THE REPORTER: Going on the record at 
9:14 a.m. 

QINGHUA LIU, 
having been first duly sworn, testified as follows: 
THE REPORTER: By the Rules? 
MR. LABGOLD: Yes. 
THE REPORTER: Do you want to read and 



sign? 



fine. 



MS. MULLER: 
MR. LABGOLD: 



Yes. 

In front of any Notary is 



EXAMINATION 
QUESTIONS BY MR. MARC R. LABGOLD: 
Q Good morning, Dr. Uu. 
A Good morning to you, too. 
Q Have you ever been deposed before? 
A No. -v 
Q Okay. Just so you understand, I'm going to ask 
you some questions, I'm going to show you some 
documents. Hopefully my questions will be clear enough 

22 that you'll understand. 

23 If you dont understand the question, just 

24 ask and I'll try to clarify. 

25 Your counsel may hav certain objections. 
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1 She'll say, "Objection." The first time she does, I 

2 guarantee you you'll sit there and turn around and look 

3 at h r and wait for something else. Thafs all it is, 

4 she's noting an objection for the r cord. 

s Unless she instructs you not to answer, 

6 I'll expect an answer to the best of your ability. 

7 By whom are you currently employed? 

8 A U.T. Southwestern in Dallas. 

9 Q Okay. And what's your position there? 

10 A Post doctoral fellow, 
n Q In whose lab? 

12 A Dr. Xiaodong Wang, 

n Q And what type of work are you doing? 

H A Biochemistry. 

is Q On what type of project? 

16 A RNA Interference. 

n Q And how long have you been in your current 

IB position? 

19 A Two years. 

20 Q And prior to that, am I correctly understanding 

21 you were at Baylor? 

22 A Yes. 

23 Q And for the entire time you were at Baylor, 

24 were you in Dr. Elledge's lab? 

25 A Yes. 
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1 Q Now, did you prepare - did you do anything to 

2 prepare for your deposition here today? 

3 A You mean the deposition document? 

4 Q Did you - did you meet with your attorneys? 

5 A Yes. 

6 Q And who did you meet with? 

7 A I meet with Michelle and Tracy. 

a Q Okay. And for how long did you meet? 

9 A About two - 

10 MS. MULLER: I'm going to object on the 
n basis of privilege. 

12 MR. LABGOLD: Thafs not a privilege. 

13 You want me to show you transcripts from 

14 yesterday where I went through the same thing? 
is It's not privileged that you met, its not 



16 privil ged where you met, it's not privileged how long 

17 you met I'm allowed to ask him as I did for the last 

is fewd positions what documents he reviewed. I'm allowed 

19 to ask if anything refreshes his recollection. 

20 I can ask him what he discussed during 

21 those meetings and you can object and instruct him not 

22 to answer, but other than that, I'm entitled to an 

23 answer. 

24 Q (By Mr. Labgold) How long did you meet? 

25 MS. MULLER: Well, I'm going to have t 
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1 review that, and if I'm incorrect on that, I will look 

2 at it, but for the moment I'm going to object on the 

3 basis of privilege. 

4 MR. LABGOLD: W II, its not worth my 

5 time, but I will tell you this - no. 

6 Q (By Mr. Labgold) Did you review any documents 

7 during your preparation? 

8 A No. 

9 Q Other than your meeting with your counsel at 

10 some unidentified undisclosed location - the vice 

n president may have been there with you but I wont ask 

12 that because that may also be privileged - did you do 

13 anything else to prepare to be able to testify here 

14 today? 

is A No. 

16 Q Have you spoken to Dr. Elledge anytime in the 

17 past year about the subject of the Univector System or 
is this laboratory — or this litigation? 

19 A Yes. 

20 Q And what were - what did you discuss with Dr. 

21 Elledge? 

22 A I call him, ask him if he knows I have to talk 

23 to you, and he said he knew about it, if s fine. 

24 Q Did he tell you that he had had a deposition? 

25 A Yes. 
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1 Q Did he tell you what questions were asked 

2 during that deposition? 

3 A No. 

4 Q Did you discuss anything else concerning the 

5 deposition or just asking him if it was okay to do a 

6 deposition? 

7 A He said, "Answer the question to your best 

8 knowledge, do not make any guess." 

9 Q Anything else? 

10 A No. 

n Q Now, if I understand correctly, you were one of 

12 the people who contributed to the development of the 

13 Univector System, correct? 

14 A Yes. 

is Q And you have prepared a paper which was 

16 published, disclosed in that system, correct? 

17 A Yes. 

is Q And you also filed a patent application? 

19 A Yes. 

20 Q And is it my understanding - is my 

21 understanding correct that it is you and Dr. Elledge 

22 thatcreat dth Univector System? 

23 A Yes. 

24 Q Now, I understand that Ms. Li was involved in 

25 a - 1 don't kn w how best to describe it - a variation 
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1 of the Univector System where it was directed to 

2 homologous recombination. Is that your understanding? 

3 A If s all part of UPS system. 

4 Q Okay. And is that part of what was in your 

5 patent? 

6 A I dont know. 

7 Q Okay. Now, you collect royalties based on your 

8 contribution, correct? 

9 A Yes. 

10 Q And do you — what frequency do you receive 
n checks on that? 

12 A I dont remember. 

13 Q Do you recall how much youVe received in 

14 total, approximately? 

is A I can only estimate, but I'm not going to. 

16 Q Was it $100,000? 

17 A Less than that 
is Q Was it $50,000? 

19 A Its a couple of thousand dollars, I would say. 

20 Q Just like $2,000? 

21 MS. MULLER: Objection; form. 

22 A I will say a couple of thousand dollars. 

23 Q (By Mr. Labgold) Okay. Well, I'm trying to get 

24 an idea of what you mean by "a couple." 

25 Colloquially in English, "a couple" would 
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1 be two? 

2 A Oh, really? 

3 Q Some people would say "a few" is three, but we 

4 might differ on that 

s A Approximately $5,000. 

6 Q And that's the total which you have received to 

7 the best of your understanding? 
e A Per year. 

9 Q Per year. Okay. 

10 Were you involved in the decision of how 

n the royalties would be distributed amongst you and your 

12 coinventors? 

13 A No. 

14 Q Let me mark as Lui Exhibit 1 a copy of a BCMT 

is document bearing production number BCM 001659 through 

16 1664. 

17 (Exhibit No. 1 marked.) 

is Q (By Mr. Labgold) If you take a look down at the 

19 document about halfway through the page, there's a 

20 heading there that says "Inventors." 

21 A Uh-huh. 

22 Q And th n it gives a br akdown b tween you - 

23 Ms. Li and yourself. 

24 A Uh-huh. 

25 Q And does this comport with your r collection 
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1 that for 1 999 you received approximately $5,000? 

2 A You mean under th inventors, this part? 

3 Q Yeah. 

4 A Are you saying if the number looks correct? 
s Q Yeah, your general r collection? 

6 A Yes. 

7 Q Now, do you know why Ms. Li is not named as an 
s inventor on the patent? 

9 A I don't know. 

10 MS. MULLER: Objection; form. 

n Q (By Mr. Labgold) Was it your understanding that 

12 your contribution to the development of the Univector 

13 System and Ms. Li's were equivalent? 

14 MS. MULLER: Objection; form, 
is A Can you rephrase the question? 

16 Q (By Mr. Labgold) Do you believe that Ms. Li 

17 contributed the same amount as you did to the 
is development of the Univector System? 

19 MS. MULLER: Objection; form. 

20 A No. 

21 Q (By Mr. Labgold) Do you know why, then, Ms. Li 

22 obtains the same royalties as you do? 

23 A I dont know. 

24 Q Have you ever discussed that with Dr. Elledge? 

25 A No. 
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1 Q Have you ever discussed that with anybody els 

2 at Baylor or BCMT? 

3 A Yes. 

4 THE WITNESS: Is that a privilege? 

5 MS. MULLER: To the extent that you spok 

6 with counsel or involved communication of counsel, th n 

7 I instruct you not to answer. 

8 A That involves discussion with patent couns I at 

9 Baylor. 

10 Q (By Mr. Labgold) Well, at any time did you 

n raise a concern with anyone at BCMT as to wheth rthe 

12 distribution of royalties was equitable? 

is MS. MULLER: Again, to the extent that 

14 that requires you to discuss — to disclose any 

is conversation with counsel, I instruct you not to answ r. 

16 MR. LABGOLD: And Counsel, I would - I 

17 dont have the energy or the time to deal with this. I 

is will just note on the record - and I can tell we're > - 

19 coming back for another deposition, and its going to be 

20 on your client's dime. 

21 Because if he's going to Baylor and he's 

22 complaining or inquiring as t why his amount is 

23 equivalent to somebody wh join dth project after the 

24 pat nt was filed, that* s not s king legal couns I. 

25 That's a business dispute. 
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1 
1 


Klnu/ vnt i nan inQtnii"*t him ac vnn ulhII 
iiuw , yuu L>ai i ii iou tiLri huh ad yuu Will. 


1 


the penalty of perjury adheres to that? 


2 


I'll nn/o k>m i o mnmant +n thir^l** ohm ft it If i # ■ ■'—a 

I ii give yuu a rnorneni 10 uiinix 3D out n. IT you re 


2 


A Yes. 


3 


aoina to tell me the instruction stands I'll mnuo nn 

^Ull 1^ IW l^ll 1 1 Iv U IC II IOU UvUUI 1 O LCI I IU3 ( til 1 1 IvJVC vll. 


3 


Q Okay. If you take a look at Paragraph 2 under 




and we'll deal with that later 
at iu wc ii ucai wiu i u la i laici . 


4 


Roman numeral two, says: (Reading) I contribut d to the 


5 


MS MULLER' For the moment tho 

IVIW. 1 VI \— ' ^ l_ l_ 1 \ . IWl U IC fllUIIICIIl UlC 


5 


development of the univector plasmid-fusion system. 


o 


inctn iftinn ^tand^ 


6 


What was your contribution? 


7 




7 


A My contributions to develop the Cre enzyme and 


8 


u v°y wr. Laugoia; uia you ever get an answer as 


8 


show this concept, this system works in principle. 


9 


to why Ms. U gets the same amount of royalties as you 


9 


Q When you say "develop the Cre enzyme," what are 


10 


do disprte — 


10 


you talking about? 


1 1 


M INO. 


11 


A Making the GST-Cre. 


1 0 


r\ _ the fart that — 

W — UlC laL>L Ulctl ~~ 


12 


Q So making a GST-Cre fusion, correct? 


13 


rau enougn. 


13 


A No. 


14 


I'd like to mark as Liu Fvhihit 9 a rnnu 


14 


Q Please explain. 


ID 


nf an affidavit ut/hir^h i einna^ 

ui an aiiiudvii wriitn you signeu. 


15 


A Not only that, more than that 


16 


(Exhibit No 2 marked \ 


16 


Q Okay. Please explain. 


]7 


O (Bv Mr Labaold) Can vnu tell me if uni iW coon 

• ^«fc*ywiuj wait yuu icii mc II yuu vc occfl 


17 


a Ma King me — 


18 


this document before todax/7 

UII3 UUWUIIICIIl UCIUI C lUUdj ; 


18 


MS. MULLER: Objection; form. 1 m sorry. 


19 


A Yes. 


19 


Ak* a «| 

oo anead. 


on 

CM 


w uia you yourseti prepare me lexx o» me 


20 


A Making a fusion protein, express it, an E. 


21 


document? 


21 


coli, purify it, demonstrate the purified protein has 


22 


A Yes. 


22 


high — high specific activity. 


23 


Q Did you type It yourself? 


23 


Q (By Mr. Labgold) Okay. Now, GST fusion 


24 


A NO. 


24 


proteins were known -in the art prior to your work, 


25 


Q So if 1 understand correctly, you wrote the 


25 


correct? 
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i 
i 


icxi oi uie aocumenx ana men Torwardea it to somebody 


1 


A Correct. 


C. 


cisc Tor typing r 


2 


Q And the Cre enzyme itself was known in the art 


3 


Mis. mullck. Objection; privileged. 


3 


prior to your work, correct? 


4 


To the extent that that requires you to 


4 


A Correct 


5 


reveai any conversation you naa wrm counsel, again — 


5 


Q And am I correct in understanding that the Cre 


6 


mk. u\doULU. There is nothing privileged 


6 


recombinies, the Cre enzyme, its ability to recombine 


7 


about that 1 am pntfH<*d tn ^nnui hn\*/ ha r«rA***i*>mij ku 

auuut mat i am ciiuucu iu luiow now ne prepareo nis 


7 


loxP site was also known in the art, correct? 


g 


declaration affiHai/it uuhatoi/ar i/m ■ 4 n HM n *«v 

ucudiauuii, ainuaviL, wnaicver you warn to calf It, 


8 


A Correct 


g 


hie cu/nrn etatomont 


9 


Q If you take a look at page - I'm sorry, we got 


10 


w \oy nnr. uaogoiuj /\re you going to — 


10 


a stapling error here. 


1 1 


mo. mullck. it rt involved a conversation 


11 


Actually, looking at Page 2 of your 


12 


wiui uuundci, 1 m going io insuuci mm not to answer. 


12 


declaration, and you say that the Univector System was 


13 


mr\. LnDouLu. nave you done trus before? 


13 


described and explained in an article and then it sets 




UC M|l| 1 PR- OirO 

rvio. MULLCrv. our 


14 


forth the article. Do you see that? 


1^ 

13 


Kill? 1 AD^OI r^* ijmM . , — . . j _ _ _ > » » m 

mk, mDuULU. nave you done this before? 


15 


A Uh-huh, the first two sentences. 


16 


MC Ml II 1 CD- M_ ■ , , . 

M5. MULLcR. 1 m not being deposed here. 


16 


Q Yes. And I'd like to mark - let me give you a 


17 


w v°y «ir. uaogoia; wnen you signed this 


17 


document weVe already marked as Elledge Exhibit 3, if 


18 


affidavit did vnti undorctanH that umi mora ...lo 

aiuuavu, uiu yuu uriucioianu uiai you were uncer oatn y 


18 


you can confirm for me that is the article to which you 




r\ T c5. 


19 


were referring? 


20 


O niH vnu imHArctanH u^t*st 4ka ...... 

m iu yuu unuersiana wnax me consequences were 


20 


A Yes. 


21 


if you mad a statement which w renottru , to your 


7\ 

Cl 


vi «na wnen y u prepared — let me ask this: W r 


22 


knowledge, in a sworn statem nt? 


22 


youinvolv din the preparation of the articl ? 


23 


A Y s. 


23 


A Yes. 


24 


Q And do you understand that you are und r ath 


24 


Q And to th best of your ability, did y u 


25 


her t day, and that if you d not t II th truth, that 


25 


completely and fully describe th Univector Syst min 
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